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Introduction 
 
The WIPO Worldwide Academy was founded in March 1998 within the World 
Intellectual Property Organization (WIPO) in response to demand for knowledge and 
skills in intellectual property (IP).  It serves as a center of excellence in teaching, training 
and research in IP.  Its programs cater to different target audiences - inventors and 
creators, business managers and IP professionals, policy makers and government officials 
of IP institutions, diplomats, students and teachers of intellectual property and the civil 
society. 
 
Its objectives are achieved through five core programs - professional training, distance 
learning, policy development, teaching and research, education and degree.  The tailor-
made programs, including the summer school; and its distance learning with more than 
82,000 participants since its inception in 1999, benefit large numbers of people from all 
walks of life. 
 
The 2008 summer school programs were offered at several locations outside of WIPO 
Headquarters in Geneva for the first time (in Croatia, Mexico, Republic of Korea and 
Thailand).  The programs attracted larger audiences in the world and were aimed at 
providing the highest possible quality and the most updated courses of various 
components about IP. 
 
The WIPO Worldwide Academy used its vast experience and global perspectives of IP in 
establishing a unique program for the summer school.  Its approach is international, 
inter-disciplinary and interactive.  The curriculum of the summer school program 
contains valuable and creative ideas as well as most visionary and updated analysis of the 
current evolution of IP systems.   
 
This document has been prepared for students as a supplementary document to papers 
and presentations which the core faculties will use in the class in the hope that students 
could grasp general thoughts about each topic and could further study certain issues of 
interest in IP outside classroom teaching. 
 
In each chapter of this document, a recent publication of WIPO Worldwide Academy, 
“Teaching of Intellectual Property, Principles and Methods” (published by Cambridge 
University Press in May 2008) and recommendations made by the most eminent 
professors of IP were also taken into account. 
 
IP will continue to evolve and this document is expected to be updated each year.  Your 
comments and suggestions should also enhance the quality of this document.  Any textual 
proposals about the content of this textbook could be made to the coordinator for the 
summer school program at summerschool.academy@wipo.int 
 
Please enjoy a most stimulating and exciting two weeks at the summer school! 

 

mailto:summerschool.academy@wipo.int
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Chapter 1 
 

The Role of Intellectual Property  
for Development and Prosperity 

 
 
 
 
Can Intellectual Property (IP) Contribute to Economic Development? 
 
For many years, economists have tried to provide an explanation as to why some 
economies grow fast while others do not;  in other words, why some countries are rich 
and others poor.  It is generally agreed that knowledge and inventions have played an 
important role in recent economic growth.  The renowned economist Paul Romer 
suggests that the accumulation of knowledge is the driving force behind economic 
growth.  For countries to promote growth, his theory goes, their economic policies 
should encourage investment in new R&D and subsidize programs that develop 
human capital. 

 
This can be seen in the economic growth achieved by some countries in the 1990’s.   
Rapid knowledge creation, including the emergence of new technologies, resulted in 
policy changes regarding IP and the adoption of new knowledge-asset management 
practices.  One of the consequences of the emerging importance of IP and the new pattern 
of global trade that started in the beginning of the 1990s was the forging of a deliberate 
connection between the two.  Some developed countries began to use trade measures to 
curb piracy of IP rights abroad.  Among other things, this led to the inclusion of the 
Agreement on the Trade-Related Aspects of Intellectual Property Rights (TRIPs) as one 
of the World Trade Organization (WTO) agreements resulting from the multilateral trade 
negotiations under the Uruguay Round. 
 
In the 1990s, an increasing number of policy-makers in emerging economic powers 
recognized the important role of the IP system in the institutional infrastructure for 
encouraging private investment in research and development (R&D), especially in the 
industrial and scientific fields.  Many studies suggest a healthy IP system as a key 
element in encouraging foreign direct investment (FDI). 
 
 
IP;  hidden value 
 
Intellectual assets are gaining ground as a measure of corporate viability and future 
performance.  In 1982, some 62 per cent of corporate assets in the United States were 
physical assets, but by 2000, that figure had shrunk to a mere 30 per cent.  In Europe, at 
the beginning of the 1990s, intangible assets accounted for more than a third of total 
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assets and as early as 1992, in the Netherlands, accounted for more than 35 per cent of 
total public and private investments.   

 
A recent study shows that, on average, 40 per cent of the value of a company – that tied 
up in its intangible assets - is not shown in any way on its balance sheet.  For this reason, 
IP is sometimes referred to as “hidden value”.  Whether hidden or expressly valued, it is 
now clear that patents, copyright and related rights, trademarks, geographical indications 
and trade secrets are significant contributors to enterprise value.  
 
IP in Business 
 
IP is now one of the most valuable, or often the most valuable, asset in commercial 
transactions, whether in licensing agreements, manufacturing, purchase or distribution 
agreements, or mergers and acquisitions.  Licenses to use patents, copyrighted material or 
trademarks are often combined with transfer of know-how in the form of training, and are 
an increasingly important element of such transactions.   
 
The notion that the IP system confers exclusive rights that are exercised by blocking 
competitors is increasingly being disproven—in practice, IP is used as often to license 
products and technologies as to prohibit others from using them.  These licenses provide 
royalty revenues to the owners of the IP, and distribute products and technologies to 
licensees who might not otherwise have had access to them.  In such transactions, the 
licensees may also gain rights to create improvements or derivative works and to develop 
their own IP assets, which can then be cross-licensed or licensed to others.  This creates a 
very productive cycle of invention and business transaction.   
 
 
Knowledge-based Economy and IP Management 
 
Because of the value of IP, IP management is becoming a major element in corporate 
business management.  IP managers help to accumulate hefty corporate IP asset 
portfolios, for use in mergers and acquisitions, joint ventures, cooperative R&D 
agreements, and licensing agreements, in much the same way as product managers help 
to build up product portfolios.  IP asset portfolios are developed strategically, targeting 
cluster areas based on product and technology markets and cross-licensing opportunities.  
Companies are forging alliances with each other in order to heighten the value of their IP 
assets and to obtain mutually beneficial competitive advantages through cross licensing.  
Often such alliances will give the companies involved substantially increased clout in 
their particular field of technology, or enable them to support technological standards in 
their particular field.   
 
 
IP and Global Agenda for Sustainable Development 
 
The international community has made a firm commitment to creating a more peaceful, 
prosperous and democratic world and to undertake concrete measures to continue finding 
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ways to achieve the United Nations (UN) Millennium Development Goals (MDGs) with 
deadline set for 2015.  

 
In the last century, it became clear that development depends on the existence of reliable 
institutions within which human beings think, interact and carry on business, and that one 
of the essential elements supporting such institutions is property rights.  In this present 
century, among such property rights, IP rights are gaining increasing importance as our 
activities become increasingly knowledge-driven.  Now, more than ever, our 
development depends on whether and how our intellect will be expressed and respected 
in property rights, and how the fruit of our intellectual activities – the results of 
innovation and creativity – will be used and disseminated in society.  Our future, our 
security and our well-being, lie in our heads – and not only in what used to be the formula 
for survival:  land, labor and capital.  

 
Innovation and creativity have been much more stimulated in this knowledge-based and 
information-rich century than in previous ones, thanks in part to the physical and virtual 
networks that allow increasingly easy movement of people, goods and information within 
and among nations.  
 
One of the weakest links in development strategies is the one between development, on 
one hand, and innovation, creativity and IP, on the other.  Many developing countries 
have not yet given sufficient priority to mobilizing their domestic intellectual resources or 
to strengthening the link between innovation and creativity, and national policies, making 
a clear connection between IP and development strategies.  The role of the IP system is to 
capture the benefits of innovation and channel the necessary resources to meet the needs 
of consumers, and society as a whole, for innovation. 
 
 
Better Understanding of IP in Political Context 
 
There are certain misperceptions about IP in some quarters, which seem to discourage its 
use as a tool for development.  IP protection is seen as:   

 
- something only for wealthy countries and not for those of low income;  thus, 

weak IP is somehow better for the national industries of such low income 
nations; 

- an obstacle to access to information and essential drugs;  and  
- an obstacle to competition.   
 

On the other hand, much as we seek to set out the great benefits that a carefully crafted 
and managed IP system can bring, we do not pretend that it can solve all of a country’s 
problems or allow it to meet all of its challenges.  For example, the following statements 
do not reflect the true nature of IP:   
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- the stronger the IP protection, the better the well-being of the society;   
- the IP system alone, once set up in accordance with international rules and 

obligations, will bring benefits through foreign direct investment and 
transfers of advanced technology;  and   

- a one-size-fits-all IP system can cater for the different needs of different 
nations. 

 
 

IP to be Integrated into National Strategy for Development 
 
As the impact of IP has become multi-dimensional and more widely observable, its 
integration into national policies and strategies needs to strike an appropriate balance 
between the various interested parties and public policy objectives.  Such a balance may 
well require not only an efficient IP system, but also interaction between the IP system 
and other public policies.  Given that the optimum balance needs dynamic and delicate 
fine-tuning in response to economic, social and technological change, the IP system also 
needs to be constantly reviewed and readjusted, so that it functions optimally to achieve 
national goals.   
 
 
The Role of WIPO 
 
The World Intellectual Property Organization (WIPO) is a specialized agency of the 
United Nations. It is dedicated to developing a balanced and accessible international IP 
system, which rewards creativity, stimulates innovation and contributes to economic 
development while safeguarding the public interest. 
 
WIPO was established by the WIPO Convention in 1967 with a mandate from its 
Member States to promote the protection of IP throughout the world through cooperation 
among states and in collaboration with other international organizations.  WIPO is an 
intergovernmental organization that became in 1974 one of the specialized agencies of 
the United Nations system of organizations. 
 
The origins of WIPO go back to 1883 and 1886 when the Paris Convention for the 
Protection of Industrial Property and the Berne Convention for the Protection of Literary 
and Artistic Works, respectively, were concluded. Both Conventions provided for the 
establishment of an international bureau.  The two bureaus were united in 1893 and, in 
1970, were replaced by WIPO, which is serviced by an international bureau, by virtue of 
the WIPO Convention. 
 
WIPO’s headquarters are in Geneva, Switzerland.  WIPO has its coordination offices in 
Brussels, New York, Singapore and Tokyo.   
 
As of May 30, 2008, WIPO has 184 member States. 
 

http://www.wipo.int/treaties/en/convention/
http://www.wipo.int/members/en/
http://www.wipo.int/treaties/en/ip/paris/trtdocs_wo020.html
http://www.wipo.int/treaties/en/ip/paris/trtdocs_wo020.html
http://www.wipo.int/treaties/en/ip/berne/trtdocs_wo001.html
http://www.wipo.int/treaties/en/ip/berne/trtdocs_wo001.html
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WIPO’s believes that IP is an important tool for the economic, social and cultural 
development of all countries. This shapes its mission to promote the effective use and 
protection of IP worldwide. Strategic goals are set out in a four yearly Medium Term 
Plan and refined in the biennial Program and Budget document. 
 
The five strategic goals defined in the 2006 – 2007 Program and Budget are: 
 

 To promote an IP culture;  
 To integrate IP into national development policies and programs;  
 To develop international IP laws and standards;  
 To deliver quality services in global IP protection systems; and  
 To increase the efficiency of WIPO’s management and support processes.  

 
 
The Concept of IP 
 
IP, very broadly, means the legal rights which result form intellectual activities in the 
industrial, scientific, literary and artistic fields.  Countries have laws to protect IP for two 
main reasons. One is to give statutory expression to the moral and economic rights of 
creators in their creations and such rights of the public in access to those creations.  The 
second is to promote, as a deliberate act of government policy, creativity and the 
dissemination and application of its results and to encourage fair trading which would 
contribute to economic and social development. 
 
Generally speaking, IP law aims at safeguarding creators and other producers of 
intellectual goods and services by granting them certain time-limited rights to control the 
use made of those productions.  Those rights do not apply to the physical object in which 
the creation may be embodied but instead to the intellectual creation as such.   
 
IP has at least one feature completely different from that of classic types of property such 
as a house and a car.  That feature is called “non-rival” by economists.  This means that 
one person's use of it doesn't diminish the ability of other people to use it.  For example, 
one person (owner of a copyright on a new software) use a software to write and send an 
e-mail message at the same time when other people (who have got a license of the 
copyright of the software) use the same software.  In case of a car, on the contrary, it 
cannot be used by more than one person at the same time.  This feature is important to 
understand how IP can increase its value by assigning, licensing and sharing it.    

 
IP has a number of branches.  The convention establishing WIPO in 1967 stipulates that 
IP shall include rights relating to the following: 
 

1. Literary, artistic and scientific works 
2. Performances of performing artists, phonograms, and broadcasts 
3. Inventions in all fields of human endeavor 
4. Scientific discoveries 
5. Industrial designs 

http://www.wipo.int/about-wipo/en/dgo/pub487.htm
http://www.wipo.int/about-wipo/en/dgo/pub487.htm
http://www.wipo.int/edocs/mdocs/govbody/en/wo_pbc_8/wo_pbc_8_3_pub.pdf
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6. Marks and commercial names and designations 
7. Protection against unfair competition 
8. All other rights resulting from intellectual activity in the industrial, scientific, 

literary, and artistic fields  
 
In the past, IP was divided into two categories as follows:  
 

 Industrial property, which includes inventions (patents), trademarks, industrial 
designs, and geographic indications of origin/source;  and  

 
 Copyright, which includes literary and artistic works such as novels, poems and plays, 

films, musical works, artistic works such as drawings, paintings, photographs and 
sculptures, and architectural designs.  

 
Rights related to copyright include those of performing artists in their performances, 
producers of phonograms in their recordings, and those of broadcasters in their radio and 
television programs.   
 
In the 1990’s, it became common to refer to intellectual property, integrating industrial 
property and copyright and related rights and thus dispensing with those two separations  
 
Debate on Policy Issues 
 

 Is the role of IP misunderstood in many societies?  If so, why and how could that be 
improved? 

 
 Whether and how could IP systems promote economic, social and cultural 

development in particular in developing countries? 
 
 
Reference 
 
General information about IP at http://www.wipo.int/about-ip/en/ 
 
About how IP affects our daily life 
 
IP in everyday life – virtual tour – at http://www.wipo.int/about-ip/en/ 
 
Free publications for different audiences are made available at  
http://www.wipo.int/ip-outreach/en/publications.html 
 
About a brief history of IP  
 
Chapter 1 of WIPO Publication No. 888, Intellectual Property – a Power Tool for 
Economic Growth - at  
http://www.wipo.int/about-wipo/en/dgo/wipo_pub_888/index_wipo_pub_888.html 

http://www.wipo.int/about-ip/en/
http://www.wipo.int/about-ip/en/
http://www.wipo.int/ip-outreach/en/publications.html
http://www.wipo.int/about-wipo/en/dgo/wipo_pub_888/index_wipo_pub_888.html
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About WIPO  
http://www.wipo.int/treaties/en/general 
 
About economic perspectives of IP 
 
Chapter 1 “Why we study intellectual property rights and what we have learned” , 
Carsten Fink and Keith Maskus, Intellectual Property and Development, Lessons from 
Recent Economic Research, World Bank, available at  
http://www.worldbank.org/research/IntellProp_temp.pdf 
 
About IP and Development 
 
CIPR (2002), Commission on Intellectual Property Rights:  Integrating Intellectual 
Property Rights and Development Policy, Report of the CIPR, available at  
www.iprcommission.org/graphic/documents/final_report.htm 
 
About Economics of IP in the Global Economy 
 
Prof. Keith Maskus recommends the following books (“Teaching of Intellectual 
Property” published by the Cambridge University Press) 
 

 Dominique Foray, The Economics of Knowledge (MIT Press, 2004). 
 Keith E. Maskus, Intellectual Property Rights in the Global Economy (Institute for 

International Economics, 2000). 
 Suzanne Scotchmer, Innovation and Incentives (MIT Press, 2004). 

 

http://www.wipo.int/treaties/en/general
http://www.worldbank.org/research/IntellProp_temp.pdf
http://www.iprcommission.org/graphic/documents/final_report.htm
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Chapter 2 
 

Patents 
 
 
 
 
Introduction 
 
A patent is an exclusive right granted for an invention, which is a product or a process 
that provides, in general, a new way of doing something, or offers a new technical 
solution to a problem.  In order to be patentable, the invention must fulfill certain 
conditions.  A patent provides protection for the invention to the owner of the patent.  
The protection is granted for a limited period, generally 20 years. 
 
Patent protection means that the invention cannot be commercially made, used, 
distributed or sold without the patent owner’s consent.  These patent rights are usually 
enforced in a court, which, in most systems, holds the authority to stop patent 
infringement.  Conversely, a court can also declare a patent invalid upon a successful 
challenge by a third party. 
 
A patent owner has the right to decide who may - or may not - use the patented invention 
for the period in which the invention is protected.  The patent owner may give permission 
to, or license, other parties to use the invention on mutually agreed terms.  The owner 
may also sell the right to the invention to someone else, who will then become the new 
owner of the patent.  Once a patent expires, the protection ends, and an invention enters 
the public domain, that is, the owner no longer holds exclusive rights to the invention, 
which becomes available to commercial exploitation by others. 
 
History 
 
The Venetian Law of 1474 is often referred to as the first systematic approach to protect 
inventions by a form of patents, as it stipulated an exclusive right of an individual which 
limited the public interest for the first time.  Sixteenth century Tudor England already had 
a patent system, and the Statute of Monopolies in 1624 was the first written law which 
provided for the grant of a monopoly for an invention for a limited period of time.   
 
The second half of the 18th century was a golden age of trade and industry for many 
countries, as well as a time of artistic creativity, scientific innovation, and political 
revolution.  It was during this Age of Enlightenment that some countries established their 
first patent systems during that time.  For example, the first patent law in France, which 
provided for the protection of inventors’ rights, was enacted in 1791, after the French 
Revolution and the Declaration of the Rights of Man and of the Citizen.  In the United 
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States of America, in 1788 the Constitution specifically provided for patents and the 
protection of an invention by granting exclusive rights to inventors.   
 
In the second half of the 19th century, goods and workers crossing national borders 
brought a wave of globalization to industrial powers.  Although patent laws had been 
enacted in several countries, the demand for international protection of inventions began 
to be felt.  In fact, foreign exhibitors refused to attend the International Exhibition of 
Inventions in Vienna in 1873 because they were afraid their ideas would be stolen and 
exploited commercially in other countries.  This incident resulted in the birth of the Paris 
Convention for the Protection of Industrial Property in 1883 (the Paris Convention), the 
first major international treaty designed to help the people of one country obtain 
protection in other countries for their intellectual creations.  Such protection took the 
form of industrial property rights, known as inventions (patents), marks, and industrial 
designs.   
 
 
Why are Patents Necessary? 
 
Patents provide incentives to individuals by offering them recognition for their creativity 
and material reward for their marketable inventions.  These incentives encourage 
innovation, which assures that the quality of human life is continuously enhanced.  As 
shown in an episode about the Paris Convention, the patent system also provides certain 
degree of assurance to inventors (such as exhibitors at an international exhibition of 
inventions) that the disclosure of a new technology would not result in the immediate 
imitation by competitors. 
 
 
What Role do Patents Play in Everyday Life? 
 
Patented inventions have, in fact, pervaded every aspect of human life, from electric 
lighting (patents held by Edison and Swan) and plastic (patents held by Baekeland), to 
ballpoint pens (patents held by Biro) and microprocessors (patents held by Intel, for 
example). 
 
All patent owners are obliged, in return for patent protection, to publicly disclose 
information on their invention in order to enrich the total body of technical knowledge in 
the world.  Such an ever-increasing body of public knowledge promotes further creativity 
and innovation in others.  In this way, patents provide not only protection for the owner 
but valuable information and inspiration for future generations of researchers and 
inventors. 
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How is a Patent Granted? 
 
The first step in securing a patent is the filing of a patent application.  The patent 
application generally contains the title of the invention, as well as an indication of its 
technical field; it must include the background and a description of the invention, in clear 
language and enough detail that an individual with an average understanding of the field 
could use or reproduce the invention.  Such descriptions are usually accompanied by 
visual materials such as drawings, plans, or diagrams to better describe the invention.  
The application also contains various “claims”, that is, information which determines the 
extent of protection granted by the patent. 
 
 
What Kinds of Inventions can be Protected? 
 
An invention must, in general, fulfill the following conditions to be protected by a patent. 
It must be of practical use; it must show an element of novelty, that is, some new 
characteristic which is not known in the body of existing knowledge in its technical field. 
This body of existing knowledge is called “prior art”.  The invention must show an 
inventive step which could not be deduced by a person with average knowledge of the 
technical field.  Finally, its subject matter must be accepted as “patentable” under law. In 
many countries, scientific theories, mathematical methods, plant or animal varieties, 
discoveries of natural substances, commercial methods, or methods for medical treatment 
(as opposed to medical products) are generally not patentable. 
 
 
Who Grants Patents? 
 
A patent is granted by a national patent office or by a regional office that does the work 
for a number of countries, such as the European Patent Office and the African Regional 
Intellectual Property Organization.  Under such regional systems, an applicant requests 
protection for the invention in one or more countries, and each country decides as to 
whether to offer patent protection within its borders.  The WIPO-administered Patent 
Cooperation Treaty (PCT) provides for the filing of a single international patent 
application which has the same effect as national applications filed in the designated 
countries. An applicant seeking protection may file one application and request protection 
in as many signatory states as needed. 
 
 
How can a Patent be Obtained Worldwide? 
 
At present, no “world patents” or “international patents” exist. 
In general, an application for a patent must be filed, and a patent shall be granted and 
enforced, in each country in which you seek patent protection for your invention, in 
accordance with the law of that country.  In some regions, a regional patent office, for 
example, the European Patent Office (EPO) or the African Regional Intellectual Property 
Organization (ARIPO), accepts regional patent applications, or grants patents, which 
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have the same effect as applications filed, or patents granted, in the member States of that 
region. 
 
Further, any resident or national of a Contracting State of the Patent Cooperation Treaty 
(PCT) may file an international application under the PCT.  A single international patent 
application has the same effect as national applications filed in each designated 
Contracting State of the PCT.  However, under the PCT system, in order to obtain patent 
protection in the designated States, a patent shall be granted by each designated State to 
the claimed invention contained in the international application.  
 
Procedural and substantive requirements for the grant of patents as well as the amount of 
fees required are different from one country/region to the other.  It is therefore 
recommend that you consult a practicing lawyer who is specialized in IP or the IP offices 
of those countries in which you are interested to get protection. 
 
 
What is a Utility Model? 
 
A utility model is a “petty” patent which confers an exclusive right and allows the right 
holder to prevent others from commercially using the protected invention, without his 
authorization, for a limited period of time. In its basic definition, which may vary from 
one country (where such protection is available) to another, a utility model is similar to a 
patent. In fact, utility models are sometimes referred to as “petty patents” or “innovation 
patents.” 
 
The main differences between utility models and patents are the following: 
The requirements for acquiring a utility model are less stringent than for patents. While 
the requirement of “novelty” is always to be met, that of “inventive step” or “non-
obviousness” may be much lower or absent altogether.  In practice, protection for utility 
models is often sought for innovations of a rather incremental character which may not 
meet the patentability criteria.  
 
The term of protection for utility models is shorter than for patents and varies from 
country to country (usually between 7 and 10 years without the possibility of extension or 
renewal).  
 
In most countries where utility model protection is available, patent offices do not 
examine applications as to substance prior to registration. This means that the registration 
process is often significantly simpler and faster, taking, on average, six months.  Utility 
models are much cheaper to obtain and to maintain.  In some countries, utility model 
protection can only be obtained for certain fields of technology and only for products but 
not for processes.  Utility models are considered particularly suited for SMEs that make 
“minor” improvements to, and adaptations of, existing products. Utility models are 
primarily used for mechanical innovations. 
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Currently, a small but significant number of countries and regional organizations provide 
utility model protection.  These include:  Argentina, Armenia, Australia, Austria, Belarus, 
Belgium, Brazil, Bulgaria, China, Colombia, Costa Rica, Czech Republic, Denmark, 
Estonia, Ethiopia, Finland, France, Georgia, Germany, Greece, Guatemala, Hungary, 
Ireland, Italy, Japan, Kazakhstan, Kenya, Kyrgyzstan, Malaysia, Mexico, Netherlands, 
Peru, Philippines, Poland, Portugal, Republic of Korea, Republic of Moldova, Russian 
Federation, Slovakia, Spain, Tajikistan, Trinidad & Tobago, Turkey, Ukraine, Uruguay, 
Uzbekistan, OAPI and ARIPO. 
 
 
The Role and Rationale of the Patent System in Economic, Social and Cultural 
Development 
 
The patent system is based on a dynamic economic process.  The process starts with the 
grant of exclusive, legally enforceable rights to an inventor to make, use or sell products 
incorporating his invention for a limited period of time.  Thus, the inventor receives an 
advantage in market competition.  The patent system provides the inventor with an 
opportunity to gain revenues at three levels: 
 
First, the inventor may recoup his cost (the expenses he incurred in developing the 
invention, usually capital, time, equipment and labor).   

 
Second, the patent system makes it more likely that the inventor will make a profit (a 
positive return on the investment) from his unit sales of products incorporating the 
invention.  The ability to achieve this profit (through higher volume of sales or higher 
prices than the seller of a similar product would otherwise have achieved) depends on 
whether the invention actually enhances the desirability of products, and whether there 
are substitutes or alternatives to the invention and the products.   

 
Third, the patent system gives him the ability to gain revenues from licensing or 
assigning (selling) the patent to others who will exploit it in markets that the inventor 
does not wish to exploit, using distribution resources that the inventor does have, or 
combine the invention with other inventions and products to create new inventions and 
products.  Such licensees and assignees pay royalties (payments in the form of a share of 
his sales) and fees to the inventor.   

 
The inventor’s reward is financial gain, and he is motivated to repeat the process again, 
investing some of his gain in new research and development for new inventions.  This 
process becomes a dynamic cycle of change which generates changes in other areas.  He 
is also likely to hire and train others, or transact business with others, who will in turn be 
motivated to invent and create products by the prospect of financial gain.  Not only will 
the research and development lead to associated inventions by others, it is also likely to 
stimulate other economic consequences such as increased employment and training, and 
increased competitiveness of related products.   
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Patents are not Means of Monopoly in the Market 
 
However, it is a myth that the patent system is a tool to grant a simple exclusive right to 
an inventor.  The exclusive rights granted by a patent are valid only for a limited duration 
(as discussed above, generally 20 years).  They also are limited to and valid in only the 
country or jurisdiction that issued the patent.  In the rest of the world, in all countries in 
which the invention is not protected by a patent, the invention may be used freely.  As 
discussed below, the patent system is designed to strike the proper balance between the 
inventor’s interest and the public interest. 

 
Described in another way, using a different metaphor, the patent gives the inventor a 
temporary shelter from the forces of market competition.  The shelter is a small one, 
limited to the precise terms of the claims of his patent, but it is sturdy and durable for 
many years.  In this shelter, the inventor can market his inventions without fear that his 
investment will be swept away by competitors, or ravaged by price predators.  He can 
work in the shelter, secure enough to be able to create new inventions, as well as to hire 
and train others to help him.  Without the shelter, the inventor would have no incentive to 
make new inventions and start the process again.  He would pack up his tools and go 
back to his secure job elsewhere.   

 
The patent system does not grant an unqualified market advantage to the inventor or the 
outright monopoly in the market. The “shelter” is exactly as big as the scope of the 
invention that the inventor has created.  The patent only covers the invention exactly as it 
is “claimed” in the patent.  There is nothing to prevent competitors from developing 
competitive inventions and products, and obtaining patents on such inventions, if they 
wish, as long as they do not duplicate all of the claims of the patent.  Indeed, as will be 
explained below, the patent system actually seems to generate competitive innovations.   

 
Further, patents are only granted when the invention meets the strict requirements for 
patentability; generally that the invention must be “new, useful and non-obvious.”  A 
patent does not issue simply because of hard work or large amounts of capital.  The 
inventor must actually create something original based on his research and imagination, 
although he will invariably draw upon old data and inventions.  The invention cannot be 
merely theoretical, but must be practically do-able.  The exclusive right is time-limited; in 
most cases it lasts for 20 years.  The exclusive right generally does not extend to “fair 
use” - research and academic use of the patent.  The patent is only valid in the country in 
which it is filed and issued, so business and industry in other countries are free to use the 
patent.    

 
Even where the patent right applies, patent holders are often motivated to license others 
to use patents, as such licensing is often a profitable aspect of patent ownership and a way 
to reach “unserved or underserved markets” (geographic or sectoral markets that the 
patent owner may not wish to invest in or in which he does not have resources or capacity 
to invest).  In such cases, the patent right is effectively shared and its benefits distributed.  
Further, patents may provide economic and technological benefits in the form of 
information because they are public documents.   



page 18 
 

 
Most patent systems require that the patent application and patent disclose how to 
practice the patent, and most countries have the legal requirement that the patent fully 
disclose the invention in a manner sufficiently clear and complete for the invention to be 
carried out by a person skilled in the area of technology of the invention.  The 
requirement of public disclosure is one of the justifications for the patent right and the 
proper balance built in the patent system, because the patent holder trades the 
disadvantage of full public disclosure of his invention and how it works (sacrificing trade 
secret protection), in exchange for the grant of a legal right on its use.   
 
Obviously, the decision to seek patent protection in a country in which there is inadequate 
enforcement of patent rights involves a risky leap of faith on the part of the inventor.  
Finally, abuse of the patent right combined with acts of unfair competition may be 
checked in some countries by anti-trust or competition law.  In sum, for many reasons, 
the patent right is a limited one and permits quite a bit of flexibility in the use of the 
claimed invention by persons other than the inventor.  
 
If one accepts as true that people are motivated by financial gain, then it is apparent that 
the opportunity to gain from innovation will have the effect of stimulating innovation and, 
if conducted on a broad scale, also stimulating the economy.  Conversely, a high risk of 
losing an investment will de-motivate inventors.  A society that provides no legal shelter 
for its inventors is likely to have a weak economy.   
 
Conditions of Patentability 
 
An invention must meet several criteria if it is to be eligible for patent protection.  These 
include, most significantly, that the invention must consist of patentable subject matter, 
the invention must be new (novel), it must exhibit a sufficient “inventive step” 
(be non-obvious), it must be industrially applicable (useful) and the disclosure of the 
invention in the patent application must meet certain standards.   
 
Patentable Subject Matter 
 
In order to be eligible for patent protection, an invention must fall within the scope of 
patentable subject matter.  Patentable subject matter is established by statute, and is 
usually defined in terms of the exceptions to patentability, the general rule being that 
patent protection shall be available for inventions in all fields of technology (see 
Article 27.1 of the TRIPS Agreement). While there are differences between countries, the 
following are generally excluded from patentability (see also Article 27.2 and 27.3 of the 
TRIPS Agreement): 
 

 discoveries of materials or substances already existing in nature; 
 scientific theories and mathematical methods;  
 aesthetic creations (which may be protected by industrial designs); 
 schemes, rules and methods for performing mental acts; 
 newly discovered substances that occur naturally in the world; 
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 any invention that may affect public order, good morals or public health; 
 diagnostic, therapeutic and surgical methods of treatment for humans or animals (but 

not products for use in such methods);  
 Plants and animals other than microorganisms, and essentially biological processes 

for the production of plants or animals other than non-biological and microbiological 
processes.  

 
 
Novelty 
 
Novelty is a fundamental requirement in any examination as to substance and is an 
undisputed condition of patentability.  It must be emphasized, however, that novelty is 
not something which can be proved or established;  only its absence can be proved. An 
invention is considered to be new (or novel) if it does not form part of the prior art.  The 
prior art is, in general, all the knowledge that has been made available to the public prior 
to the filing date (or priority date, if the priority of an earlier application was claimed) of 
the relevant patent application. 
 
 
Inventive Step (or non-obviousness) 
 
An invention is considered to involve an inventive step (or to be non-obvious) when, 
having regard to the prior art, the invention is not obvious to a person skilled in the 
particular field of the invention.  The non-obviousness requirement is meant to ensure 
that patents are only granted in respect of truly inventive achievements, and not to 
developments that a person with ordinary skill in the art could easily deduce from what 
already exists. 
 
The question as to whether or not the invention “would have been obvious to a person 
having ordinary skill in the art” is perhaps the most difficult of the standards to determine 
in the examination as to substance.  The expression “person having ordinary skill” is 
intended to exclude the “best” expert that can be found. It is intended that the person be 
limited to one having the average level of skill reached in the field in the country 
concerned. 
 
The expression “inventive step” conveys the idea that it is not enough that the claimed 
invention is new, that is, different from what exists in the state of the art, but that this 
difference must have two characteristics.  Firstly, it must be “inventive,” that is, the result 
of a creative idea, and it must be a step, that is, it must be noticeable.  There must be a 
clearly identifiable difference between the state of the art and the claimed invention.  This 
is why, in some jurisdictions, there is the concept of an “advance” or “progress” over the 
prior art.  Secondly, it is required that this advance or progress be significant and essential 
to the invention. 
 
Some examples of what may not qualify as inventive, as established by past court 
decisions in some countries, are:  mere change of size;  making a product portable;  the 
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reversal of parts;  the change of materials;  aggregation;  or the mere substitution by an 
equivalent part or function. 
 
 
Industrial Applicability (or utility) 
 
To be patentable, an invention must be capable of being made or used in industry.  This 
means that the invention cannot be a mere theoretical phenomenon, but it must be useful 
and provide some practical benefit.  If the invention is intended to be a product or part of 
a product, it should be possible to make that product.  And if the invention is intended to 
be a process or part of a process, it should be possible to carry that process out or “use” it 
(the general term) in practice.  
 
The term “industrial” should be considered in its broadest sense, including any kind of 
industry.  In common language, an “industrial” activity means a technical activity on a 
certain scale, and the “industrial” applicability of an invention means the application 
(making use) of an invention by technical means on a certain scale.  National and 
regional laws and practices concerning the industrial applicability requirement vary 
significantly.  At one end of the spectrum, the requirement of industrial applicability is 
met as long as the claimed invention can be made in industry without taking into account 
the use of the invention.  At the other end of the spectrum, the “usefulness” of the 
claimed invention is taken into account for the determination of the industrial 
applicability.  On the other hand, some countries do not require industrial applicability, 
but utility.  
 
Typical examples of inventions not being capable of industrial application are those 
which appear to contravene the laws of nature (for example, a perpetual motion machine) 
and those concerning methods which could be considered to fall entirely within the 
private or personal sphere. 
 
 
Sufficient Disclosure/Enabling Disclosure 
 
An additional requirement of patentability is whether or not the invention is sufficiently 
disclosed in the application.  The application must disclose the invention in a manner 
sufficiently clear and complete for the invention to be carried out by a person skilled in 
the specific technical field “person skilled in the art.” 
 
The description should set out at least one mode for carrying out the invention claimed. 
This should be done in terms of examples, where appropriate, and with reference to the 
drawings, if any.  In some countries, the description is required to disclose the best mode 
for carrying out the invention known to the applicant.  For patents involving 
microorganisms, many countries require that the microorganism be deposited at a 
recognized depositary institution, if it cannot be fully disclosed otherwise.   
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It is important that the claims be precisely defined and that they be fully supported by the 
description.  This means that the scope of the claims may not be broader than what the 
description enables.  See also claims interpretation, page 23, below.  
 
 
Prior Art 
 
The definition of “prior art” differs from country to country.  In many countries, any 
invention made available to the public anywhere in the world in written form, by oral 
communication, by display or through use constitutes the prior art.  Thus, in principle, the 
publication of the invention in a scientific journal, its presentation in a conference, its use 
in commerce or its display in a company’s catalogue would all constitute acts that could 
destroy the novelty of the invention and render it not patentable. 
 
The question of what should constitute “prior art” at a given time is one which has been 
the subject of some debate. 
 
One viewpoint is that the determination of prior art should be made against a background 
of what is known only in the protecting country.  This would exclude knowledge from 
other countries, if it was not imported into the country before the making of the invention, 
even if that knowledge was available abroad before the date of the making of the 
invention.  
 
Another viewpoint is based on the differentiation between printed publications and other 
disclosures such as oral disclosures and prior use, and where such publications or 
disclosures occurred. 
 
The disclosure of an invention so that it becomes part of the prior art may take place in 
three ways, namely:  
 

 by a description of the invention in a published writing or publication in other form;   
 by a description of the invention in spoken words uttered in public, such a disclosure 

being called an oral disclosure; 
 by the use of the invention in public, or by putting the public in a position that enables 

any member of the public to use it, such a disclosure being a “disclosure by use.” 
 
Publication in tangible form requires that there be some physical carrier for the 
information, a document in the broad sense of the term, and that document must have 
been published, that is to say, made available to the public in any manner such as by 
offering for sale or deposit in a public collection.  Publications include issued patents or 
published patent applications, writings (whether they be manuscript, typescript, or printed 
matter), pictures including photographs, drawings or films, and recording, whether they 
be discs or tapes in either spoken or coded language.  Today, publication on the Internet 
must increasingly be taken into consideration. 
 



page 22 
 

Oral disclosure, as the expression suggests, implies that the words or form of the 
disclosure are not necessarily recorded as such and includes lectures and radio broadcasts. 
 
Disclosure by use is essentially a public, visual disclosure such as by display, sale, 
demonstration, unrecorded television broadcasts and actual public use. 
 
A document will only destroy the novelty of any invention claimed if the subject matter is 
explicitly contained in the document.  The subject matter set forth in a claim of an 
application under examination is thus compared element by element with the contents of 
each individual publication.  Lack of novelty can only be found if the publication by itself 
contains all the characteristics of that claim, that is, if it anticipates the subject matter of 
the claim. 
 
Lack of novelty may however, be implicit in the publication in the sense that, in carrying 
out the “teaching” of the publication, a person having ordinary skill in the art would 
inevitably arrive at a result falling within the terms of the claim.  Generally speaking, lack 
of novelty of this kind will only be raised by the Patent Office where there is no 
reasonable doubt as to the practical effect of the prior “teaching.” 
 
It should be noted that in considering novelty, it is not permissible to combine separate 
items of prior art together.  
 
 
Unity of Invention 
 
Most patent laws provide for certain limitations in respect of the number of different 
inventions that may be included in one patent application.  These limitations include, in 
particular, the so-called requirement of unity of invention.  In those patent offices that 
carry out substantive examination, the patent examiner will check whether the application 
fulfills this requirement.   
 
Whereas some patent laws provide for very strict requirements of unity of invention (for 
example, the patent law of the United States of America), others (e.g. the European 
Patent Convention and the Patent Cooperation Treaty) permit groups of inventions so 
linked as to form a single “inventive concept” to be included in a single application.  In 
case of lack of unity of invention, the applicant may be required to either restrict the 
claims or divide the application into two or more applications (divisional applications).  
As a result of differences in the applicable law, one patent application may suffice in 
some countries, while in others, two or more applications may have to be filed to cover 
the same ground.   
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Claims Structure and Interpretation 
 
The claims determine the patentability and the scope of protection of a patent.  The 
claims are absolutely crucial to a patented invention since, if they are badly drafted, even 
a truly valuable invention could result in a worthless patent that is easy to circumvent or 
design around.  In patent litigation, interpreting the claims is generally the first step in 
determining whether the patent is valid and in determining whether the patent has been 
infringed.  It is strongly advisable to seek the advice of an expert to draft patent 
applications, particularly the claims. 
 
 
Opposition Procedures 
 
Whether or not there is an examination as to substance, some jurisdictions provide for an 
opposition procedure which may be instituted either before or after the grant of a patent.  
An opposition procedure is designed to allow third parties to present objections to the 
grant of a patent.  So that oppositions may be filed, the public must be informed of the 
content of the application, and this is done by the Patent Office by publication of a notice 
in an official journal or gazette to the effect that the application is open to public 
inspection;  and/or the Patent Office will, unless opposition is filed within a prescribed 
period, grant a patent;  or a patent has been granted on the application. 
 
The grounds upon which an opposition may be filed are prescribed by the relevant 
legislation.  Generally speaking, it should be possible for an opposition to be based on 
non-compliance with any substantive requirement.  However, the law in some countries 
restricts an opposition to certain substantive requirements only.  Typically these grounds 
are lack of novelty, inventive step or industrial applicability, insufficient disclosure of the 
invention, or the fact that an amendment made to a patent application has gone beyond 
the original disclosure in the application as filed.  Some jurisdictions make it possible to 
file an opposition on the ground that the applicant has no right to a patent.   
 
 
Grace Period 
 
In order to preserve rights, it is important to keep the invention confidential prior to filing 
the patent application.  In many circumstances, public disclosure of the invention prior to 
filing the application would destroy the novelty of the invention, rendering it 
unpatentable, unless the applicable law provides for a so-called “grace period.” 
 
The legislation of some countries provides a “grace period” of, in general, 6 or 12 months, 
from the moment an invention was disclosed until the application is filed, in which the 
invention does not lose its novelty.  In such countries, a company may disclose its 
invention, for example by displaying it in a trade show or publishing it in a company 
catalogue or technical journal, and file the patent application within the grace period 
without the invention losing its novelty for the purpose of obtaining a patent. 
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However, as this is not the case in all countries, relying on the grace period in one 
country would preclude the invention from being patentable in other markets of interest 
where a grace period is not available.  
 
Main Provisions in the Paris Convention 

 
The Paris Convention for the Protection of Industrial Property (the Paris Convention) 
contains basic principles of territoriality, national treatment and minimum rights, with 
particular emphasis on the complex priority right rules, the rule on the independence of 
national patents and the rules on compulsory licenses. 
 
The Paris Convention applies to industrial property in the widest sense, including patents, 
marks, industrial designs, utility models (a kind of “small patent” provided for by the 
laws of some countries), trade names (designations under which an industrial or 
commercial activity is carried on), geographical indications (indications of source and 
appellations of origin) and the repression of unfair competition. 
 
The substantive provisions of the Convention fall into three main categories:  national 
treatment, right of priority, common rules. 
 
1. Under the provisions on national treatment, the Convention provides that, as regards 
the protection of industrial property, each contracting State must grant the same 
protection to nationals of the other contracting States as it grants to its own nationals. 
Nationals of non-contracting States are also entitled to national treatment under the 
Convention if they are domiciled or have a real and effective industrial or commercial 
establishment in a contracting State. 
 
2. The Convention provides for the right of priority in the case of patents (and utility 
models, where they exist), marks and industrial designs (see below).  
 
3. The Convention lays down a few common rules which all the contracting States 
must follow. Provisions regarding the protection of patents provide for the following 
basic rules: 
 

 Patents granted in different contracting States for the same invention are 
independent of each other; 

 
 The granting of a patent in one contracting State does not oblige the other 

contracting States to grant a patent;   
 

 a patent cannot be refused, annulled or terminated in any contracting State on the 
ground that it has been refused or annulled or has terminated in any other 
contracting State; 

 
 The inventor has the right to be named as such in the patent.   
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 The grant of a patent may not be refused, and a patent may not be invalidated, on 
the ground that the sale of the patented product, or of a product obtained by means 
of the patented process, is subject to restrictions or limitations resulting from the 
domestic law.  

 
 Each contracting State that takes legislative measures providing for the grant of 

compulsory licenses to prevent the abuses which might result from the exclusive 
rights conferred by a patent may do so only with certain limitations.  

 
 Thus, a compulsory license (license not granted by the owner of the patent but by a 

public authority of the State concerned) based on failure to work the patented 
invention may only be granted pursuant to a request filed after three or four years of 
failure to work or insufficient working of the patented invention and it must be 
refused if the patentee gives legitimate reasons to justify his inaction.  

 
 Furthermore, forfeiture of a patent may not be provided for, except in cases where 

the grant of a compulsory license would not have been sufficient to prevent the 
abuse. In the latter case, proceedings for forfeiture of a patent may be instituted, but 
only after the expiration of two years from the grant of the first compulsory license. 

 
The Paris Union, established by the Convention, has an Assembly and an Executive 
Committee. Every State member of the Union which has adhered to at least the 
administrative and final provisions of the Stockholm Act (1967) is a member of the 
Assembly.  
 
The members of the Executive Committee are elected from among the members of the 
Union, except for Switzerland, which is a member ex officio. 
 
The establishment of the biennial program and budget of the WIPO Secretariat—as far as 
the Paris Union is concerned—is the task of its Assembly. 
The Paris Convention, concluded in 1883, was revised at Brussels in 1900, at Washington 
in 1911, at The Hague in 1925, at London in 1934, at Lisbon in 1958 and at Stockholm in 
1967, and it was amended in 1979. 
 
 
The Right of Priority 
 
This is one of the most important facility agreed upon as a result of the conclusion of the 
Paris Convention more than a century ago.  The right of priority means that, on the basis 
of a regular first application filed in one of the contracting States, the applicant may, 
within a certain period of time (12 months for patents and utility models; 6 months for 
industrial designs and marks), apply for protection in any of the other contracting States; 
these later applications will then be regarded as if they had been filed on the same day as 
the first application. In other words, these later applications will have priority (hence the 
expression “right of priority”) over applications which may have been filed during the 
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said period of time by other persons for the same invention, utility model, mark or 
industrial design.  
 
Moreover, these later applications, being based on the first application, will not be 
affected by any event that may have taken place in the interval, such as any publication of 
the invention or sale of articles bearing the mark or incorporating the industrial design. 
One of the great practical advantages of this provision is that, when an applicant desires 
protection in several countries, he is not required to present all his applications at the 
same time but has six or 12 months at his disposal to decide in which countries he wishes 
protection and to organize with due care the steps he must take to secure protection. 
 
Patent Law Harmonization 
 
As the global economies need more coherent approaches to the protection of patent in 
different countries, the lack of substantive provisions on the patent protection in the Paris 
Convention prompted initial discussions at WIPO with regard to possible harmonization 
of the grace period in 1980’s.  Several provisions about which different national laws 
adopt different approaches were also taken up as agenda items.  They were the subject 
matter eligible for patent protection, i.e., the definition of the patentable invention (non-
patentable subject matter);  notion of invention, specific patentability requirements, 
namely that of novelty, inventive step (non-obviousness), industrial application (utility) 
and enabling disclosure, and relevant prior art. 
 
Certain aspects on patent protection were included in the TRIPS Agreement as the 
minimum standards.  However, there remain a number of matters and policy issues which 
vary from country to country.  In view of the fact that users seeking the patent protection 
in the world wish to see more harmonization of patent laws for more efficient and cost-
effective protection, WIPO Member States have discussed international harmonization of 
patent laws for over 20 years since 1985.  Recently some Member States proposed to 
focus initially on a number of issues of direct relevance to the grant of patents, in 
particular, the definition of prior art, novelty, inventive step/non-obviousness, industrial 
applicability/utility, the drafting and interpretation of claims and the requirement of 
sufficient disclosure of the invention. The Standing Committee on the Law of Patents 
(SCP) further agreed that other issues related to substantive patent law harmonization, 
such as first-to-file versus first-to-invent systems, 18-month publication of applications 
and a post-grant opposition system, would be considered at a later stage. 
 
 
The Rights Conferred by a Patent 
 
In general, a patent right confers on its owner the following exclusive rights: 
 
Where the subject matter of a patent is a product, to prevent third parties not having the 
owner’s consent from the acts of:  making, using, offering for sale, selling, or importing 
for these purposes that product; and where the subject matter of a patent is a process, to 
prevent third parties not having the owner’s consent from the act of using the process, 
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and from the acts of:  using, offering for sale, selling, or importing for these purposes at 
least the product obtained directly by that process.   
 
The patent owner also has the right to assign, or transfer by succession, the patent and to 
conclude licensing contracts. 
 
 
Exceptions and Limitations to the Patent Right 

 
In view of the policy objective of the patent system, the scope of the exclusive patent 
right is carefully designed under national patent laws, which aims to strike a balance 
between the legitimate interests of the right holders and the legitimate interests of third 
parties.  Article 30 of the TRIPS Agreement allows members to provide exceptions to the 
exclusive rights conferred, provided that such exceptions do not conflict with the normal 
exploitation of the patent and do not prejudice the legitimate interests of the patent owner, 
taking into account the legitimate interests of third parties.   
 
The Paris Convention, in Article 5, also contains provisions concerning compulsory 
licenses.  Further, Article 5ter provides certain limitations on the exclusive rights in cases 
where strict enforcement of such rights may be prejudicial to public interest in 
maintaining freedom of transport.  In principle, if ships, aircraft or land vehicles 
temporarily enter the territory of foreign countries, it is not necessary to obtain licenses 
on patents in force in these countries in order to avoid infringing such patents.     
 
Taking into consideration the above international rules, a number of countries provide in 
their national legislations certain exceptions and limitations to the exclusive rights.  For 
example, the rights conferred by a patent do not extend to the following acts under some 
national laws: 
 

- acts done for private and non-commercial use; 
 

- uses for articles on aircraft, land vehicles or vessels of other countries which 
temporarily or accidentally enter the airspace, territory or waters of the 
respective country; 

 
- acts done only for experimental purposes or research purposes; 

 
- acts performed by any person who, in good faith, before the filing date (priority 

date) of the application on which the patent is granted, was using the invention 
or was making effective and serious preparation for such use in the respective 
country (prior user’s exception); 

 
- acts solely for uses reasonably related to the development and submission of 

information required for obtaining a regulatory approval; 
 

- preparation of drugs in accordance with a medical prescription. 
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Further, in Article 31, the TRIPS Agreement provides that a Member may allow, under 
the stipulated conditions, other use than that allowed under Article 30 without 
authorization of the right holder.  In connection with Article 31, the Doha Ministerial 
Declaration on the TRIPS Agreement and Public Health specifically states that each 
member has the right to grant compulsory licenses and the freedom to determine the 
grounds upon which such licenses are granted, and to determine what constitutes a 
national emergency or other circumstances of extreme urgency, it being understood that 
public health crises, including those relating to HIV/AIDS, tuberculosis, malaria and 
other epidemics, can represent a national emergency or other circumstances of extreme 
urgency.  Furthermore, in order to solve the problem of Members with insufficient or no 
manufacturing capacities in the pharmaceutical sector facing difficulties in making 
effective use of compulsory licensing under the TRIPS Agreement, following the 
instruction under paragraph 6 of the Doha Ministerial Declaration on the TRIPS 
Agreement and Public Health, WTO Members decided on a “waiver” that removed 
limitations on exports under compulsory license to countries that cannot manufacture the 
pharmaceuticals themselves in 2003 and made that decision permanent by amending the 
TRIPS Agreement. 
 
As regards the exhaustion of the patent right, Article 6 of the TRIPS Agreement states 
that, for purposes of dispute settlement under this Agreement, subject to the provisions of 
Articles 3 and 4 of the TRIPS Agreement, nothing in the TRIPS Agreement shall be used 
to address the issue of exhaustion of IP rights.  The Doha Ministerial Declaration on the 
TRIPS Agreement and Public Health clarified that the effect of the provisions in the 
TRIPS Agreement that are relevant to the exhaustion of IP rights is to leave each member 
free to establish its own regime for such exhaustion without challenge, subject to the 
Most Favored Nation Clause (MFN) and national treatment provisions under the 
Agreement. 
 
The above exceptions limit the enforcement of rights conferred by a patent.  In the laws 
of some countries, there exist exceptions that extend the enforcement of rights, i.e., acts 
which may be deemed as patent infringement under certain circumstances.  An example 
of such exceptions is an indirect infringement or a contributory infringement.  In 
principle, making, using and selling only one or some elements of the claimed invention 
does not constitute infringement.  However, a strict application of such principle may not 
always protect the right holder from a third party who unfairly took advantage of the 
patented invention.  For example, a third party may supply parts which relate to material 
elements of the patented invention for a final assembly by individuals, or a third party 
supplies a machine which is exclusively used to make a patented invention.  Taking into 
account the legitimate interests of the right holder and the legitimate interests of third 
parties, certain actions are considered as indirect infringement, under some national laws.  
The conditions of indirect infringement, however, are significantly different from one 
country to another.  
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Debate on Policy Issues 
 

1. patentable and non-patentable subject matter;  should biotechnological inventions, 
software and business methods be patentable subject matter, why or why not?  
What subject matter should be deemed patentable?  What subject matter should be 
excluded and why? 

 
2. patentable subject matter;  to what extent should biotechnological material and 

inventions, genome, cell lines, surgical methods, computer software and business 
methods be included in the subject matter to be protected by patents 

 
3. patents and compulsory licensing 

should compulsory licensing continue to be permissible – under what 
circumstance? 

 
4. patents and technical standards; 
 

Should a patent holder disclose the best method of working a patent? 
 

5. Patent and access to medicine and public health policy; 
how should the law regulate access to patented medicines while at the same time 
safe guarding the rights of the patent holder?  Can these two nexus co-exist?  Has 
the international community attempted to deal with this issue e.g. through WTO, 
WHO, etc?  See more in chapter 8. 
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http://www.wipo.int/sme/en/index.jsp?sub_col=sme-cs&cat=patents 
 

http://www.wipo.int/edocs/mdocs/scp/en/scp_12/scp_12_3.doc
http://www.wipo.int/about-wipo/en/dgo/wipo_pub_888/index_wipo_pub_888.html
http://www.wipo.int/patentscope/en/patents.html
http://www.wipo.int/sme/en/index.jsp?sub_col=sme-cs&cat=patents


page 30 
 

To read the executive summary of patent policies and strategy of some countries may 
be useful to understand the current issues and challenges in the area of innovation 
promotion and the role of patents;  see some free web resources at  
http://www.wipo.int/patent-law/en/developments/policies.html 

 
WIPO Intellectual Property Handbook; Policy, Law and Use, Chapters 2 and 5, 
available at http://www.wipo.int/export/sites/www/about-ip/en/iprm/pdf/ch2.pdf 

 
Resources available at WIPO and WTO web sites: 
 
http://www.wipo.int/treaties/en/ 
 
and  
 
http://www.wto.org/english/thewto_e/whatis_e/tif_e/agrm7_e.htm 

 
On a brief history of WIPO substantive patent law harmonization, see a backgrounder 
at http://www.wipo.int/patent-law/en/harmonization.htm 
 
See more in papers presented at WIPO Open Forum on the Substantive Patent Law 
Harmonization Treaty (SPLT) available at  
http://www.wipo.int/meetings/en/2006/scp_of_ge_06/ 

 
1. Disclosure requirement and the deposit of microorganisms 
 
Explain the purport of this requirement in the context of promoting scientific and 
technological innovation and explain the Budapest Treaty and recent discussions on 
the disclosure requirement of genetic resources at WTO, WIPO and CBD. 
 
See a brief explanation of the rational of this requirement at 
http://www.wipo.int/export/sites/www/meetings/en/2006/scp_of_ge_06/presentations
/scp_of_ge_06_roberts.pdf 
 
See the Budapest Treaty text and its summary at  
http://www.wipo.int/treaties/en/registration/budapest/ 
 
See the disclosure requirements on genetic resources used for carrying out an 
invention included in a patent application at 
http://www.wipo.int/tk/en/genetic/ 

 
See Chapter 4 “Patents, R&D and New Technologies”  of WIPO Publication No. 888, 
Intellectual Property – a Power Tool for Economic Growth - at  
http://www.wipo.int/about-wipo/en/dgo/wipo_pub_888/index_wipo_pub_888.html 
 
See also resources on patents, innovation and R&D at  
http://www.wipo.int/patent-law/en/developments/research.html 

http://www.wipo.int/patent-law/en/developments/policies.html
http://www.wipo.int/export/sites/www/about-ip/en/iprm/pdf/ch2.pdf
http://www.wipo.int/treaties/en/
http://www.wto.org/english/thewto_e/whatis_e/tif_e/agrm7_e.htm
http://www.wipo.int/patent-law/en/harmonization.htm
http://www.wipo.int/meetings/en/2006/scp_of_ge_06/
http://www.wipo.int/export/sites/www/meetings/en/2006/scp_of_ge_06/presentations/scp_of_ge_06_roberts.pdf
http://www.wipo.int/export/sites/www/meetings/en/2006/scp_of_ge_06/presentations/scp_of_ge_06_roberts.pdf
http://www.wipo.int/treaties/en/registration/budapest/
http://www.wipo.int/tk/en/genetic/
http://www.wipo.int/about-wipo/en/dgo/wipo_pub_888/index_wipo_pub_888.html
http://www.wipo.int/patent-law/en/developments/research.html
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See a brief history of the Bayh-Dole Act which was intended to clarify the patent 
policy of the United States of America 
www.wipo.int/academy/en/meetings/iped_sym_05/papers/pdf/reichman_paper.pdf 

 

http://www.wipo.int/academy/en/meetings/iped_sym_05/papers/pdf/reichman_paper.pdf
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Chapter 3 
 

Trademarks, Geographical Indications 
 and Industrial Designs 

 
 
 
 
Introduction 
 
The outlook of a product and an indication identifying the producer or supplier of the 
product and services used in trade often influence consumers’ decision to buy or not to 
buy them.  Visible elements of products and services could be protected from acts of 
unfair competition by intellectual property rights such as trademarks and service marks, 
indications of source on goods and geographical indications, and industrial designs.  It 
was at the end of the 19th century that such signs or designs were recognized as important 
elements of trade in an international treaty (the Paris Convention). 
 
These branches of intellectual property are expected to make a contribution towards 
enhancing the competitiveness and brand of private companies in the market as well as 
brands and reputation of a country where those brands come from.  According to recent 
statistics, good will and intangible assets account for more than two thirds of corporate 
assets.  Not this withstanding, the value of intangible assets such as brand names often 
protected by trademarks, do not often or clearly appear on the balance sheets of private 
companies.  Good management of intellectual property has become a crucial factor for 
the success of business.  Corporate strategies increasingly focus on how to generate or 
extract the value of intangible assets from their undertakings.  Strategic use of these 
branches of intellectual property rights is an essential and integral part of the successful 
corporate strategy.   
 
“Branding” and “brand” are often narrowly defined to refer only to the expensive 
price of such luxury goods as cosmetics, watches, drugs and electronic devices.  
However, the business enterprises have increasingly realized that the perception of 
branding or brands need to be understood and discussed in the context of the 
globalized economy which requires that any company, whether it provides goods or 
services to end consumers or other business partners, should have something 
special or unique to make its goods or services different from and superior to those 
of other competitors in the market.  That is the value of the company which is 
arguably the most crucial strategic factor to the business success in this century.  
Trademarks, geographical indications and industrial designs are powerful tools for 
branding.  They have become important as elements of value in financial 
transactions.  Brand names supported by trademarks, geographical indications and 
industrial designs have become the most valuable assets of a growing number of 
companies, often exceeding the value of their physical assets.   
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Trademark 
 
Basics of Trademarks 
 
A trademark is a sign capable of distinguishing the “goods” or “services” produced or 
provided by one enterprise from those of other enterprises.  The concept of “goods” refers 
to products (for example shoes or computers) on which the trademark can be physically 
affixed, directly or by means of labels or packaging, while the notion of “services” refers 
to activities of an intangible nature (such as financial, banking, travel or advertising). 
 
Any distinctive words, letters, numerals, drawings, pictures, shapes, colors, 
logotypes, labels or combinations used to distinguish goods or services may be 
considered a trademark.  In some countries, advertising slogans are also considered 
trademarks and may be registered as such at national trademark offices.   
 
 
Service Marks, Certification Marks, Collective Marks 
 
Trademarks also include service marks, certification marks and collective marks.   Service 
marks are names used to identify a service, as opposed to a good (e.g. TATA GROUP is 
a service mark, whereas TATA INDICA for a car is a trademark) and function like 
trademarks.   
 
Certification marks are used to indicate that a good or service complies with a 
manufacturing standard or specification (e.g. WOOLMARK which certifies that the 
goods on which it is used are made of 100% wool), or that those who provide a service 
have certain level of skills or training.   

 
 
A Collective mark is a mark that belongs to an association which authorizes its members 
to use the collective mark (e.g. UAW for United Auto Workers).   
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Protecting Trademarks and Registering Trademarks 
 
Trademark protection can be obtained through registration or, in some countries, also 
through use.  Even where trademarks can be protected through use, it is advisable to 
register the trademark by filing the appropriate application form at the national trademark 
office (some trademark offices have facilities for applying for registration on-line).  
Registering a trademark will provide stronger protection, particularly in case of conflict 
with an identical or confusingly similar trademark.  Without trademark registration, 

vestments in marketing a product may become wasteful as rival companies may use the 
ame or a confusingly similar trademark for identical or similar products.   

s a general rule, countries provide for an application on paper form, the use of which is 
y 

in
s
 
A
mandatory.  The application may be handed in person directly to the Industrial Propert
Office, or be forwarded by post or by fax.  Some Offices (for example in Australia, 
Republic of Korea or United States of America) have facilities for applying for 
registration on-line, directly over the Internet. 
 
 
Classes of Goods and Services 
 
While filling a trademark application form, it is necessary to indicate the goods and/or 

ational 
 Nice system for classification of word 

arks), which has 34 classes for goods and a further 11 for services.  

st of goods and/or services is of critical importance since 
 determines the scope of protection.  This means that the protection acquired by the 

r 

, 

d 
types 

services for which the protection is granted.  In order to rationalize the examination of 
trademark applications by Offices, and also with a view to facilitating the search of prior 
conflicting trademarks, applicants are required to group these goods and/or services 
according to “classes”.  The most widely used classification system is the Intern
Trademark Classification system (the so-called
m
 
In the field of trademarks, the li
it
owner in relation to the mark applies only with respect to those goods and/or services (o
similar goods and/or services).  The consequences of this principle, known as the 
principle of specialty, are extremely important.  The principle of specialty means in 
particular that if a person obtains the protection of the mark “XX” in relation, for 
example, to shoes, nothing prevents a third party to use the very same name (“XX”) for 
other types of goods and services (for which there can not be a likelihood of confusion)
for example for computers. 
 
However, where given goods belong to the same class of the Nice Classification, this 
does not necessarily mean that those goods must be considered as similar.  The Nice 
classification provides in this respect (Article 2(1)) that the classification does not bind 
the Nice Union countries as regards evaluation of the extent of protection of a mark. For 
example, even though both “protection devices for personal use against accidents” an
“optical devices” fall within class 9 of the Nice Classification, these two different 
of goods should certainly not be considered as similar. 
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Geographical Coverage  
 
Is trademark registration in your home country valid internationally?  The legal rights 
arising out of a trademark registration are normally limited to the territory to which th
pertain;  so, ordinarily, a valid registration of a trademark in your home country gives yo
rights only in your own country unless your mark is considered to be a well-known mark.
Given the value of trademarks and the importance that a trademark may have in 
determining the success of a product in the marketplace, it is important to ensure its 
registration in the relevant market(s).  It is advisable to 

ey 
u 
  

register your trademark abroad if 
ou are engaged in export operations or intend to do so in the near future.  In addition, a 

 be licensed to other companies, thus providing an additional 
ource of revenue for your company, or may be the basis for a franchising agreement. 

y
registered trademark may
s
 
 
Trademark Protection under the Paris Convention 
 
The Paris Convention does not regulate the conditions for the filing and registrati
trademarks.  Such regulation and conditions are determined in each contracting State
the domestic law. Consequently, no application for the registration of a mark filed by a 
national of a contracting State may be refused, nor may a registration be invalidated, on 
the ground that filing, registration or renewal has not been effected in the country of 
origin.  

on of 
 by 

nce the registration of a mark is obtained in a contracting State, it is independent of its 
 the country of origin.  Consequently, 

e lapse or annulment of the registration of a mark in one contracting State will not 

 

k would infringe acquired rights of third parties, when it is devoid of distinctive 
haracter, when it is contrary to morality or public order, or when it is of such a nature as 

ach contracting State must refuse registration and prohibit the use of trademarks which 

n and 

trademarks which consist of or contain without authorization, armorial bearings, State 

 
O
possible registration in any other country, including
th
affect the validity of registration in other contracting States. 
 
Where a trademark has been duly registered in the country of origin, it must, on request,
be accepted for filing and protected in its original form in the other contracting States.  
Nevertheless, registration may be refused in well-defined cases, such as when the 
trademar
c
to be liable to deceive the public.  If, in any contracting State, the use of a registered 
trademark is compulsory, the registration cannot be canceled until after a reasonable 
period, and only if the owner cannot justify his inaction. 
 
E
constitute a reproduction, imitation or translation, liable to create confusion, of a 
trademark considered by the competent authority of that State to be well known in that 
State as being already the mark of a person entitled to the benefits of the Conventio
used for identical or similar goods. 
 
Each contracting State must likewise refuse registration and prohibit the use of 
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emblems and official signs and hallmarks of contracting states, provided such refusal 
provision of use have been communicated to other memb

and 
ers through the International 

ureau of WIPO. The same provisions apply to abbreviations and names of certain B
intergovernmental organizations. 
 
 
Well-known Marks 
 
In most countries, well-known trade and service marks enjoy protection against signs 

 a mark is 

ir 

hould be noted that there is no commonly agreed 
efinition of what constitutes a “well-known mark.”  However, WIPO adopted joint 
commendations on the protection of well-known marks in 1999.  For text, see: 

ttp://www.wipo.int/about-ip/en/development_iplaw/pub833.htm

which are considered a reproduction, imitation or translation of that mark.  Such
likely to cause confusion in the relevant sector of the public. Well-known marks are 
usually protected irrespective of whether they are registered or not, in respect of goods 
and services which are identical with or similar to those for which they have gained the
reputation.  In many countries, under certain conditions, they are also protected for 
dissimilar goods and services.  It s
d
re
 
h  

ing 
ll-
rk 

rademark Law Harmonization (Formality Requirements)

 
Many countries protect unregistered well-known marks in accordance with their 
international obligations under the Paris Convention and the TRIPS Agreement. 
Consequently, any business enterprise can aspire to establish sufficient goodwill with 
customers so that its marks may be recognized as well-known marks and acquire 
protection without registration.  It is, nevertheless, advisable to seek registration, tak
into account that many countries provide for an extended protection of registered we
known marks against dilution (Art. 16.3 TRIPS), i.e., against the reputation of the ma
being weakened by the unauthorized use of that mark by others. 
 
 
T  

ustive 

ch as 

t 

he Singapore Treaty on the Law of Trademarks was adopted in March 2006.  The 
bjective of the Singapore Treaty is to create a modern and dynamic international 

ures for trademark 
gistration.  Building on the TLT, the Singapore Treaty has a wider scope of application 

 is 

 
The Trademark Law Treaty (TLT) adopted in 1994 contains, in Article 3, an exha
list of information which Trademark Offices of Contracting Parties may require for 
trademark registration.  It expressly prohibits requirement of certain formalities su
authentication or legalization, which are considered unnecessary and particularly 
burdensome.  The TLT also provides Model International Forms which contain relevan
information required for registration of a Trademark. 
 
T
o
framework for the harmonization and administrative proced
re
and addresses registration of Trademark in the light of new developments in the field of 
communication technology.  As compared with the TLT 1994, the Singapore Treaty
applicable to all types of marks registrable under the law of a given Contracting Party.  
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Contracting Parties are free to choose the means of communication for registration
Trademarks (including communications in electronic form or by electronic means of 
transmittal).  Relief measures in respect of time limits 

 of 

as well as provisions on the 
cording of trademark licenses were introduced.  An Assembly of the Contracting 

f the 
es are 

re
Parties was also established.  Other provisions of the Singapore Treaty (such as the 
requirements to provide for multi-class applications and registrations, and the use o
Nice International Classification), closely follow the 1994 TLT.  The two treati
separate, and may be ratified or adhered to independently. 
 
 
Conditions of Protection:  What Trademarks can be registered? 
 
The requirements which a sign must fulfill in order to serve as a trademark are reason
standard throughout the world.  Generally speaking, two different kinds of requirem
are stated in most national laws:  the first kind relates to the function to distinguish t
products or services of one enterprise from the products or services of other enterpri
and the second one is that it should not mislead or violate public order or morality. 
 
These two kinds of requirement exist in practically all natio

ably 
ent 
he 
ses, 

nal trademark laws.  They 
lso appear in Article 6quinquies B of the Paris Convention where it is stated that 
ademarks enjoying protection under Article 6quinquies A may be denied registration 

re contrary to morality 
r public order and, in particular, of such a nature as to deceive the public.” 

g of 
e consumers, or at least the persons to whom the sign is addressed.  A sign is distinctive 

 so 

nding on the 
teps taken by the user of the sign or third parties, it can be acquired or even lost.  

en into 

if 
re 

les are the famous CAMEL trademark for cigarettes and APPLE for 
omputers. 

 
registrar to prove lack of distinctiveness, and in the case of doubt the trademark should be 

a
tr
only if “they are devoid of any distinctive character” or if “they a
o
 
A trademark must be distinctive.  The word “apple” or an apple device cannot be 
registered for apples, but it is highly distinctive for computers.  This means that a 
trademark’s distinctive character must be evaluated in relation to the goods to which it is 
applied.  The test of whether a trademark is distinctive depends on the understandin
th
for the goods to which it is to be applied when it is recognized by those to whom it is 
addressed as identifying goods from a particular trade source, or is capable of being
recognized. 
 
The distinctiveness of a sign is not an absolute or unchangeable factor.  Depe
s
Circumstances such as (possibly long and intensive) use of the sign have to be tak
account when the registrar is of the opinion that the sign lacks the necessary 
distinctiveness, that is, if it is regarded as not being in itself distinct enough for the 
purpose of distinguishing between goods and services. 
 
Common words from everyday language can also be highly distinctive as a trademark 
they communicate a meaning that is arbitrary in relation to the products on which they a
used.  Examp
c
 
The applicant need not normally prove the distinctiveness of a mark.  It is up to the
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registered.  The trend is to treat lack of distinctiveness as a ground for refusing an 
application for registration of a trademark.  The criteria governing the refusal
registration for lack of distinctiveness include, among others, the following: 
 

 of 

) Generic Terms 

lowed 
ze a generic term which should be available for all to use.  Examples of 

eneric terms are “furniture”, “chair”, “drinks”, “coffee”, etc.  These signs are totally 
 

 

se that serve in trade to designate the kind, quality, intended 
urpose, value, place of origin, time of production or any other characteristic of the goods 

s of 
 to 

erefore unregistrable.  Normally consumers will not regard letters, numerals or simple 
cations of the origin of the goods.  Nevertheless, letters, 

umerals and their combinations can become distinctive through use.  The recent 
n 

ere they are deceptive or 
onsidered to be not distinctive.  In some countries, common surnames are not registrable 

e sign 
 goods 

(1
 
A sign is generic when it defines a category or type to which the goods belong.  It is 
essential so as not to impede trade and also for consumers that nobody should be al
to monopoli
g
lacking in distinctiveness.  Some jurisdictions hold that, even if such words are used
extensively and may have acquired a secondary meaning, they cannot be registered since, 
in view of the absolute need of trade, they must not be monopolized by one entity. 
 
(2) Descriptive Signs 
 
Descriptive signs are tho
p
for which the sign is intended to be used or is being used.  The test to be applied is 
whether consumers are likely to regard such a sign as referring to the origin of the 
product (distinctive sign) or whether it is regarded as a reference to the characteristic
the goods or their geographical origin (descriptive sign).  The term “consumer” is used
refer to the relevant circles to whom the sign is addressed.  
 
Letters, numerals and geometrical shapes are often regarded as not distinctive and 
th
geometrical shapes as indi
n
international trend has been to accept the registration of such signs.  Furthermore, eve
without use, letters and numerals can be registrable if they are registered as a fanciful 
trademark. 
 
(4) Names 
 
Company names and trade names are registrable, except wh
c
in some countries, since they are not distinctive.  For less common surnames, it is 
important to establish whether another meaning in everyday language will be 
overwhelmingly recognized by consumers.  If there is such a dominant meaning, th
is registrable on the condition that the meaning in question is not descriptive of the
for which the mark is to be used. 
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Exclusions from Registration on Grounds of Public Interest 
 
Trademarks that are likely to deceive the public as to the nature, quality or any othe
characteristics of the goods or their geographical origin do not, in the interest o
public, qualify for registration.  The test here is for intrinsic deception, inherent in the 
trademark itself when associated with the goods for which it is proposed.  This test 
should be clearly distinguished fro

r 
f the 

m the test for the risk of confusing customers by the 
se of identical or similar trademarks for identical or similar goods.   

igin of products are intended 
 deceive consumers as to the origin of the goods when such goods are clearly not.  As 

se Requirements

u
 
Signs that are descriptive or indicative of the geographical or
to
discussed below in this Chapter, in some countries, the protection of geographical 
indications is provided under a separate law from the trademark law with a view to 
ensuring that products come from the region described or indicated for consumer 
protection and promotion of such products of the original quality. 
 
 
U  

emark.  
n for 

 be 
RIPS Agreement).  A 

ademark that is not put in use is an artificial barrier to the registration of new marks.   

need a period of time after registration before the obligation to use a 
ademark comes into effect.  The moratorium period granted in trademark laws that 

rom 

 
To register a trademark, some trademark offices (e.g. the United States of America and 
Canada), require proof of use or a declaration that the owner intends to use the trad
In many countries, however, trademark laws generally do not require use as conditio
the application for trademark registration.  In some countries, the registration may
cancelled without valid reasons (see for example Article 19 of the T
tr
 
Trademark owners 
tr
provide for a use obligation is sometimes three years, but more often five years in many 
countries. 
 
In trademark laws of certain countries, the period granted for a use obligation ranges f
three years to five years. 
 
 
Duration and Renewal 
 
For administrative reasons, a time limit is generally provided for the validity of a 
trademark, with possibility for renewal of the registration upon expiration.  Furthermore, 

e registration of trademarks without a time limit would lead to an undesirable amount 

om the register, such a procedure would be costly and time-
onsuming for the interested party, and would not always be successful. 

Consequently, the requirement of renewal and the payment of renewal fees is an 
opportunity for a trademark owner to consider whether it is still worth having his 

th
of trademark registrations that are no longer of interest to their owners.  Even if unused 
marks may be removed fr
c
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registration renewed, as the trademark may have been superseded in its graphic form, or 
ay even no longer be in use.  m

 
 
Rights Arising from Trademark Registration 
 
The owner of a registered trademark has the exclusive right to prevent all third parties
from using identical or similar trademarks without his consent.  The owne

 
r of a registered 

ademark also has the right to assign the trademark to a third party with or without the 

r to an earlier right is one of the cornerstones of trademark 
rotection.   

 classes which have been established for 
urely administrative purposes.  The classification of goods cannot therefore be decisive 

 

 distinguishing role of the 
ademark is not functioning, and the consumer may fail to buy the product that he wants.  

he Internet and Trademarks

tr
transfer of the business to which the trademark belongs.   
 
Together with the question whether a trademark is distinctive, the question whether a 
trademark is confusingly simila
p
 
Trademarks are registered for goods in certain
p
for the question of similarity.  Trademarks can be more or less similar to each other.  A
trademark is confusingly similar to a prior mark if it is used for similar goods and so 
closely resembles the prior mark that there is a likelihood of consumers being misled as 
to the origin of the goods.  If the consumer is confused, the
tr
This is bad for the consumer, but also for the trademark owner who loses the sale. 
 
 
T  

h 

rademarks are essential in electronic-commerce.  Enterprises need to build recognition 
dence in them and in their brands.  Particularly when 

perating in virtual markets in which face-to-face interactions are infrequent and there is 
s 

r 
ight be 

en 
onfronted with the challenges of the Internet.  One area of conflict stems from the 

 
What should be kept in mind when using trademarks on the Internet?  One important 
problem stems from the fact that trademark rights are territorial (they are only protected 
in the country or region where the mark has been registered or used), whereas the reac
of the Internet is global.  This creates problems when it comes to settling disputes 
between persons or companies legitimately owning identical or confusingly similar 
trademarks for identical or similar goods or services in different countries.  Legislation in 
this area is still developing and treatment may differ from one country to another.  
 
T
and goodwill and inspire confi
o
little or no opportunity to inspect goods or services before purchasing them, consumer
rely heavily on marks as a means of identifying suppliers of products and services.  In 
some respects, a mark used on the Internet may have broader impact and possibly greate
value than in the physical world, as it is visible to a potentially global public and m
considered to have a global effect. 
 
Owners of trademarks used in e-commerce are placed under considerable strain wh
c
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relationship between marks and domain names.  Domain names are a simple form of 
Internet address, designed to enable users to access locations on the net easily.  Dom
names have become valuable in their own right as unique identifiers, akin to marks, 
showing the Internet address, but also often capitalizing on the brand strategy of the 
owner of the website.  Their value is heightened because there is only one spot for each
word as a domain name in a particular address.   
 
At its Assemblies meeting in Septe

ain 

 

mber 2001, WIPO adopted the Joint recommendation 
oncerning provisions on the protection of marks, and other industrial property rights in 

ment 

c
signs, on the internet with a view to providing a clear legal framework for trademark 
owners who wish to use their marks on the Internet and to participate in the develop
of electronic commerce.   
 
See http://www.wipo.int/about-ip/en/development_iplaw/pub845.htm 
 
 
New Types of Marks 
 
At the Standing Committee on the Law of Trademarks, Industrial Designs and 
Geographical Indications, WIPO Member States have started to work on a number of 
topical issues relating to trademarks and industrial designs.  One of the issues concern
the national legislation and trademark office practice in relation to the registration of new 
types of trademarks.  It is b

s 

ecause in some countries such trademarks have been 
gistered in response to the growing demands for effectively attracting the attention of 

hether and to 
hat extent new types of marks should be registered, the exchange of information on 

ubstantive and procedural requirements on the registration of such marks have started at 
drid system where approximately 500,000 trademark registrations 

re valid, only 35 are sound marks, 526 are three dimensional marks and over 3,000 are 

nd 

ieve an image in three 
imensions.  The image might change depending on the angle chosen by the viewer.  A 

 for registration hologram marks. 

re
consumers.  Though there are still different opinions on a question of w
w
s
WIPO.  Under the Ma
a
marks that claim one or several colors as distinctive feature. 
 
Examples of such marks are given below.   
 
(1) Three-dimensional marks;  These include product shape, product packaging a
containers.  A famous example is a bottle of Coca Cola. 
 
(2) Color marks;  Color per se and combinations of color without delineated contours 
have been included accepted for registration in several jurisdictions.  A famous example 
is Kodak’s yellow. 
 
(3) Hologram marks;  Holograms may optically store and retr
d
number of Trademark Offices have accepted
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Community Trademark registration (CTM 2117034) for Video Future Ltd. 
 
 
(4) Motion or multimedia signs and gesture marks;  these signs may consist of or contain 
elements of motion.  The moving image may be a film-clip, video, moving logo for TV-
shows, etc. 
 
Example 1 (motion mark):  Microsoft registered an animation called a “flare logo” in 
Windows Vista computer operating system. 
 
Example 2 (gesture mark):  Mars BV registered a mark for a gesture of two cutting 
fingers (used for a commercial film of TWIX chocolate bar). 
 
(5) Position marks;  the particular and distinctive location of a sign in relation to a 
product may constitute a trademark in certain systems.  Position marks are usually treated 
as figurative marks and only one representation with one single view of the sign is 
generally required.  An example is a graphical representation of a red stripe with the 
indication that it is positioned in the heel of shoes. 
 
(6) Sound marks;  Sound marks may consist of musical sounds, either pre-existing or 
specially commissioned for the purposes of trademark registration.  They may also 
consist of non-musical sounds, either existing in nature (e.g., animal sounds or sounds 
produced by meteorological or geographical features) or produced by machines and other 
man-made devices. 
 
Example 1:  Nokia - default ring tone (US No 3,288,274) 
 

javascript:WindowOpenGraphic();�
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Example 2:  New York Stock Exchange Closing Bell (application).  Description: The 
ark consists of the sound of a brass bell tuned to the pitch D, but with an overtone of D-

harp, struck nine times at a brisk tempo, with the final tone allowed to ring until the 
sound decays naturally. The rhythmic pattern is eight 16th notes and a quarter note; the 
total duration, from the striking of the first tone to the end of the decay on the final one, is 
just over 3 seconds. 
 
(7) Olfactory (smell) marks;  Olfactory or scent or smell marks have been registered in 
some countries.  Even though the registration of this type of sign remains exceptional, it 
would seem that the representation may consist of a written description of the scent.  This 
representation should be in a form that conveys information to the ordinary person 
allowing proper identification of the mark.   
 
Example 1:  A smell mark applied by Sieckmann in Germany once refused and later 
reviewed by the European Court of Justice (ECJ).  The smell mark consists of a chemical 
compound of cinnamic acid methyl ester and it is described as “balsamically fruity smell 
with a slight hint of cinnamon.”   
 

rmula 
epicting this scent did not represent the odor of a substance, was not sufficiently 

m
s

The ECJ’s decision is regarded as a landmark decision in EU on the issue of the 
registration of new types of marks. The decision ruled that (a) a chemical fo
d
intelligible, nor sufficiently clear and precise; (b) a written description was not 
sufficiently clear, precise and objective; and (c) a physical deposit of a sample of the 
scent did not constitute a graphic representation, and was not sufficiently stable or 
durable. 
See http://www.copat.de/markenformen/C-273-00EN.pdf 
 
Example 2:  The UK’s first smell mark was granted to a rubber company in 1996 for a 

for registration in some 

 a 

o.int/edocs/mdocs/sct/en/sct_19/sct_19_2.doc

floral fragrance of roses as applied to tires. 
 
(8) Taste marks;  this type of sensory mark has been accepted 
countries.  In such cases, the applicant supplied a representation of the mark consisting of 
two elements, namely an indication of the type of mark in the application and a written 
description depicting the characteristics of the taste.  It seems, however, that at present 
the registration of taste marks remains exceptional.  The Benelux IP Office registered
few taste marks. 
 
(9) Texture or feel marks;  In the case of texture marks, it is the surface of the product 
that might lead to recognition, for instance because the surface touched has a specific 
recognizable structure or texture.  Although the registration of texture or feel marks 
remains exceptional, some ways of representing such signs have been identified. 
 
See  http://www.wip  
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Geographical Indications 
 
 
Basics of Geographical Indications 
 
Article 1 paragraph (2) of the Paris Convention defines as subjects of industrial property, 

lity, 
is essentially attributable to its geographical 

its qualities and reputation from that place.  Since those 
cts 

uch as, 

nce 
nited 

n 
t, such as specific manufacturing skills and 

t

inter alia, indications of source and appellations of origin.  This is the terminology 
traditionally applied and still officially used in the conventions and agreements 
administered by WIPO.  Yet another “geographical indication” are defined, for the 
purposes of the TRIPS Agreement, as indications which identify a good as originating in 
the territory of a Member, or a region or locality in that territory, where a given qua
reputation or other characteristic of the good 
origin (Article 22.1).   
 
A geographical indication points to a specific place or region of production that 
determines the characteristic qualities of the product that originates therein.  It is 
important that the product derives 
qualities depend on the place of production, a specific “link” exists between the produ
and their original place of production.  
 
Geographical indications may be used for a wide variety of agricultural products, s
“Tuscany” for olive oil produced in a specific area of Italy (protected, for example, in 
Italy by Law No. 169 of February 5, 1992), or “Roquefort” for cheese produced in Fra
(protected, in the European Union under Regulation (EC) No. 2081/92 and in the U
States under US Certification Registration Mark No. 571.798). 
 
However, the use of geographical indications is not limited to agricultural products.  They 
may also highlight specific qualities of a product which are due to human factors that ca
be found in the place of origin of the produc
traditions.  The place of origin may be a village or town, a region or a country.  An 
example of the latter is “Switzerland” or “Swiss,” which is perceived as a geographical 
indication in many countries for products that are made in Switzerland and, in particular, 
watches and chocolate. 
 
 
Lisbon Agreemen  

red 
tection 

The limited membership of the Lisbon Agreement is due to the particular characteristics 
of the substantive provisions of the Agreement.  For instance, Article 2(1) contains a 

 
The Lisbon Agreement for the Protection of Appellations of Origin and their 
International Registration adopted in 1958 has the objective of facilitating the 
international protection of appellations of origin.  Its latest amended regulations ente
into force on April 1, 2002.  The system offers the possibility of obtaining the pro
of appellation of origin in 25 member States of the Lisbon Union (i.e., excluding the 
country of origin) by using one single registration procedure.   
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definition according to which appe
ountry, region or locality which s

llation of origin means “the geographical name of a 
erves to designate a product originating therein, the 

uality and characteristics of which are due exclusively or essentially due to the 
 natural and human factors.”   

 below. 

c
q
geographical environment, including
 
Thus, some countries have requested for a new international system which is more 
flexible and broader than the Lisbon system.  This request has also been discussed at 
WTO TRIPS Council for a possible revision of the TRIPS Agreement as discussed
 
 
TRIPS Agreement on Geographical Indications 
 
Part II, Section 3 of the TRIPS Agreement is dedicated to geographical indications.  The 
eneral norm of protecg tion is provided by Article 22.2, which reads as follows: 

egal 

 in a geographical area other than the 

f 

petition and the true origin of the good is indicated or the 
eographical indication is accompanied by expressions such as “kind”, “type”, “style”, 

ke.  Similar protection must be given to geographical indications 
hen used on spirits.  Protection against registration of a trademark 

ed 

e a generic term for 

 

 
“2. In respect of geographical indications, Members shall provide the l
means for interested parties to prevent: 
 
- the use of any means in the designation or presentation of a good that indicates or 
suggests that the good in question originates
true place of the origin in a manner which misleads the public as to the 
geographical origin of the good; 
 
- any use which constitutes an act of unfair competition within the meaning of 
Article 10bis of the Paris Convention (1967).” 

 
The registration of a trademark which uses a geographical indication in a way that 
misleads the public as to the true place of origin must be refused or invalidated ex officio 
if the legislation so permits or at the request of an interested party (Article 22.3). 
 
Article 23 provides that interested parties must have the legal means to prevent the use o
a geographical indication identifying wines for wines not originating in the place 
indicated by the geographical indication.  This applies even where the public is not being 

isled, there is no unfair comm
g
“imitation” or the li

entifying spirits wid
must be provided accordingly.  Article 23 is commonly referred to as “enhanc
protection”. 
 
Article 24 contains a number of exceptions to the protection of geographical indications.  
These exceptions are of particular relevance in respect of the additional protection for 
geographical indications for wines and spirits.  For example, Members are not obliged to 
ring a geographical indication under protection, where it has becomb

describing the product in question (paragraph 6).  Measures to implement these 
provisions shall not prejudice prior trademark rights that have been acquired in good faith
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(paragraph 5).  Under certain circumstances, continued use of a geographical indication
for wines or spirits may be allowed on a scale and nature as before (paragraph 4).  
Members availing themselves of the use of these exceptions must be willing to en
negotiations about their continued application to individual geograp

 

ter into 
hical indications 

aragraph 1).  The exceptions cannot be used to diminish the protection of geographical 

he WTO Doha Ministerial Conference decided to mandate the TRIPS Council to 
ming at the higher level of protection:  

) creating a multilateral register for wines and spirits;  and (b) extending the higher 

Three sets of p
joint p tralia, Canada, Chile, Costa Rica, 
Domi ican Republic, Ecuador, El Salvador, Honduras, Japan, Mexico, New Zealand, 
Chine
(Spec
 
 
Bilate l Agreements

(p
indications that existed prior to the entry into force of the TRIPS Agreement 
(paragraph 3).  The TRIPS Council shall keep under review the application of the 
provisions on the protection of geographical indications (paragraph 2). 
 
T
discuss two issues on geographical indications ai
(a
(Article 23) level of protection beyond wines and spirits (extension).  Both are as 
contentious as any other subject on the Doha agenda.  
 

roposals have been submitted over the years:  the EU’s proposal;  “the 
roposal” put forward by Argentina, Aus

n
se Taipei and the United States of America;  and a proposal from Hong Kong 
ial Administrative Region of China)    

ra  
 
A fur graphical indications is the 
onclusion of bilateral agreements between two states.  A number of countries have 

of 

arties.  
he agreement also usually specifies the kind of protection that is to be granted.  

 the 

ther possibility of international protection of geo
c
entered into such agreements.  In general, such bilateral agreements consist of lists 
geographical indications which were drawn up by the contracting parties and an 
undertaking to protect the geographical indications of the respective contracting p
T
Although in general, bilateral agreements are useful, they cannot constitute an entirely 
adequate solution to the problem of the lack of international protection because of
multiplicity of negotiations required and, resulting therefrom, an inevitable diversity of 
standards. 
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Industrial Designs 
 
Basics of Industrial Design Protection 
 
An Industrial design, in a general sense, refers to the creative activity of achieving a 
formal or ornamental appearance for mass-produced items that, within the availabl
constraints, satisfies both the need for the item to appeal visually to potential consu
and the need for the item to perform its intended function efficiently.  In

e cost 
mers, 

 a legal sense, an 

 to 
here a range of products 

t 

e creator for the effort which has produced 
e industrial design, legal protection serves as an incentive to the investment of 

the design element of production. 

ay 
 

ly 

mple administrative deposit procedure, under which an industrial design is 
deposited or registered without being examined as to compliance with substantive 
requirements for protection, such as novelty or originality. 
 
 
Conditions for Registration 

industrial design refers to the right granted in many countries, pursuant to a registration 
system, to protect the original ornamental and non-functional features of an industrial 
article or product that result from design activity. 
 
Visual appeal is one of the considerations that influence the decision of consumers
prefer one product over another, particularly in areas w
performing the same function is available in the market.  In these latter situations, if the 
technical performance of the various products offered by different manufacturers is 
relatively equal, aesthetic appeal, along with, of course, cost, will determine the 
consumer’s choice.  The legal protection of industrial designs thus serves the importan
function of protecting one of the distinctive elements by which manufacturers achieve 
market success.  In so doing, by rewarding th
th
resources in fostering 
 
Depending on the particular national law and the kind of design, an industrial design m
also be protected as a work of art under copyright law.  In some countries, industrial
design and copyright protection can exist concurrently.  In other countries, they are 
mutually exclusive:  once the owner chooses one kind of protection, he can no longer 
invoke the other.  Under certain circumstances an industrial design may also be 
protectable under unfair competition law, although the conditions of protection and the 
rights and remedies ensured can be significantly different. 
 
Industrial design registration systems can be grouped under two broad categories, name
“deposit” systems and “examination” systems.  Deposit systems are characterized by a 
relatively si

 
 
In most countries, an industrial design must be registered in order to be protected under 
industrial design law.  As a general rule, to be registrable, the design must be “new” or 
“original”.  Different countries have varying definitions of such terms, as well as 
variations in the registration process itself.  Generally, “new” means that no identical or 
very similar design is known to have existed before.  Once a design is registered, a 
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registration certificate is i
ears, with the possibility

ssued.  Following that, the term of protection is generally five 
 of further periods of renewal up to, in most cases, 15 years. 

cts, 

l 

y
 
 
The subject matter of the legal protection of industrial designs is not articles or produ
but rather the design which is applied to or embodied in such articles or products.  While 
the subject matter of design protection is an essentially abstract conception, one of the 
basic purposes of industrial design protection is the stimulation of the design element of 
the production.  Accordingly, it is a usual feature of industrial design laws that a design 
can be protected only if it is capable of being used in industry, or in respect of articles 
produced on a large scale. 
 
The requirement that a design must be applied to utilitarian articles in order to be 
protected is one of the principal matters which distinguishes the objectives of industria
design protection from copyright protection, since the latter is purely concerned with 
aesthetic creations. 
 
 
Novelty or Originality 
 
It is a requirement of all industrial design laws that protection through registration shall 
be granted only to designs which are novel or, as it is sometimes expressed, original.  The 

ovelty of the design constitutes the fundamental reason for thn e grant of a reward to the 

that 
he 

 
 

 

here 
 the world and to oral disclosures only within the relevant jurisdiction. 

originator through protection by registration of the industrial design. 
 
While the requirement of novelty is to be found in all laws, the nature of the novelty 
is required as a condition of protection differs amongst the laws of various countries.  T
novelty required is sometimes absolute or universal, meaning that the design for which
registration is sought must be new as against all other designs produced in all other parts
of the world at any previous time and disclosed by any tangible or oral means.   
 
On the other hand, a qualified standard of novelty is sometimes required.  In this latter 
situation, the qualification may relate to time, meaning that novelty is judged by reference 
to designs published within a limited preceding period of time; or may relate to territory, 
meaning that novelty is judged by reference to all designs published within the relevant
jurisdiction, as opposed to anywhere in the world; or may relate to means of expression, 

eaning that novelty is assessed by reference to written or tangible disclosures anywm
in
 
 
Exclusion of Designs Dictated by Function 
 
The concern of industrial design protection with appearance only is also apparent from 
the requirement, commonly found in industrial design laws, that designs which are 
dictated solely by the function which the article is to perform shall be excluded from 
protection.  In this respect, Article 25.1 of the TRIPS Agreement provides that Members 
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of the WTO may provide that industrial design protection shall not extend to designs 
dictated essentially by technical or functional considerations. 
 
A fundamental purpose is served by the exclusion from protection of designs dictated 
solely by the function which the article is to perform.  Many articles to which designs are 
applied are not themselves novel, and are produced by a large number of different 
manufacturers.   
 
 
Examination for Registration 
 
Industrial design protection is usually granted pursuant to a procedure for the registration 

formal 

r 
 are imposed by the relevant law (for example, whether the requisite 

umber of representations or specimens of the design are filed with the application).  No 
earch is made of the prior art to determine whether the substantive criterion of novelty or 

y the design for which registration is sought. 

istration of the 
esign for which application has been made (if the relevant law provides for an 

stantive 
xamination. 

of such designs.  The most commonly adopted examination system provides for a 
examination only of an application for a registered design.  According to this system, an 
application is examined to ensure that it meets with each of the formal requirements fo
an application which
n
s
originality is satisfied b
 
A system requiring only formal examination has the effect of shifting the burden of 
assessing novelty to those interested persons in the market who may wish to use, or who 
may have used, the design or a substantially similar design.  Any person interested in 
using such a design will have the opportunity either to oppose the reg
d
opposition procedure) or of bringing proceedings for the cancellation of a registration 
which it is alleged is invalid.  The alternative system of examination provides for a search 
of past designs and an examination of the design for which registration is sought to 
ascertain whether it satisfies the required condition of novelty.  It necessitates the 
maintenance of a search file and sufficient skilled manpower to undertake the sub
e
 
 
Rights Conferred by the Registration of Industrial Design 
 
The right to prevent others from exploiting an industrial design usually encompasses the 
exclusive right to do any of the following things for industrial or commercial purposes:  
make articles to which the design is applied or in which the design is embodied;  import 
rticles to which the design is applied or in which it is embodied;  sell, hire or offer for 
ale any such articles. 

 some laws, the exclusive rights of the proprietor also extend to preventing others from 

a
s
 
In
stocking any articles to which the design has been applied or in which it is embodied.  
While this right is sometimes considered as excessive in that it deals only with 
preparatory acts, it is on the other hand often included in order to facilitate the 
enforcement of a proprietor’s rights, since it may often be easier to locate a stock of 
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infringing articles than to apprehend a person in the act of selling or offering for sale s
articles. 

uch 

 
Duration of Rights 
 
The term of protection for an industrial design varies from country to country.  The
term ranges from

 usual 
 10 to 25 years, often divided into terms requiring the proprietor to 

new the registration in order to obtain an extension of the term of protection.  The 
latively short period of protection may be related to the association of designs with 

s, which tend to enjoy somewhat transient acceptance or 
uccess, particularly in highly fashion-conscious areas, such as clothing or footwear.   

re
re
more general styles of fashion
s
 
 
Debate on Policy Issues 
 

 Identify some cases in your country which show how a trademark, a geographical 
indication or an industrial design could enhance the competitiveness in the market 
and could make a solid and international brand. 

 
 Discuss what government policies could promote the use of the protection system for 

ent 

 others 

trademarks, geographical indications and industrial designs to facilitate developm
in developing countries.  

 
 Some countries are in favor of possible expansion of an enhanced protection of 

geographical indications from wine and spirits to other products, while some
are not.  Discuss the pros and cons of the two sides. 

 
 
Reference 
 
 
Chapter 5 of WIPO Publication No. 888, Intellectual Property – a Power Tool for 

conomic Growth - at  
ipo_pub_888.html

E
www.wipo.int/about-wipo/en/dgo/wipo_pub_888/index_w  
 
“Making a mark,” WIPO publication; Intellectual Property for Business Series 
www.wipo.int/export/sites/www/freepublications/en/marks/900/wipo_pub_900.pdf 
 
See sources at “International Treaties – Trademark” at the following web site; 
http://www.wipo.int/trademarks/en/treaties.html 
 
For a brief overview of such Treaties, use WIPO Intellectual Property Handbook; Policy, 
Law and Use, Chapters 5 at http://www.wipo.int/about-ip/en/iprm/index.html 
 
See a detailed explanation of TRIPS trademark provisions at  
http://www.wto.int/english/tratop_e/trips_e/intel2_e.htm#trademark 
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For a brief overview of these elements with regard to trademark protection, use WIPO 

 Handbook; Policy, Law and Use, Section “Trademark” in Chapter 2 
t http://www.wipo.int/export/sites/www/about-ip/en/iprm/pdf/ch2.pdf

Intellectual Property
a  

t 
 
For a brief overview of three different routes, see “Making a Mark” (pp. 13 and 14) a
http://www.wipo.int/freepublications/en/sme/900/wipo_pub_900.pdf 
 
For the Madrid system, see http://www.wipo.int/madrid/en/general/ 
 
For the Community Trademark system, see 
ttp://oami.europa.eu/en/mark/role/brochure/br1en.htmh  

or a brief explanation of the concept and WIPO joint recommendation on the protection 
 
F
of well-known marks, see 
http://www.wipo.int/sme/en/ip_business/marks/well_known_marks.htm 
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Chapter 4 
 

PCT, Madrid and the Hague Systems 
 
 
 
 
PCT System 
 
The Patent Cooperation Treaty (PCT) makes
invention simultaneously in each of a large number of co
international” patent application.  Such an application m

 it possible to seek patent protection for an 
untries by filing an 
ay be filed by anyone who is a 

 the applicant is a national or resident of a contracting State which is party to the 
uropean Patent Convention, the Harare Protocol on Patents and Industrial Designs 

(Harare Protocol), the Bangui Agreement, or the Eurasian Patent Convention, the 
international application may also be filed with the European Patent Office (EPO), the 
African Regional Industrial Property Organization (ARIPO), the African Intellectual 
Property Organization (OAPI) or the Eurasian Patent Office (EAPO), respectively. 
The Treaty regulates in detail the formal requirements with which any international 
application must comply. 
 
The filing of a PCT application automatically has the effect of the designation of all PCT 
contracting States.  The effect of the international application in each designated State is 
the same as if a national patent application had been filed with the national patent office 
of that State. 
 
The international application is subjected to what is called an “international search.”  
That search is carried out by one of the major patent offices and results in an 
“international search report,” that is, a listing of the citations of published documents that 
might affect the patentability of the invention claimed in the international application.  In 
addition, a preliminary and non-binding, written opinion on whether the invention 
appears to meet the patentability criteria in light of the search report results is also issued. 
 
The international search report and the written opinion are communicated to the applicant 
who, after evaluating their content, may decide to withdraw his application, in particular 
where the content of the report and opinion suggest that the granting of patents is unlikely, 
or he may decide to amend the claims in the application. 
 
If the international application is not withdrawn, it is, together with the international 
search report, published by the International Bureau.  The written opinion is not 
published at this time. 

“
national or resident of a PCT contracting State.  It may generally be filed with the 
national patent office of the contracting State of which the applicant is a national or 
resident or, at the applicant’s option, with the International Bureau of WIPO in Geneva. 
 
If
E
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If the applicant decides to continue w nal application with a view to 
obtaining national (or regional) patents, he can, in relation to most contracting States, 
wait until the end e the national 

rocedure before  necessary) of 
e application into the official language of that Office, paying to it the necessary fees 

nd acquiring the services of local patent agents. 

t wishes to make amendments to the application, for example, in order to 
uments identified in the search report and conclusions made in the written 

, 

 

s 

CT 
al 
 the 

 

atentability which are 

ith the internatio

 of the thirtieth month from the priority date to commenc
 each designated Office by furnishing a translation (wherep

th
a
 
If the applican

vercome doco
opinion, and to have the potential patentability of the “as-amended” application reviewed
the optional international preliminary examination may be used.  The result of the 
preliminary examination is an international preliminary report on patentability (IPRP 
Chapter II) which is prepared by one of the major patent offices and which contains, once
again, a preliminary and non-binding opinion on the patentability of the claimed 
invention.  It provides the applicant with an even stronger basis on which to evaluate his 
hances of obtaining patents, and, if the report is favorable, a stronger basis on which to c

continue with his application before the national and regional patent Offices. 
 
The procedure under the PCT has great advantages for the applicant, the patent office
and the general public: 
 
 (i) applicants have up to 18 months more than if they had not used the P
to reflect on the desirability of seeking protection in foreign countries, to appoint loc
patent agents in each foreign country, to prepare the necessary translations and to pay

ational fees; n
 
 (ii) applicants can rest assured that, if their international application is in the 
form prescribed by the PCT, it cannot be rejected on formal grounds by any PCT 
contracting State patent Office during the national phase of the processing of the 
pplication; a

 
 (iii) on the basis of the international search report and the written opinion,
applicants can evaluate with reasonable probability the chances of their invention being 
patented; 
 
 (iv) applicants have the possibility during the optional international 

reliminary examination to amend the international application and thus put it in order p
before processing by the various patent Offices; 
 
 (v) the search and examination work of patent Offices can be considerably 
reduced or eliminated thanks to the international search report, the written opinion and, 

here applicable, the international preliminary report on pw
communicated to the national and regional Offices together with the international 
application; 
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 (vi) since each international application is published together with an 

 nationals of and reside in States whose per capita national 
come is below US$ 3,000, and (2) applicants, whether a natural person or not, who are 

he PCT was concluded in 1970, amended in 1979 and modified in 1984 and in 2001. 

international search report, third parties are in a better position to formulate a well-
founded opinion about the potential patentability of the claimed invention; and 
 
 (vii) for applicants, international publication puts the world on notice of their 
applications, which can be an effective means of advertising and looking for potential 
licensees. 
 
Ultimately, the PCT: 
 

- brings the world within reach; 
- postpones the major costs associated with international patent protection; 
- provides a strong basis for patenting decisions; and 
- is used by the world’s major corporations, research institutions and universities  
 when they seek international patent protection. 

 
The PCT created a Union, which has an Assembly.  Every State party to the PCT is a 
member of the Assembly. 
 
The Assembly of the PCT Union has established a special measure to the benefit of (1) 
natural persons who are
in
nationals of and reside in States which are classed as least developed countries by the 
United Nations.  That benefit consists of a reduction of 75 percent of certain fees under 
the Treaty. 
 
T
 
 
Recent Use of PCT Services 
 
In total, a record 156,100 international applications were filed under PCT in 2007, 

r 
rter (25.8%) of all international applications under the PCT. 

panies 

edge-driven economy.  

ke the 

representing a 4.7% rate of growth over the previous year. For the fourth year running, 
the most notable growth rates came from countries in north east Asia which accounted fo
over a qua
 
The PCT remains an attractive option for businesses as it makes it easier for com
and inventors to obtain patent rights in multiple countries.  Strategic use of the patent 
system is a business imperative in today’s knowl
 
The Republic of Korea, which experienced 18.8% growth in 2007 as compared to 2006, 
overtook France to become the 4th biggest country of origin of PCT filings, and 
applicants from China, whose use grew by 38.1%, dislodged the Netherlands to ta
position of 7th largest country of origin.  
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W  than 52,000 PCT applications, inventors and industry from the United S
of America represented 33.5% (a 2.6% increase over 2006) of all applications in 
2007.  Applicants from Japan, who unseated their German counterparts in 2003 

ith more tates 

for the 
umber two spot, maintained their second place position with 17.8% of the total number 

nd industry from Germany held third position with 11.6% of all applications 
 2007, representing an 8.4% increase, followed by users in the Republic of Korea (4.5% 

 an 18.8% increase) and France (4.1% of all applications and a 
.1% increase). Of the fifteen top filing countries, China achieved double-digit growth 

(7th h  38.1% in 2007). Among other countries to register 
doub 3.9%) 
and T
 
The y  of the PCT system.  Matsushita 
f Japan moved into 1st place (2,100 applications published in 2007), overtaking the 

) retained 3rd place.  Huawei Technologies of China moved 
p 9 places to become the 4th largest applicant with 1,365 applications published in 2007.  

la 

proportion of PCT applications published in 2007 related to the 
lecommunications (10.5%), information technology (10.1%) and pharmaceuticals 

crease) and telecommunications (15.5%). 

ternational patent applications from developing countries in 
007.  The largest number of applications received came from the Republic of Korea 

), 

n
of applications, representing a 2.6% increase over 2006. 
 
Inventors a
in
of all applications and
2

ighest filer, with a growth rate of
le-digit growth in 2007 were Brazil (15.3%), Malaysia (71.7%), Singapore (1
urkey (10%). 

ear 2007 saw some changes in the list of top users
o
Dutch multinational Philips Electronics N.V. (2,041 applications published in 2007).  
Siemens (Germany) (1,644
u
These were followed by Bosch (Germany) (1,146), Toyota (Japan) (997), Qualcomm 
(USA) (974), Microsoft, which jumped 38 places to 8th place (USA) (845), Motoro
(USA) (824) and Nokia (Finland) (822).  Among the 20 top filing companies, six were 
from the USA, six from Japan and three from Germany. 
 
The largest 
te
(9.3%) sectors.  The fastest growing technology areas are nuclear engineering (24.5% 
in
 
WIPO continued to receive in
2
(7,061) and China (5,456) followed by India (686), South Africa (390), Brazil (384
Mexico (173), Malaysia (103), Egypt (41), Saudi Arabia (35) and Colombia (31).  
Developing countries make up 78% of the membership of the PCT, representing 108 of 
the 138 countries that have signed up to the treaty to date. 
 
 
Madrid System 
 
The system of international registration of marks is governed by two treaties:  the Madrid 

 in 1979, 
, 

m more flexible and more compatible with the 
omestic legislation of certain countries which had not been able to accede to the 

Agreement.  

Agreement concluded in 1891 and revised at Brussels (1900), Washington (1911), The 
Hague (1925), London (1934), Nice (1957), and Stockholm (1967), and amended
and  the Protocol to that Agreement (the Madrid Protocol), which was concluded in 1989
with the aim of rendering the Madrid syste
d
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The Madrid Agreement and Protocol are open to any State which is party to the P
Convention for the Protection of Industrial Property.  The two treaties are parallel and 
independent and States may adhere to either of them or to both.  In addition, an 
intergovernmental organization which maintains its own O

aris 

ffice for the registration of 
arks may become party to the Protocol.  Instruments of ratification or accession must be 

 

n application for international registration (international application) may be filed only 

 

 the International Bureau of 
IPO through the intermediary of the Office of origin. 

 A 
e treaty as the 

ontracting Party whose Office is the Office of origin.  The latter cannot itself be 

s 
 

rdance with the so-called 
safeguard clause” (Article 9sexies of the Protocol). 

signations are effected under the Agreement the international application, 
nd any other subsequent communication, must be in French.  Where at least one 

the list 
 the United Nations), a supplementary fee for each class of goods and/or 

m
deposited with the Director General of WIPO. States and organizations which are party to
the Madrid system are collectively referred to as Contracting Parties. 
 
The system makes it possible to protect a mark in a large number of countries by 
obtaining an international registration which has effect in each of the Contracting Parties 
that has been designated. 
 
A
by a natural person or legal entity having a connection, through establishment, domicile 
or nationality, with a Contracting Party to the Agreement or the Protocol. 
 
A (trade)mark may be the subject of an international application only if it has already 
been registered with the Trademark Office (referred to as the Office of origin) of the 
Contracting Party with which the applicant has the necessary connections.  However, 
where all the designations are effected under the Protocol (see below) the international
application may be based on a mere application for registration filed with the Office of 
origin.  An international application must be presented to
W
 
An application for international registration must designate one or more Contracting 
Parties where protection is sought.  Further designations can be effected subsequently. 
Contracting Party may be designated only if it is party to the sam
C
designated in the international application. 
 
The designation of a given Contracting Party is made either under the Agreement or 
under the Protocol, depending on which treaty is common to the Contracting Partie
concerned.  If both Contracting Parties are party to both the Agreement and the Protocol,
the designation will be governed by the Agreement, in acco
“
 
Where all the de
a
designation is effected under the Protocol, the applicant has the option of English or 
French, unless the Office of origin restricts this choice to one of these. 
 
The filing of an international application is subject to the payment of a basic fee (which is 
reduced to 10% of the prescribed amount for international applications filed by applicants 
whose country of origin is a Least Developed Country (LDC), in accordance with 
established by
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services beyond the first three classes, and a complementary fee for each Contracting 
 it 
ual 

t be 

 carries out an 
xamination for compliance with the requirements of the Agreement, the Protocol, and 

g the 

r the mark qualifies for protection or whether it is in conflict 
ith an earlier mark, is left to each designated Contracting Party to determine.  If there 

ith 
hey 

al 

 a Contracting Party may also 
eclare that a refusal based on an opposition may be communicated to the International 

r and 
 or a 

dministration or court of the Contracting 
arty concerned and the holder, without any involvement of the International Bureau.  

 
e as if the mark had been deposited 

irectly with the Office of that Contracting Party.  If no refusal is issued within the 

 the 

Party designated.  However, a Contracting Party to the Protocol may declare that when
is designated under the Protocol, the complementary fee is to be replaced by an individ
fee, whose amount is determined by the Contracting Party concerned but may no
higher than the amount which would be payable for the registration of a mark with its 
Office. 
 
Once the International Bureau receives the international application, it
e
their Common Regulations.  This examination is restricted to formalities, includin
classification and comprehensibility of the list of goods and/or services; any matter of 
substance, such as whethe
w
are no irregularities, the International Bureau records the mark in the International 
Register, publishes the international registration in the WIPO Gazette of International 
Marks, and notifies it to each designated Contracting Party. 
 
These Contracting Parties may examine the international registration for compliance w
their domestic legislation and, if some substantive provisions are not complied with, t
have the right to refuse protection in their territory.  Any such refusal, including the 
indication of the grounds on which it is based, must be communicated to the Internation
Bureau, normally within 12 months from the date of the notification.  However, a 
Contracting Party to the Protocol may declare that, when it is designated under the 
Protocol, this time limit is extended to 18 months.  Such
d
Bureau even after this time limit of 18 months. 
 
The refusal is communicated to the holder, recorded in the International Registe
published in the Gazette.  The procedure subsequent to a refusal (such as an appeal
review) is carried out directly between the a
P
The final decision concerning the refusal must, however, be communicated to the 
International Bureau, which records and publishes it. 
 
The effects of an international registration in each designated Contracting Party are, as
from the date of the international registration, the sam
d
applicable time limit, or if a refusal originally notified by a Contracting Party is 
subsequently withdrawn, the protection of the mark in question is, from the date of
international registration, the same as if it had been registered by the Office of that 
Contracting Party. 
 
Protection may be limited with regard to some or all of the goods or services or may be 
renounced with regard to only some of the designated Contracting Parties.  An 
international registration may be transferred in relation to all or some of the designated 
Contracting Parties and all or some goods or services. 
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The system of international registration of marks has several advantages for trademark 
owners.  Instead of filing many national applications in all countries of interest, in several 
different languages, in accordance with different national procedural rules and regulat
and paying several different (and often higher) fees, an international registration may b
obtained

ions 
e 

 by simply filing one application with the International Bureau (through the 
ffice of the home country), in one language (either English or French) and paying only 

le 
f 

 

ecent Use of the Madrid Services

O
one set of fees. 
 
Similar advantages exist when the registration has to be renewed; this involves the simp
payment of the necessary fees, every 10 years, to the International Bureau.  Likewise, i
the international registration is assigned to a third party or any other change, such as a 
change in name and/or address, has occurred, this may be recorded with effect for all the
designated Contracting Parties by means of a single procedural step. 
 
 
R  

 a 

as a 

.  Trademarks are a key means by which 
usinesses are able to add value to their day-to-day commercial operations and thereby 

 in 

ons or 
 3,741 or 9.4% of the total, only 4 

ears after the USA joined the Madrid system.  Those filing their international 

.3%), 
9 or 

, applicants from the EC have the option to file their international 
pplications either through their national trademark office or through the EC’s regional 

 
ts from 

ese figures include both the 

 
A record 39,945 international trademark applications were received in 2007 by WIPO 
under the Madrid system for the international registration of trademarks, representing
9.5% increase on figures for 2006.  
 
The Madrid system has earned the trust and confidence of the business community 
reliable option for brands seeking export markets.  Brand value is one of the most 
important assets that a business holds.  From a legal perspective, brand creation and 
management translates into trademark protection
b
secure their long-term financial viability.  
 
The largest share of the 39,945 international trademark applications received by WIPO
2007 was filed by companies in Germany (6,090 applications or 15.2% of the total).  
These were followed by companies in France, which accounted for 3,930 applicati
9.8% of the total.  Users in the USA ranked third with
y
applications through the EC’s regional Trademark Office (OHIM) were fourth, only 3 
years after the EC acceded (with 3,371 applications or 8.4% of the total).  They were 
followed by Italy (2,664 or 6.7%), Switzerland (2,657 or 6.7%), Benelux (2,510 or 6
China (1,444 or 3.6%), the United Kingdom (1,178 or 2.9%) and Australia (1,16
2.9%). 
 
Since October 2004
a
trademark office (OHIM) in Alicante.  In 2007, the third full year of the EC as a member
of the Madrid system, the number of international applications filed by applican
the EC through OHIM rose by 37.9%.  The 27 countries of the European Union (EU) 
together accounted for 26,026 applications in 2007.  Th
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international applications filed through the national trademark offices of the countries 

 

now ranking 12th (formerly 13th), Russian Federation (+42.9%) now 
3th (formerly 15th), Denmark (+19.6%) now 16th (formerly 17th), Sweden (+19.5%) 

t 

enkel from Germany is holder of the largest number of international trademark 
m:  2,567.  The top twenty holders, by the end of 

007, were:  Henkel (Germany), Janssen Pharmaceutica (Belgium), Novartis 

), Richter Gedeon (Hungary), Lidl (Germany), Kraft 
oods (Switzerland), Philips (Netherlands), Boehringer Ingelheim (Germany), Syngenta 

e 

anssen Pharmaceutica (Belgium), Nestlé 
witzerland), Brillux (Germany), L’Oréal (France), Zhejiang Elegant Prosper Garment 

rosper 
ai 
o., 

 record 370,234 new designations of Madrid Union member countries were notified in 

l 
 

concerned and those filed through OHIM (3,371).  
 
A number of countries experienced significant growth in the number of international 
trademark filings in 2007.  The USA, for instance, enjoyed an 18.8% increase enabling it
to strengthen its 3rd position in the ranking of top filer countries.  Other countries 
included, inter alia, the United Kingdom (+11.8%) now ranking 9th (previously 11th), 
Japan (+16.2%) 
1
now 18th (formerly 19th) and Hungary (+101.8%) now 19th (formerly 25th). 
Developing countries accounted for 2,108 filings in 2007, representing 5.3% of total 
filings and a 10.5% growth over 2006.  The developing country that witnessed the mos
significant growth in international trademark filings in 2007 is the Republic of 
Korea with 330 applications (+73.7%).  
 
H
registrations under the Madrid syste
2
(Switzerland), L’Oréal (France), Unilever (Netherlands), Nestlé (Switzerland), Sanofi-
Aventis (France), Siemens (Germany), BASF (Germany), ITM Entreprises (France), 
Bayer (Germany), Biofarma (France
F
(Switzerland), Ecolab (Germany), Merck (Germany). 
 
With 278 international trademark applications, Richter Gedeon from Hungary was th
largest filer in 2007.  The top twenty filers in 2007 were:  Richter Gedeon 
(Hungary), Novartis (Switzerland), Henkel (Germany), Lidl (Germany), Toyo Boseki 
(Japan), Glaxo (UK), Biofarma (France), J
(S
(China), Boehringer Ingelheim (Germany), BMW (Germany), Plus (Germany), Siemens 
(Germany), Beiersdorf (Germany), Krka (Slovenia), Sanofi-Aventis (France), Hofer 
(Austria). 
 
The top filers from developing countries include, apart from Zhejiang Elegant P
Garment (China) mentioned above, also the following companies from China:  Shangh
Vanwa Industrial, Ningbo South Electronical Appliance Co., Beijing Posh Furniture C
Jiangsu Sunshine Garment Co., Guangzhou Panyu South Star Co., China Tea Co. and 
Shandong Jinyu Tyre Co.  The list further includes E. Land Ltd (Republic of Korea). 
 
A
2007, representing a 1.5% increase over 2006 and reflecting commercial activity by 
foreign companies in the designated country.  When submitting an international 
trademark application, applicants must designate those member countries in which they 
want their mark to be protected. Applicants can also extend the effects of an internationa
registration to other members at a later date by filing a subsequent designation.  In this
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way, the holder of an international registration can expand the geographical scope of th
protection of a mark in line with evolving business n

e 
eeds.  

try in 

 
on in the 

he Madrid Union;  the majority of these 
esignations, i.e., 7,529 (59%), were made in applications or subsequent designations 

g of 

 18th to 

signations. 

ssification 

h 

 
 the 

 25 (covering clothing, footwear and headgear), or 5.3% of the total, Class 42 
overing services provided by, e.g. scientific, industrial or technological engineers and 

 
ere less than 5,000 CHF and for 54% less than 3,000 CHF.  

 in 
nd 

international registrations with a term of protection that was coming to an end in 2007). 

 
For the third consecutive year, China was the most designated country.  With 16,676 
designations, it accounted for 4.5% of the total number of new designations and enjoyed 
a 5.5% increase in such designations over 2006.  The second most designated coun
2007 was the Russian Federation with 15,455 designations (+7.1%), followed by the 
United States of America with 14,618 designations (+4.5%), Switzerland with 14,528 
designations (+1.9%), EC with 12,744 designations (+19.8%) and Japan with 12,296 
designations (+3.8%). 
 
The EC continues to be a favorite target market for designations. Having received 12,744
designations in 2007 (+19.8%), the EC has moved from the 6th to the 5th positi
ranking of most designated members of t
d
originating in an EC member state. Other countries which moved up in the rankin
most designated countries compared to 2006 are USA (from 4th to 3rd position), the 
Ukraine (from 9th to 8th place), Turkey (from 10th to 9th place), Croatia (from
13th place) and Singapore (from 21st to 14th place). 
 
In 2007, on average, 8.4 member countries were designated per registration by applicants 
seeking international trademark protection under the Madrid system and 58% of the 
registrations recorded in 2007 contained one to five de
 
In submitting a trademark application, an applicant has to specify the goods or services to 
which the trademark will be applied in accordance with an international cla
system known as the “Nice Classification”.  The most popular classes of goods and 
services in international trademark registrations recorded in 2007 were Class 9 (whic
covers, e.g., computer hardware and software and other electrical or electronic apparatus 
of a scientific nature) representing 8.5% of the total, Class 35 (which covers services such
as office functions, advertising and business management) which represented 6.4% of
total, Class
(c
computer specialists) or 5.2% of the total and Class 5 (which covers, e.g., 
pharmaceuticals and other preparations for medical purposes), or 4.7% of the total. 
 
In 2007, applicants paid on average a fee of 3,549 Swiss Francs (CHF) for an 
international registration.  For 81% of the registrations recorded in 2007, the fees paid
w
 
By the end of 2007, there were 483,210 international trademark registrations in force
the international register.  They contained some 5.4 million active designations a
belonged to 159,420 different trademark holders (of which many are small and medium-
sized enterprises (SMEs)).  In the course of 2007, 17,478 of these were renewed for an 
additional ten-year period of protection (i.e. some 46% of the total number of 
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The Madrid system also allows for the central administration of an international 
trademark portfolio, as it provides for procedures which enable trademark holders to 

cord modifications to international registrations (for example, changes of ownership, 

ts of 
n, 

ster 
ing a 25.7% increase over 2006. 

re
changes in name or address of the holder or changes in the appointment of the 
representative of the holder) through the submission of a single request at 
WIPO.  Modifications recorded in 2007 totaled 85,244, representing a 20.6% increase 
over 2006. The number of decisions by designated contracting parties (including gran
protection, provisional refusals, extensions of the limit for refusal based on an oppositio
final decisions following a refusal and invalidations) recorded in the international regi
was 267,733, represent
 
 
The Hague System 
 
Three Acts of the Hague Agreement are currently in force, the 1999 Act, the 1960 Act 
and the 1934 Act. An international registration may be obtained only by a natural perso
or legal entity having a connection, through establishment, domicile, nationality or, un
the 1999 Act residence, with a Contracting Party to any of the three Acts. 
An international deposit may be governed by the 199

n 
der 

9 Act, 1960 Act, the 1934 Act or 
ny combination of these depending on the Contracting Party with which the applicant 

d 

al 

provides 

he 

esignated Contracting 
arties, the applicant may request that the publication be deferred by a period not 

for the 

a
has the connection described above (hereafter referred to as “Contracting Party of 
origin”). Over 99 percent of international registrations currently obtained are governe
(exclusively or in part) by either the 1999 or the 1960 Act. 
 
The system applicable under the 1960 Act or the 1999 Act may be summed up as follows. 
The international registration of an industrial design may be sought with the Internation
Bureau of WIPO, either directly or through the industrial property office of the 
Contracting Party of origin if the law of that Contracting Party so permits or requires. 
An international registration is based on an application and one or more photographs or 
other graphic representations of the design. The application must contain a list of the 
Contracting Parties in which the international registration is to have effect and the 
designation of the article or articles in which it is intended to incorporate the design or 
which constitute the design. The international registration may extend its effects to the 
Contracting Party of origin unless the legislation of that Contracting Party 
otherwise. The application may be in English or French. 
 
The photographs or other graphic representations of the designs submitted by t
applicant are published in the International Designs Bulletin, which issues monthly on 
CD-ROM and on the Internet. Depending on his selection of d
P
exceeding 30 months from the date of the international registration or, if priority is 
claimed, from the priority date. 
 
The international registration has, in each of the Contracting Parties designated by the 
applicant, the same effect as if all the formalities required by the domestic law 
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grant of protection had been complied with by the applicant and as if all administ
acts required to that end had been accomplished by the office of that State. 
 
Each Contracting Party designated by the applicant may refuse protection withi
months, or possibly 12 months under the 1999 Act, from the date of the pu
international registration. Refusal of protection can only be based on requirements of th
domestic law other than the formalities and administrative acts to be accomplished under 
the domestic law by the office of the Contracting Party which refuses the protection. 
 
The term of protection is five years, renewable for at lea

rative 

n six 
blication of the 

e 

st one five-year period under the 
960 Act, or two such periods under the 1999 Act. If the legislation of a Contracting 
arty provides for a longer term of protection, protection of the same duration shall, on 

nal registration and its renewals, be granted in that Contracting 
arty to designs which have been the subject of an international registration. 

designs; it merely states the 
article or articles in which the designs are to be incorporated;  

etariat 

d by 
h was amended in 1979. As 

oted above, a further Act was adopted at Geneva in 1999. 

 

 implementing regulations, including the fixing of the 
es connected with the use of the Hague system. 

Convention for the Protection of Industrial Property (1883). The 1999 Act is open to any 

1
P
the basis of the internatio
P
 
The main differences between an international registration governed exclusively by the 
1934 Act and an international registration governed exclusively or partially by the 1960 
or the 1999 Act can be summarized as follows: 
 

 the registration extends automatically to all States party to the 1934 Act, unless 
protection in any of those States is expressly renounced;  

 the registration may be opened or sealed;  
 the publication does not comprise a reproduction of the 

 the term of protection is 15 years, divided into an initial period of five years and, 
subject to renewal, a second period of 10 years;  

 there is no provision for the notification of a refusal of protection;  
 the registration must be made in French.  

 
 
In order to facilitate the work of the users of the Hague Agreement, the WIPO Secr
publishes a Guide to the International Registration of Industrial Designs. 
The Hague Agreement, concluded in 1925, was revised at London in 1934 and at The 
Hague in 1960.  It was completed by an Additional Act signed at Monaco in 1961 an
a Complementary Act signed at Stockholm in 1967, whic
n
 
The Hague Agreement created a Union. Since 1970, the Union has an Assembly.  Every
country member of the Union which has adhered to the Complementary Act of 
Stockholm is a member of the Assembly.  Among the most important tasks of the 
Assembly are the adoption of the biennial program and budget of the Union and the 
adoption and modification of the
fe
 
The 1960 and 1934 Acts of the Agreement  are open to States party to the Paris 

http://www.wipo.int/hague/en/legal_texts/wo_haa_t.htm
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State member of WIPO and to certain intergovernmental organizations. Instruments of 
accession must be deposited with the Director General of WIPO. 
 
 
Recent Use of the Hague Services 
 
The number of international registrations under the Hague System in 2006 remained 
stable compared to the previous year.  As regards renewals of international registrations, 

ey totaled 3,889 (i.e., a 0.1 per cent increase over the previous year).  The number of th
designs contained in these registrations was 13.7 per cent lower than the previous year. 
 
 
Debate on Policy Issues 
 

 Many developing countries have not used the global protection services.  Why?  How 
could we make the services more accessible to users in developing countries?  

 Propose the ideal global services that WIPO should provide. 
 
 
 
Reference 
 
Details concerning the PCT can be obtained by consulting the PCT resources at  
 
http://www.wipo.int/treaties/en/registration/pct/ 
 
Details concerning the Madrid system can be obtained by consulting Madrid resources at  

ttp://www.wipo.int/treaties/en/registration/madrid_protocol/
 
h  
 
Details concerning the Hague system can be obtained by consulting Madrid resources at  
 
http://www.wipo.int/treaties/en/registration/hague/ 
 
 

http://www.wipo.int/hague/en/legal_texts/wo_ham0_.htm
http://www.wipo.int/hague/en/legal_texts/wo_ham0_.htm
http://www.wipo.int/hague/en/legal_texts/wo_ham0_.htm
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Chapter 5 
 

Copyright and Related Rights 
 
 
 
 
Introduction 
 
Copyright and related rights are probably most familiar IP to the public but their 

or often misunderstood.  The legal concepts and instruments, 
ecting the rights of creators in their works, also contribute to the 

o provide an overview of copyrights and related rights, several frequently-asked 
uestions will be answered. 

 does copyright provide?  The original creators of works protected by 
t to use 
ohibit 

scs, cassettes or 

any creative works protected by copyright require mass distribution, communication 
nd financial investment for their dissemination (for example, publications, sound 

recordings and films);  hence, creators often sell the rights to their works to individuals or 
companies best able to market the works in return for payment.  These payments are 
often made dependent on the actual use of the work, and are then referred to as royalties. 
 
How long will copyright and related rights provide for the protection?  The rights have a 
time limit, according to the relevant WIPO treaties, of 50 years after the creator’s death. 
National law may establish longer time-limits.  This limit enables both creators and their 
heirs to benefit financially for a reasonable period of time.  
 

functions are less known 
hile respecting and protw

cultural and economic development of nations.  Copyright law fulfills a decisive role in 
articulating the contributions and rights of the different stakeholders taking part in the 
cultural industries and the relation between them and the public. 
 
T
q
 

hat rightsW
copyright, and their heirs, have certain basic rights.  They hold the exclusive righ
r authorize others to use the work on agreed terms.  The creator of a work can pro

or authorize: 
 

 its reproduction in various forms, such as printed publication or sound recording;  
 its public performance, as in a play or musical work;  
 recordings of it, for example, in the form of compact di

videotapes;  
 its broadcasting, by radio, cable or satellite;  
 its translation into other languages, or its adaptation, such as a novel into a 

screenplay.  
 
M
a
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Copyright protection also includes m tinguished from the economic 
rights), which involve the right to cla  a work, and the right to oppose 
changes to it that could harm the creator’s reputation. 
 

he creator - or the ow ghts administratively 
nd in the courts, by inspection of premises for evidence of production or possession of 
legally made - “pirated” - goods related to protected works.  The owner may obtain 
ourt orders to stop such activities, as well as seek damages for loss of financial rewards 

n. 

ends 
 

oral rights (as dis
im authorship of

T ner of the copyright in a work - can enforce ri
a
il
c
and recognitio
 
Are ideas, methods or concepts protected by copyright?  Copyright protection ext
only to expressions, and not to ideas, procedures, methods of operation or mathematical
concepts as such.  This principle has been confirmed by the TRIPS Agreement as well as 
the WIPO Copyright Treaty. 
 
 

istoryH  
 
It was the spread of the printing press that provoked the need for a copyright law.  
roduction in the first millen

Book 
nium was a tedious, slow affair.  Scribes wrote and copied 

he elite 

 
l 

ntributed to the birth of the first copyright system in the world.  As in the 

ond half 
n to ban books written by reformers, 

th

ermit 
.  In 1710, the Statute of Anne was enacted by the British Parliament, 

 

 

lishing some basic form of 
ternational protection for their works.  In 1886, to provide the basis for mutual 

p
books by hand, some with more artistic skill than others.  Written works were for t
only.  Organized religion was a prime moving force in the preservation of knowledge in 
books, as well as the proliferation of multiple copies of books.  The invention of movable
type and the printing press by Johannes Gutenberg around 1450, was one of the historica
vents that coe

protection of inventions, it was also Venice that granted John of Speyer, the first printer, 
the exclusive right to print the letters in 1469.   

 
With Gutenberg’s invention available everywhere in western Europe by the sec

thof the 15  century, the Roman Catholic Church bega
and monopolies of the press emerged in England and France.  In the 16  century, 
monopolies by printers continued in order to protect the publishers’ profits and to p
ontrol over printingc

to diminish some of the control of publishers over printing and recognizing authors’ 
rights, giving them or their heirs exclusive powers to reprint a book for 14 years after it 
was first published.  Called an “act for the encouragement of learning”, the Statute of 
Anne was one of the inspirations for the IP protection in the United States Constitution. 

 
n the mid-1800s, renowned authors were finding their works illegally reproduced and forI

sale in countries other than their own, and from which they received no royalties.  In 
order to eliminate this practice, the famed French author of Les Miserables and The 
Hunchback of Notre Dame, Victor Hugo, organized a group of prominent authors into the
International Literary Association, which later became known as the International 

iterary and Artistic Association, with the intention of estabL
in

http://www.wipo.int/about-ip/en/copyright.html
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recognition of copyright between different states, another major international IP treaty
was enacted, the Berne Convention for the Protection of Literary and Artistic Works.  
 

 
 

 
What are rights related to copyright? 
 
A field of rights related to copyright has rapidly developed over the last 50 years.  These 
related rights grew up around copyrighted works, and provide similar, although often 
more limited and of shorter duration, rights to: 

ions in their radio and television programs.  

tect copyright?

 
 performing artists (such as actors and musicians) in their performances;  
 producers of sound recordings (for example, cassette recordings and compact 

discs) in their recordings;  
 broadcasting organizat

 
 
Why pro  

tribute significantly to the economic, 
social and cultural development of nations.  These enterprises form complex networks in 

ealth, 
 

 

offers guidelines to those studying the creative outputs in economic terms.  While the 

ety 
 

 

 

 
Copyright and its related rights are essential to human creativity, by giving creators 
incentives in the form of recognition and fair economic rewards.  Under this system of 
rights, creators are assured that their works can be disseminated without fear of 
unauthorized copying or piracy.  This in turn helps increase access to and enhances the 
enjoyment of culture, knowledge, and entertainment all over the world. 
 
In this century’s knowledge-based economy and information-rich society, so-called 
creative enterprises, those engaged in the commercial exploitation of copyright-based 
goods and services (i.e., books, film, music), con

content-driven sectors, which in turn make up the creative industries.  Their unique 
characteristics (i.e., original symbolic products) drive and sustain diverse cultural and 
customary traditions, and enhance social values.  At the same time, they generate w
increase employment opportunities, and promote trade.  Yet, their true value and potential
are often underestimated and insufficiently analyzed. 
 
In 2003 WIPO published a “Guide on Surveying the Economic Contribution of the 
Copyright-Based Industries”.  The Guide summarizes existing experiences in assessing
the economic contribution of the copyright-based industries to national economies and 

main objective of the Guide is to produce a harmonized approach to economic surveys in 
this field, it goes further in providing governments, research institutions and civil soci
in general with a practical tool to evaluate the contribution of their copyright sector. 
Based on the Guidelines, WIPO also published “National Studies on Assessing the 
Economic Contribution of the Copyright-Based Industries” is now available as WIPO 
Publication No. 624.  A sample excerpt from the book (US study) is also available at the
following site: 
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http://www.wipo.int/ip-development/en/creative_industry/pdf/ecostudy-usa.pdf 
 
For instance, the “value-added” to the economy of the United States of America by the 
ore copyright industries reached $626.2 billion or 6% of the economy of the United 

e year, the value added by the total copyright 
dustries was $1.254 trillion or 12% of the economy of the United States of America.  

 

c
States of America in 2002.  In the sam
in
Another example is a study on Latvia where the core and interdependent copyright 
industries contributed 4.0% of GDP and 4.4% employment to the economy in the year
2000. 
 
 
Conditions for protection 
 
Copyright itself does not depend on official procedures. A created work is considered 
rotected by copyright as soon as it exists.  According to the Berne Convention for the 
rotection of Literary and Artistic Works (the Berne Convention), literary and artistic 

out any formalities in the countries party to that Convention. 
hus, WIPO does not offer any kind of copyright registration system. 

 
uishing 

n 

p
P
works are protected with
T
 
However, many countries have a national copyright office and some national laws allow
for registration of works for the purposes of, for example, identifying and disting
titles of works.  In certain countries, registration can also serve as prima facie evidence i
a court of law with reference to disputes relating to copyright. 
 
 
“All Rights Reserved”? 
 
How can you get permission to use somebody else’s work and other subject matters?  
You can contact the right owner.  For certain types of works and other subject matter
can get permission from a collective management organization. Collective managemen
organizations license use of works and other subject matter that are protected by 
copyright and related rights whenever it is impractical for right owners to act individually. 
There are several international non-governmental orga

, you 
t 

nizations that link together national 
ollective management organizations.  How much of someone else’s work can you use 

 use 
c
without getting permission?  Under most national copyright laws, it is permissible to
limited portions of a work, including quotes, for purposes such as news reporting and 
private personal use.  The exceptions will be discussed in detail below in this Chapter. 
 
 
Copyright and Human Rights, the Universal Declaration of Human Rights 

 
IP rights including copyright and related rights are recognized as human rights in the
Universal Declaration of Human Rights, 1948 (in particular Articles 17, 19 and 27), an
in other international and regional human rights treaties and instruments.  
 

 
d 
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Article 17 
 

veryone has the right to freedom of opinion and expression; this right includes 
freedom to hold opinions without interference and to seek, receive and impart 
information and ideas through any media and regardless of frontiers. 

Article 27 

terial interests 
resulting from any scientific, literary or artistic production of which he is the author. 

tion of current IP systems 
nd other human rights, such as the rights to adequate health care, to education, to share 
 the benefits of scientific progress, and to participation in cultural life. 

(1) Everyone has the right to own property alone as well as in association with 
others. 
(2) No one shall be arbitrarily deprived of his property. 
 
Article 19 
 
E

 

 
(1) Everyone has the right freely to participate in the cultural life of the 
community, to enjoy the arts and to share in scientific advancement and its benefits. 
 
(2) Everyone has the right to the protection of the moral and ma

 
However, the relationship between IP systems and human rights is complex and calls for 
a full understanding of the nature and purposes of the IP system.  It is suggested by some 
that conflicts may exist between the respect for and implementa
a
in
 
 
The Berne Convention 
 
The Berne Convention for the Protection of Literary and Artistic Works (1886) (the 
Berne Convention) rests on three basic principles and contains a series of provisio
determining the minimum protection to be granted, as well as special provisions available 
to developing countries which want to make use of them.   
 
The three basic principles are the following: 
 
 (a) Works originating in one of the contracting States (that is, works the author 

ns 

of 
hich is a national of such a State or works which were first published in such a State) 
ust be given the same protection in each of the other contracting States as the latter 

 
ty 

(c) Such protection is independent of the existence of protection in the country of 
origin of the work (principle of the “independence” of protection).  If, however, a 

w
m
grants to the works of its own nationals (principle of “national treatment”); 

 (b) Such protection must not be conditional upon compliance with any formali
(principle of “automatic” protection); and  
 
 

http://www.wipo.int/about-ip/en/collective_mngt.html
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contracting State provides for a longer term than the minimum prescribed by the 
Convention and the work ceases to be protected in the country of origin, protection may 
be de  o
 
The m hts to be protected, and 
the duration of the protection: 
 
 ) As to works, the protection must include “every production in the literary, 
scien
(Arti
 
 ) Subject to certain permitted reservations, limitations or exceptions, the 
following are among the rights which must be recognized as exclusive rights of 
authorization: 
 

 the right to make adaptations and arrangements of the work,  
 ks,  

 the right to communicate to the public the performance of such works,  

with the normal 
exploitation of the work and does not unreasonably prejudice the legitimate 
interests of the author, and with the possibility of a contracting State to 

e case of sound recordings of musical works, for a right to 
equitable remuneration),  

to 

he Convention also provides for moral rights, that is, the right to claim authorship of the 
 or deformation or other modification of, or 

ther derogatory action in relation to, the work which would be prejudicial to the author’s 

e 

n expires 50 years after the work has been 
wfully made available to the public, except if the pseudonym leaves no doubt as to the 

, 

nied nce protection in the country of origin ceases. 

inimum standards of protection relate to the works and rig

(a
tific and artistic domain, whatever may be the mode or form of its expression” 
cle 2(1) of the Convention). 

(b

 the right to translate,  

the right to perform in public dramatic, dramatico-musical and musical wor
 the right to recite in public literary works,  

 the right to broadcast (with the possibility of a contracting State to provide for 
a mere right to equitable remuneration instead of a right of authorization),  

 the right to make reproductions in any manner or form (with the possibility of 
a contracting State to permit,  in certain special cases, reproduction without 
authorization provided that the reproduction does not conflict 

provide, in th

 the right to use the work as a basis for an audiovisual work, and the right 
reproduce, distribute, perform in public or communicate to the public that 
audiovisual work 

 
T
work and the right to object to any mutilation
o
honor or reputation. 
 
 (c) As to the duration of protection, the general rule is that protection must b
granted until the expiration of the 50th year after the author’s death.  
 
There are, however, exceptions to this general rule.  In the case of anonymous or 
pseudonymous works, the term of protectio
la
author’s identity or if the author discloses his identity during that period; in the latter case
the general rule applies.  In the case of audiovisual (cinematographic) works, the 
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minimum term of protection is 50 years after the making available of the work to 
public (“release”) or—failing such an event—from the creation of the work.  In the case 
of works of applied art and photographic works, the minim

the 

um term is 25 years from the 
reation of such a work. 

oping countries in conformity with the established 
ractice of the General Assembly of the United Nations may, for certain works and under 

he 

c
 
(3) Countries regarded as devel
p
certain conditions, depart from these minimum standards of protection with regard to t
right of translation and the right of reproduction. 
 
 
The Rome Convention 
 
The Rome Convention for the Protection of Performers, Producers of Phonograms and 

roadcasting Organisations (1961) (the Rome Convention) secures protection in 
ograms of producers of phonograms and broadcasts of 

d other persons who perform 
to. 

perform n 

pu
 
5. 
ind
Co  of 
oth blished for commercial purposes gives rise to 

sin
pro to both;  contracting States are free, however, not to apply 

is rule or to limit its application. 

fixations;  the communication to the public of their television 
roadcasts if such communication is made in places accessible to the public against 
aym

he Rome Convention allows exceptions in national laws to the above-mentioned rights 
rrent 

s 

literary 

B
performances of performers, phon
broadcasting organizations. 
 
4. Performers (actors, singers, musicians, dancers an
literary or artistic works) are protected against certain acts they have not consented 
Such acts are:  the broadcasting and the communication to the public of their live 

ance;  the fixation of their live performance;  the reproduction of such a fixatio
if the original fixation was made without their consent or if the reproduction is made for 

rposes different from those for which they gave their consent. 

Producers of phonograms enjoy the right to authorize or prohibit the direct or 
irect reproduction of their phonograms.  Phonograms are defined in the Rome 
nvention as meaning any exclusively aural fixation of sounds of a performance or
er sounds.  When a phonogram pu

secondary uses (such as broadcasting or communication to the public in any form), a 
gle equitable remuneration must be paid by the user to the performers, or to the 
ducers of phonograms, or 

th
 
6. Broadcasting organizations enjoy the right to authorize or prohibit certain acts, 
namely:  the re-broadcasting of their broadcasts;  the fixation of their broadcasts;  the 
reproduction of such 
b
p ent of an entrance fee. 
 
T
as regards private use, use of short excerpts in connection with the reporting of cu
events, ephemeral fixation by a broadcasting organization by means of its own facilitie
and for its own broadcasts, use solely for the purpose of teaching or scientific research 
and in any other cases—except for compulsory licenses that would be incompatible with 
the Berne Convention where the national law provides exceptions to copyright in 
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and artistic works.  Furthermore, once a performer has consented to the incorporation 
his performance in a visual or audiovisual fixation, the provisions on performers’ rights 
have no further application. 
 

of 

rotection must last at least until the end of a period of 20 years computed from the end 

(b) the performance took place, for performances not incorporated in 
honograms; 

t took place, for broadcasts.  (However, national laws ever more 
equently provide for a 50-year term of protection, at least for phonograms and for 

P
of the year in which: 
 
 (a) the fixation was made, for phonograms and for performances incorporated 
therein; 
 
p
 (c) the broadcas
fr
performances.) 
 
 
The TRIPS Agreement 
 
As it was recognized that the Berne Convention, for the most part, provided adequate 
basic standards of copyright protection, it was agreed that the point of departure should
be the existing level of protection under the latest Act, the Paris Act of 1971, of tha
Convention (TRIPS Agreement Article 9.1)  
 
In addition to requiring compliance with the basic standards of th

 
t 

e Berne Convention, the 
RIPS Agreement clarifies and adds certain specific points. 

o ideas, 

be 
ms 

 literary works shall be applied also to them. It 
onfirms further, that the form in which a program is, whether in source or object code, 

 
e 

 50 
ic 

rt may not be applied. 

 

T
 
Article 9.2 confirms that copyright protection shall extend to expressions and not t
procedures, methods of operation or mathematical concepts as such; 
 
Article 10.1 provides that computer programs, whether in source or object code, shall 
protected as literary works under the Berne Convention (1971).  Article 10.1 confir
that computer programs must be protected under copyright and that those provisions of 
the Berne Convention that apply to
c
does not affect the protection. The obligation to protect computer programs as literary
works means e.g. that only those limitations that are applicable to literary works may b
applied to computer programs. It also confirms that the general term of protection of
years applies to computer programs. Possible shorter terms applicable to photograph
works and works of applied a
 
Article 10.2 clarifies that databases and other compilations of data or other material shall 
be protected as such under copyright even where the databases include data that as such
are not protected under copyright. 
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Article 11 provides that authors shall have in respect of at least computer programs and, 
in certain circumstances, of cinematographic works the right to authorize or to prohibit 
the commercial rental to the public of originals or copies of their copyright works.  

RIPS Agreement, the term of protection shall be the life of the 
uthor and 50 years after his death. Paragraphs 2 through 4 of that Article specifically 

f 
S Agreement, which provides that whenever the term of protection of a work, 

is other 
 a natural person, such term shall be no less than 50 years from the end of 

 

rticle 13 requires Members to confine limitations or exceptions to exclusive rights to 
ch do not conflict with a normal exploitation of the work and do 

ot unreasonably prejudice the legitimate interests of the right holder. This is called a 

s is 
ut the provision makes it clear that they 

ust be applied in a manner that does not prejudice the legitimate interests of the right 

he provisions on protection of performers, producers of phonograms and broadcasting 

rformance on a 
honogram (e.g. the recording of a live musical performance).  The fixation right covers 

s 

 well as the communication to the public of their 
levision broadcasts.  

 

 
According to the general rule contained in Article 7(1) of the Berne Convention as 
incorporated into the T
a
allow shorter terms in certain cases. These provisions are supplemented by Article 12 o
the TRIP
other than a photographic work or a work of applied art, is calculated on a bas
than the life of
the calendar year of authorized publication, or, failing such authorized publication within
50 years from the making of the work, 50 years from the end of the calendar year of 
making. 
 
A
certain special cases whi
n
“three-step test” and it is a horizontal provision that applies to all limitations and 
exceptions permitted under the provisions of the Berne Convention and the Appendix 
thereto as incorporated into the TRIPS Agreement. The application of these limitation
permitted also under the TRIPS Agreement, b
m
holder. 
 
T
organizations are included in Article 14.  According to Article 14.1, performers shall 
have the possibility of preventing the unauthorized fixation of their pe
p
only aural, not audiovisual fixations. Performers must also be in position to prevent the 
reproduction of such fixations.  They shall also have the possibility of preventing the 
unauthorized broadcasting by wireless means and the communication to the public of 
their live performance. 
 
In accordance with Article 14.2, Members have to grant producers of phonograms an 
exclusive reproduction right. In addition to this, they have to grant, in accordance with 
Article 14.4, an exclusive rental right at least to producers of phonograms. The provision
on rental rights apply also to any other right holders in phonograms as determined in 
national law.  
 
Broadcasting organizations shall have, in accordance with Article 14.3, the right to 
prohibit the unauthorized fixation, the reproduction of fixations, and the re-broadcasting 
by wireless means of broadcasts, as
te
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The term of protection is at least 50 years for performers and producers of phonograms, 
and 20 years for broadcasting organizations (Article 14.5). 
 
Article 14.6 provides that any Member may, in relation to the protection of performers, 

n. 
producers of phonograms and broadcasting organizations, provide for conditions, 
limitations, exceptions and reservations to the extent permitted by the Rome Conventio
 
 
WCT and WPPT 
 
Two treaties were concluded in 1996 at WIPO.  One, the WIPO Copyright Treaty (WCT
deals with protection for authors of literary and artistic works, such as writings and 
computer programs; original databases; musical works; audiovisual works;  works of 
art and ph

), 

fine 
otographs.  The other, the WIPO Performances and Phonograms Treaty 

PPT), protects certain “related rights” (that is, rights related to copyright):  in the 

ents in 

s, 

gies, in particular the dissemination of protected material over digital networks 
uch as the Internet.  For this reason, they have sometimes been referred to as the 

reement under the Berne Convention.  Any Contracting Party 
ven if it is not bound by the Berne Convention) must comply with the substantive 

ry 
 

 Computer programs, whatever may be the mode or form of their 
xpression, and  

hich 
. 

(W
WPPT, these are rights of performers and producers of phonograms. 
 
The purpose of the two treaties is to update and supplement the major existing WIPO 
treaties on copyright and related rights, primarily in order to respond to developm
technology and in the marketplace.  Since the Berne and Rome Conventions were 
adopted or lastly revised more than a quarter century ago, new types of works, new 
markets, and new methods of use and dissemination have evolved.  Among other thing
both the WCT and the WPPT address the challenges posed by today’s digital 
technolo
s
“Internet treaties.” 
 
The WCT entered into force on March 6, 2002.  For the WPPT, the date of entry into 
force was May 20, 2002.  A number of countries have implemented the provisions of the 
two treaties in their national legislation.  As of May 30, 2008, WCT has 65 member 
States, whereas WPPT has 63 member States. 
 
The WCT is a special ag
(e
provisions of the 1971 (Paris) Act of the Berne Convention for the Protection of Litera
and Artistic Works (1886).  Furthermore, the Treaty mentions two subject matters to be
protected by copyright,  
 
 (i)
e
 (ii) Compilations of data or other material (“databases”), in any form, w
by reason of the selection or arrangement of their contents constitute intellectual creations
(Where a database does not constitute such a creation, it is outside the scope of this 
Treaty.) 
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As to the rights of authors, the Treaty deals with three:  
 
 (i) the right of distribution,  

ach of them is an exclusive right, subject to certain limitations and exceptions.  Not all 
f the limitations or exceptions are mentioned in the following: 

the right of distribution is the right to authorize the making available to the public 

ram itself is not the 
ssential object of the rental),  

s 

f the 
 

he public, by wire or wireless means, including “the making available 
 the public of works in a way that the members of the public may access the work from 

rovide legal remedies against the 
ircumvention of technological measures (e.g., encryption) used by authors in connection 

 

he Treaty obliges each Contracting Party to adopt, in accordance with its legal system, 
e measure c

 must ensure that enforcement procedures are available under its law so 
s to permit

 (ii) the right of rental, and  
 (iii) the right of communication to the public.  

 
E
o
 
- 
of the original and copies of a work through sale or other transfer of ownership,  
 
- the right of rental is the right to authorize commercial rental to the public of the 
original and copies of three kinds of works:   
 
 (i) computer programs (except where the computer prog
e
 (ii) cinematographic works (but only in cases where commercial rental ha
led to widespread copying of such works materially impairing the exclusive right of 
reproduction), and  
 (iii) works embodied in phonograms as determined in the national law o
Contracting Parties (except for countries that since April 15, 1994, have in force a system
of equitable remuneration for such rental), 

 
- the right of communication to the public is the right to authorize any 
communication to t
to
a place and at a time individually chosen by them.”  The quoted expression covers in 
particular on-demand, interactive communication through the Internet.  
 
The Treaty obliges the Contracting Parties to p
c
with the exercise of their rights and against the removal or altering of information, such
as certain data that identify works or their authors, necessary for the management 
(e.g., licensing, collecting and distribution of royalties) of their rights (“rights 
management information”). 
 
T
th s ne essary to ensure the application of the Treaty.  In particular, the 
Contracting Party
a  effective action against any act of infringement of rights covered by the 
Treaty.  Such action must include expeditious remedies to prevent infringement and 
remedies which constitute a deterrent to further infringements. 
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Furthermore, the Treaty provides that performers and producers of phonograms enjoy the 
ght to a single equitable remuneration for the direct or indirect use of phonograms, 

adcasting or for communication to the public.  

Ho ever, a that it makes a reservation to 
e Treaty—deny this right.  In the case and to the extent of a reservation by a 

The term of protection 
ust be at least 50 years. 

alancing of Interests;  Exceptions and Limitations

ri
published for commercial purposes, for bro
 

w ny Contracting Party may restrict or—provided 
th
Contracting Party, the other Contracting Parties are permitted to deny, vis-à-vis the 
reserving Contracting Party, national treatment (“reciprocity”).  
m
 
 
B  

 formation of the Berne Convention in 
884, the distinguished Swiss delegate Numa Droz stated that it should be remembered 
at “limits t

1886, the Berne Convention has contained provisions 
ranting lat   

approach, the present international conventions on copyright and 

hly, under the following headings:   
 

 P ticular 

in 
alysis, these 

ight be described as “limitations” on protection, in the sense that no protection is 

or 
re 

fied.  These can be termed “permitted uses,” or exceptions 
 protection, in that they allow for the removal of liability that would otherwise arise.  In 

s, 

ses 
f the 

e WCT (Article 10) and 
e WPPT (Article 16) adopt and extend the template of the three conditions in 

Article 9(2) of Berne as the basis for exceptions that are to be applied generally under 
that agreement (the “three-step” test, of which more below).   

 
At the outset of the negotiations that led to the
1
th o absolute protection are rightly set by the public interest.”  In consequence, 
from the original Berne Act of 
g itude to Member States to limit the rights of authors in certain circumstances. 
 
In keeping with this 
related rights contain a mixture of limitations and exceptions on protection that may be 
adopted under national laws.  According to Professor Sam Ricketson, University of 
Melbourne, these can be grouped, very roug

1. rovisions that exclude, or allow for the exclusion of, protection for par
categories of works or material.  There are several striking instances of such provisions in 
the Paris Act of the Berne Convention:  for official texts of a legislative, administrative 
and legal nature (Article 2(4)), news of the day (Article 2(8)), and speeches delivered 
the course of legal proceedings (Article 2bis(1)).  For the purposes of an
m
required for the particular kind of subject-matter in question.   
 
2. Provisions that allow for the giving of immunity (usually on a permissive, rather 
than mandatory, basis) from infringement proceedings for particular kinds of use, f
example, where this is for the purposes of news reporting or education, or whe
particular conditions are satis
to
the case of the Paris Act of the Berne Convention, examples are to be found in 
Articles 2bis(2) (reproduction and communication to the public of public addresse
lectures, etc, by the press), 9(2) (certain exceptions to the reproduction right, subject to 
specific conditions), 10 (quotation and use for teaching purposes) and 10bis (certain u
for reporting of news and the like).  Analogous exceptions are to be found in art 15 o
Rome Convention, while the TRIPS Agreement (Article 13), th
th
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3. By provisions that allow a particular use of copyright material, subject to the 
payment of compensation to the copyright owner.  These are usually described as 
“compulsory” or “obligatory licenses,” and specific dispositions permitting them are 

 
e 

he juridical and policy basis for each kind of provision is different.  The first proceeds 
n the assumption that there are clear public policy grounds that copyright protection 

e, because of the importance of the 
eed for ready availability of such works from the point of view of the general public.  

 

s 

ns that 
re the subject of the present study, although they are most developed in the case of the 

he Three-Step Test

found in Articles 11bis(2) and 13, and the Appendix of the Paris Act of the Berne 
Convention.  It is also possible that such licenses may be allowable under other
provisions of this and the other conventions listed above, where certain conditions ar
met. 
 
T
o
should not exist in the works in question, for exampl
n
 
The second represents a more limited concession that certain kinds of uses of works that
are otherwise protected should be allowed:  there is a public interest present here that 
justifies overriding the private rights of authors in their works in these particular 
circumstances.   
 
In the third category of cases, the author’s rights continue to be protected but are 
significantly abridged:  public interest still justifies the continuance of the use, regardles
of the author’s consent, but subject to the payment of appropriate remuneration.  
Instances of all three kinds of provisions are to be found in each of the conventio
a
Paris Act of Berne.  For the most part, they are not made mandatory, but are left as 
matters for the national legislation of member states to determine for themselves, albeit 
usually within strict boundaries that are set by the provision in question.   
 
(cited from WIPO Study prepared by Prof. Ricketson) 
 
 
T  

 the 

 
Among provisions relating to limitations and exceptions included in the Berne 
Convention, the one that has now come to assume a life of its own, particularly as
template for exceptions in later conventions including the TRIPS Agreement and WCT 
and WPPT, is a so-called “three-step test” in Article 9(2).  It was inserted in the Berne 
Convention in the 1971 Paris revision.   
 

Article 9 of the Berne Convention is as follows: 
 

 (1) Authors of literary and artistic works protected by this Convention shall 
have the exclusive right of authorizing the reproduction of these works, in any 
manner or form. 
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 (2) It shall be a matter for legislation in the countries of the Union to permit 

s not 

tion for 

he first step requires that exceptions should be confined to “certain special cases.”  The 
r 

 
f 

e performer or phonogram producer.  It should be noted that the three steps of the test 

O issued a report of a panel appointed under the TRIPS dispute 
ettlement procedures reached conclusions on a dispute between the European Union 

f the 

the reproduction of such works in certain special cases, provided that such 
reproduction does not conflict with a normal exploitation of the work and doe
unreasonably prejudice the legitimate interests of the author. 
 
 (3) Any sound or visual recording shall be considered as a reproduc
the purposes of this Convention. 

 
T
second requires that exceptions “do not conflict with a normal exploitation of a work” –o
of a performance or a phonogram, when, as in the WPPT, the test is applied to these 
things rather than copyright works.  The third step of the test requires that exceptions “do
not unreasonably prejudice the legitimate interests of the author,” or, correspondingly, o
th
are cumulative, that is, all of them apply jointly to exceptions so that if an exception fails 
to comply with any one of the steps, it does not meet the test. 
 
In June 2000, WT
s
(EU) and the United States of America over an exception to copyright in the law o
United States of America, which the European Union had argued to be inconsistent with 
the TRIPS obligations, including the three-step-test in Article 13 of the TRIPS 
Agreement (see the panel report available at the following web site:  
http://www.wto.org/english/tratop_e/dispu_e/1234da.pdf 
 
The issue in the dispute between the European Union and the United States of America i
an exception in the copyright law of the United States of America to rights

s 
 in respect of 

e public performance of music as covered in Articles 11 and 11bis of the Berne 
g where music is performed 

directly, that is, by causing a broadcast or other transmission containing music to be 
eard in public.  The report of the panel provided useful opinions on the interpretation of 

 Article 9(2) and the three-step test. 

itations 

it 

Exce hts vary from country to country, 
though mo
 

For instance, the European Commission Directive permits European Union States to 
provide exceptions for certain purposes, although it does not require each European 
Union State to provide exceptions in any or all of these areas.  In particular, European 

th
Convention, and more particularly an exception applyin
in
h
the Berne Convention
 
WCT and WPPT provide countries with flexibility to establish exceptions or lim
to rights in the digital environment.  Countries may, in appropriate circumstances and 
subject to the three-step test contained in Berne, TRIPS and the WCT/WPPT, grant 
exceptions for uses deemed to be in the public interest, such as for libraries or non-prof
educational and research purposes. 
 

pti ns and limitations on copyright and related rigo
st of them are in compliance with international treaties.   
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Unio Stat
purpo

e

arch; 

t 

− use for caricature, parody or pastiche. 

n es will be permitted by the Directive to provide exceptions for the following 
ses: 

− copying for private use; 
 copying in libraries, educational establishments, museums and archives–−

xamples here might be copying for preservation or conservation purposes in 
museums or archives, and the recording of broadcasts for use in schools; 

− illustration for teaching or rese
− use by people with disabilities, for example, to allow Braille copies to be made 

for the blind; 
− reporting of current events; 
− criticism or review; 
− use in administrative or judicial proceedings or the like; 
− photography or the like, such as painting or broadcasting images of, works of ar

in public places, such as buildings or sculptures; 
− advertising the exhibition or sale of works of art; 

 
 
Technological Measures and DRM 
 
The WIPO Internet Treaties provide remedies for misuse of technological meas
protection and rights management information, aimed at ensuring (bu
right holders can effectively use technology to protect thei

ures of 
t not requiring) that 

r rights and to license their 
orks online to users.  The first obligation requires countries to provide adequate legal 

s.  

 
 

tained in the WIPO Internet Treaties have added 
omplexity to the traditional balancing of the interests of right holders and users, 

andate (require) that DRMs be used, beneficiaries of limitations and 
ate 

onic 

w
protection and effective remedies against the circumvention of technological measures, 
such as digital rights management (DRM) systems and encryption used by right holders 
to protect their rights.  
 
DRM refers to access control technologies used by publishers and copyright holders to 
limit usage of digital media or devices.  Technologies for DRG are used for preventing 
access, copying or conversion by end users to other format
 
The second obligation requires remedies against the deliberate alteration or deletion of 
electronic information which accompanies any protected material, and which identifies
the work, right owners, and the terms and conditions for its use, among other things.
 
The set of rights and obligations con
c
including in the field of education.  Striking the right balance between the legitimate 
interests of right owners and users of educational materials is not a straightforward 

rocess in the digital environment.  Use of DRM is a good example:  while the Internet p
Treaties do not m
exceptions have raised concerns that application of DRMs might thwart certain legitim
uses of works.  In their view, DRMs may hinder legitimate access to content in electr
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form or hamper the conversion process of works into alternative formats or, in general, 
weaken the exercise of limitations and exceptions to copyright, for example fair use.  
 
 
Enforcement of Copyright and Related Rights in Cyber Space 

me of the most controversial legal issues associated with the online use of 
 

IP-
l 

.  This creates considerable uncertainty, 
nment, but also for consumers that, lacking 

similarly be dissuaded from engaging in online contracts.  

d material on the Internet, a first concern 
ten be the identification of the alleged 

infringer.  However, whether or not disclosure of the identity of the user, and 
y be requested from service providers, depends on 

eneral, these issues do not form an entirely new debate.  Private 

 

t 

tion 

So
protected material relate to enforcement of the rights involved.  The inherent internationa
character of the Internet, along with its potential for anonymous operation, challenges 

enforcement mexisting echanisms and concepts
not only for businesses operating in this enviro
a predictable framework, may 
The following summarizes some of the issues involved. 

(i) Identification of the infringer 

Faced with illicit uses of IP-protecte
from the rights holder’s perspective will of

other related information, ma
national legislation.   

(ii) Private international law issues 

To sue for infringement of IP-protected material in relation to online uses 
frequently involves cross-territorial action.  This will raise questions as to 
jurisdictional competence, applicable law, and, eventually, the enforcement of a 
judgment abroad, touching upon complex issues of private international law and 
procedure.  In g
international law doctrines and principles have long been developed around the 
globe, and it is certainly not necessary to question these principles altogether.  
Nevertheless, there is a difference in both degree and nature when applying these
concepts to disputes relating to the Internet. 

As an illustration, in order to assert jurisdiction in matters relating to IP righ
infringement, the instrument governing jurisdiction in the European Union 
establishes special jurisdiction at the courts of the place where the “harmful 
event” occurred, understood to refer to both the places of the causal event and of 
the damage.  Would, for instance, the mere online accessibility of allegedly 
infringing content in a country be deemed sufficient for localizing a damage in 
that country, and thus for a court to exercise jurisdiction?  Would such jurisdic
extend over adjudication upon compensation for the entire damage suffered, 
potentially, in a large number of countries?  How should forum-shopping 
practices be dealt with if redress can be sought in multiple courts?  Case law has, 
over the past few years, gradually developed standards for the application of 
private international law principles in this online environment.  It is notable, 
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however, that, since these issues are largely not harmonized, the different nationa
or regional private international laws systems continue to coexist.  

l 

(iii) The risk of being sued abroad 

From a legal point of view, an important and specific feature for trading in IP 

s 

standards, or, on the 
dards of protection.  For instance, in the area of 

copyright, a number of countries provide for extended terms of protection, or 
app

A ties 
to avoi
interna ermining a competent jurisdiction and the applicable law.  
Arbitration and mediation provide a single international forum for resolving a dispute in 
its enti s; they can be tailored to fit the efficiency 
demands of parties, as well as their confidentiality concerns; and they allow parties to 
select exper  
that ma tration 
and Me
specific
dispute

 (c on, 
are inc
enforci ceding to the WIPO Internet 
Treaties (WCT and WPPT) must provide “adequate legal protection and effective legal 
remedies” a
other ri
concern ible 
terms, 

T ht 
debates
order to ingly 
argued
particu  
take pr ere 
general

online is that compliance with the laws of the country where the company 
operates may no longer be sufficient to assure an acute and predictable 
management of legal risks.  A company may well comply with the applicable IP 
standards as to uses on its own territory, but use on the Internet, obviously, result
in instant accessibility in numerous fora, where the resulting uses may not be 
legitimate.  While a number of international treaties provide for harmonized 
minimum standards of protection of the various areas of IP, national laws may, 
under certain circumstances, make use of limitations of these 
other hand, formulate higher stan

ly different positions as to the subject matter of protection. 

lternatives to court litigation, in particular arbitration and mediation, allow par
d many of these disadvantages, and to sidestep the complicated private 
tional law issues of det

rety – regardless of its territorial link

t arbitrators or mediators who know the business, technical and legal issues
y be involved in the dispute.  WIPO, therefore, in 1994 established an Arbi
diation Center to offer arbitration and mediation procedures, which are 
ally tailored to meet the specific needs of technology, entertainment and other 
s involving IP. 

) Technological protection measures (TPMs), such as passwords and encrypti
reasingly being used by copyright rights holders as a means of exercising and 
ng their rights in digital content.  Countries ac

gainst the circumvention of effective TPMs used by authors, performers and 
ghtsholders to restrict acts which are not authorized by the rightsholders 
ed or permitted by law.  These treaty obligations are phrased in general, flex

but different approaches have been taken to implementing them in national law. 

he application of TPMs to digital content is at the center of international copyrig
.  On the one hand, rights holders have a legitimate interest in applying TPMs in 
 exercise and enforce their rights in digital copyright content; yet it is increas

 that rights of access to digital content for certain development purposes, 
larly where education and research materials are concerned, should in certain cases
ecedence over TPMs as an enforcement mechanism.  Even if this proposition w
ly accepted, how can it be achieved and who is to decide? 
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(
require ital rights 
managements (DRMs) to digital copyright content.  Rather, the treaties require that where 
TPMs rs, national legislation must provide remedies 
against circumventing TPMs without authorizat de 
facto contro
the han guards 
to ensu
limitati
concern
privacy  
jurisdic
 
 
Liabilit

d) Neither the WIPO Internet Treaties nor national laws implementing them 
 (“mandate”, in legal language) the application of TPMs and/or dig

are applied by copyright rights holde
ion.  This means that at present much 

l over access to and use of digital content to which TPMs are applied is left in 
ds of rights holders, though some recent legislation has tried to build in safe
re, for example, continued access to content by beneficiaries of copyright 
ons and exceptions.  In addition, DRM technologies enable data collection 
ing users’ online use habits, raising concerns about violations of individual 
 rights which many believe are not addressed adequately or consistently across
tions. 

y of Online Service Providers 

The common law has recognized that liability for infringement 
 
a. is not limited only 
to tho

 

at 
s 

g infringement. 

se individuals who themselves actually violate the exclusive rights of copyright 
owners, but also those who enable or facilitate such violations.  For example, in the 
United States of America, for approximately 100 years, the courts have found liability on
“intermediaries” and others who facilitate copyright infringement in certain 
circumstances, and have developed two forms of such liability.  As on-line services 
providers are regarded as such intermediaries, a question arose as to whether and to wh
extent such providers should have the liability of copyright infringements.  National law
addressed this question.  In the United States of America, the Digital Millennium 
Copyright Act of 1998 was legislated to (i) add certainty for service providers; (ii) deter 
litigation; (iii) eliminate “unreasonable” liability; (iv) maintain incentives for service 
providers to cooperate with right holders; and (v) preserve ability of right holders to 
enforce against ongoin
 
Debate on Policy Issues (taken from On-line Forum conducted in 2006;  http://www-
test.wipo.int/ipisforum/en/) 
 

1. The IP system and freedom of expression and creativity:  Help or hindrance? 
2. The public domain and open access models of information creation:  at odds with 

the IP system or enabled by it? 
3. What is the impact of copyright law, both at international and national levels, on 

education and research? 
4. How is IP policy made for the information society:  and who makes it? 
5. Emerging business models for distributing IP online:  opportunity or threat? 
6. What are the challenges for enforcement of IP rights in the digital environment? 

 
Report of the On-line forum could be summarized here.  See more at http://www-
test.wipo.int/ipisforum/en/doc/wipo_crrs_inf_1.doc 
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Chapter 6 

nt of Copyright and Related Rights 
 

Collective Manageme
 
 
 
 

hat is collective management of copyright and related rights?W  
 
It has been mentioned that the creator of a work has the right to allow or to prohibit the 
use of his works;  a playwright can consent to his work being performed on stage under
certain agreed conditions;  a writer can negotiate a contract with a publisher for the
publication and distribution of a book; and a composer or a musician ca

is music or performance recorded on compact disc.  These examples i

 
 

n agree to have 
llustrate how the 

 regard 
ly capable of 

cific permission 
60’000 musical 

or this reason, a 
e the role to bridge 

g in the 

h
owners of the rights can exercise their rights in person. 
 

possible withOther cases show that individual management of rights is virtually im
o certain types of use for practical reasons.  An author is not materialt

monitoring all uses of his works;  he cannot for instance contact every single radio or 
television station to negotiate licenses and remuneration for the use of his works.  
Conversely, it is not practical for a broadcasting organization to seek spe
rom every author for the use of every copyrighted work. An average of f

works are broadcast on television every year, so thousands of owners of rights would 
have to be approached for authorization.  It is practically difficult to manage these 
activities individually, both for the owner of rights and for the user.  F
eed has been recognized to create an organization which should havn

the gap between them.  As the organization functions collectively to assist owners of 
rights in managing their rights, it is called “collective management.”  Collective 
management is the exercise of copyright and related rights by organizations actin
interest and on behalf of the owners of rights.  
 
 
Needs 
 
Composers, writers, musicians, singers, performers and other talented individuals are 
among society’s most valuable assets.  The fabric of our cultural lives is enriched by their 
creative genius.  In order to develop their talent and encourage them to create, we have to 
give those individuals incentives, namely remuneration in return for permission to make 
use of their works. 
 
Collective management organizations are an important link between creators and users of 
copyrighted works (such as radio stations) because they ensure that, as owners of rights, 
creators receive payment for the use of their works. 
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Membership 
 
Membership of collective management organizations is open to all owners of copyright 
an

re considered users, even though they have certain rights in their broadcasts.  On joining 
e collective management organization, members provide some personal particulars and 

eclare the works that they have created.  The information provided forms part of the 
lows the link between 
 the correct owner of the 

d related rights, whether authors, composers, publishers, writers, photographers, 
usicians, or performers.  Broadcasting organizations are not included in the list, as they m

a
th
d
documentation of the collective management organization that al
he use of works and payment for the use of works to be made tot

rights.  The works declared by the organization’s members constitute what is known as 
the “national” or “local” repertoire (as opposed to the international repertoire which is 
made up of the foreign works managed by collective management organizations in the 
world). 
 
 

ypes of Collective ManagementT  
 
Collective management organizations most commonly take care of the following rights: 
 

 The right of public performance (music played or performed in discotheque
restaurants, and other public places);  

 The right of broadcasting (live and recorded performances on radio and 
television);  

 The mechanical reproduction rights in musical works (the reproduction of 
works in CDs, tapes, vinyl records, cassettes, mini-discs, or other forms of 
recordings);  

 The performing rights in dramatic works (theater plays);  
 The right of reprographic reproduction of literary and musical works 

(photocopying);  
 Related rights (the rights of performers and producers of phonograms to 

obtain remuneration for broadcastin

s, 

g or the communication to the public of 
phonograms).  

 
 
How does collective management work? 
 
There are various kinds of collective management organization or groups of such 
organizations, depending on the category of works involved (music, dramatic works, 
“multimedia” productions, etc.) that will collectively manage different kinds of right. 
Traditional” collec“ tive management organizations, acting on behalf of their members, 

negotiate rates and terms of use with users, issue licenses authorizing uses, collect and 
distribute royalties.  The individual owner of rights does not become directly involved in 
any of these steps. 
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Rights clearance centers grant licenses to users that reflect the conditions for the use of 
orks and the remuneration terms set by each individual holder of rights who is a 

owner 

 
ic, blues and pop whether instrumental or vocal), documentation, licensing and 

istribution are the three pillars on which the collective management of the rights of 
ublic performance and broadcasting is based. 

he collective management organization negotiates with users (such as radio stations, 

uthorizes them to use copyrighted works from its repertoire against payment and on 

wo nstance, logs of music played on the 

me istribution rules.  A fee to cover administrative costs, 

from  
to the use of the works and are accompanied by a breakdown of that use. These activities 

pecially designed 

 
lets, 

the
different in that the collective management organization acts as an agent representing 
uthors.  It negotiates a general contract with the organizations representing theaters in 
hich the minimum terms are specified for the exploitation of particular works.   

he performance of each play then requires further authorization from the author, which 
.  The 

y 

 reprographic reproduction, in other words allowing protected 
aterial to be photocopied by institutions such as libraries, public organizations, 

universities, schools and consumer associations.  Non-voluntary licensing arrangements, 

w
member of the center (in the field of reprography, for instance, authors of written works 
such as books, magazines and periodicals).  Here the center acts as an agent for the 
of the rights who remains directly involved in setting the terms of use of his works. 
 
“One-stop-shops” are a sort of coalition of separate collective management organizations 
which offer users a centralized source where authorizations can be easily and quickly 
obtained.  There is a growing tendency to set up such organizations on account of 
growing popularity of “multimedia” productions (productions composed of, or created 
from, several types of work, including computer software) which require a wide variety 
of authorizations. 
In the field of Musical works (encompassing all types of music, modern, jazz, classical,
symphon
d
p
 
T
broadcasters, discotheques, cinemas, restaurants and the like), or groups of users and 
a
certain conditions.  On the basis of its documentation (information on members and their 

rks) and the programs submitted by users (for i
radio), the collective management organization distributes copyright royalties to its 

mbers according to established d
and in certain countries also socio-cultural promotion activities, is generally deducted 

 the copyright royalties.  The fees actually paid to the copyright owners correspond

and operations are performed with the aid of computerized systems es
for the purpose. 

In the field of dramatic works (which includes scripts, screenplays, mime shows, bal
ater plays, operas and musicals), the practice of collective management is rather 

a
w
 
T
takes the form of an individual contract setting out the author’s specific conditions
collective management organization then announces that permission has been given b
the author concerned and collects the corresponding remuneration. 
 
In the field of printed works (meaning books, magazines, and other periodicals, 
newspapers, reports and the lyrics of songs), collective management mainly involves the 
grant of the right of
m
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when allowed by international conventions, can be written into national legislation;  in 
such cases, a right of use against remuneration is accorded that does not require the
consent of the owner of rights.  Collective management organizations administer the 
remuneration.  In the special case of reproduction for private and personal use, some 
national legislation contains specific provision for equitable remuneration payable to

 

 the 
wners of rights and funded by a levy imposed on equipment or photocopies or both. 

ht 

 
 

ducers of phonograms or separate ones, depending on the relation of 

 operate?

o
 
In the field of related works, the national legislation of some countries provide for a rig
of remuneration payable to performers or producers of phonograms or both when 
commercial sound recordings are communicated to the public or used for broadcasting. 
The fees for such uses are collected and distributed either by joint organizations set up by
performers and pro
those involved and the legal situation within the country. 
 
 
Where do collective management organizations  

 
e 

r 
 

 
The application of national laws that establish rights in literary and artistic works and in
related rights has an effect only within the boundaries of that country.  According to th
national treatment principle enshrined in both the Berne Convention and the Rome 
Convention, foreign owners of rights are treated in the same way as nationals in most 
respects.  This principle is upheld by collective management organizations which, unde
reciprocal representation agreements, administer foreign repertoires on their national
territory, exchange information and pay royalties to foreign owners of rights. 
 
 
Links to non-governmental organizations 
 
There is now a well-established global network of collective management organizations, 
nd they are strongly represented by non-governmental organizations such as the 

 at 
 

s part of its international development cooperation activities, WIPO is working closely 
 

es, 
ons, and to 

trengthen existing organizations to ensure that they can be fully efficient and effective, 
.  Such 

a
International Confederation of Societies of Authors and Composers (CISAC), the 
International Federation of Reprographic Reproduction Organisations (IFRRO), and
the European level, the Association of European Performers Organizations (AEPO), to
mention only those. 
 
A
with the above organizations, and also with others, such as the International Federation of
Actors (FIA), the International Federation of Musicians (FIM), the International 
Federation of the Phonographic Industry (IFPI).  The aim is to assist developing countri
upon their request, in establishing collective management organizati
s
among other things in their response to the challenges of the digital environment
activities are carried on under the WIPO Cooperation for Development Program. 
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Socio-economic and cultural dimension 
 
Collective management does a valuable service to the world of music and other creati
arts. By managing their rights, the system is rewarding creators for their work, and the
creators in turn are more inclined to develop and apply their talents in an environment 
that provides adequate copyright and related rights protection and an efficient system f

ve 
 

or 
e management of rights. Such a situation encourages creators to contribute to the 

 

ome collective management organizations offer various kinds of social welfare 
sistance with payment for 

edical treatment or insurance, annuities on retirement or some sort of guaranteed 

 

 

elfare protection and the promotion of cultural activities are not compulsory.  When 
ey are provided for, however, they may take the form of a deduction that the collective 

royalties collected.  There is no unanimous 
iew among collective management organizations on the idea of a deduction, which 

th
development of the cultural sector, attracts foreign investment and generally enables the 
public to make the most of a broad array of works. Together, these factors have an
undeniably favorable impact on national economies; cultural industries contribute up to 
6% of the gross national product of some major countries, income from the collective 
management of copyright and related rights accounts for a substantial part of that 
percentage. 
 
S
protection to their members.  The benefits often include as
m
income based on the members royalty payments history. 
 
Collective management organizations may sponsor cultural activities to promote the
national repertoire of works at home and abroad.  They promote the holding of theater 
festivals, music competitions, productions of national folklore and music anthologies and
other such activities. 
 
W
th
management organization makes from the 
v
according to the rules of CISAC should not represent more than 10% of net income. 
 
 
Collective management and the digital environment 
 
Copyrighted works will be increasingly delivered in digital form via global networks 
uch as the Internet.  As a result the collective management of copyright and related 

d, 
opied and distributed on the Internet to any place in the world.  The expanding power of 
is network allows mass storage and online delivery of protected material. The 

possibility of downloading the contents of a book, or to listen to and record music from 

s
rights by public, semi-public and market sector entities will be re-engineered to take 
advantage of the efficiency gains offered by information technology.  The ever-increasing 
opportunities offered to the holders of rights by the Internet and the advent of 
“multimedia” productions are affecting the conditions of protection, the exercise and 
management of copyright and related rights, and also the enforcement of rights. 
 
In the online world of the new millennium, the management of rights is taking on a new 
dimension.  Protected works are now digitized, compressed, uploaded, downloade
c
th
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cyberspace is now a reality.  While this presents immeasurable opportunities, there are 
lso many challenges for owners, users and collective management organizations. 

 
d 

rs 

e 
ation systems or other such practices. 

the 
 

s concerning technological 
rotection measures and rights management information in the digital environment;  they 

e 

ircumvention tools or material and also outlawing acts detrimental 
 rights management information systems. 

a
 
Many collective management organizations have developed systems for online delivery
of information relating to the licensing of works and content, the monitoring of uses an
the collection and distribution of remuneration for various categories of works within the 
digital environment.  These digital information systems, which depend on the 
development and use of unique numbering systems and codes that are embedded in 
digital carriers such as CDs, films, allow works, the rights owners, the digital carrie
themselves to be properly identified and provide other relevant information.  Adequate 
legal protection is needed to prevent acts intended to circumvent technical protection 
measures, and also to insure against the removal or alteration of any elements of th
digital inform
 
Two treaties were concluded in 1996, under the auspices of WIPO, to respond to 
challenges of protecting and managing copyright and related rights in the digital age. 
 
WCT and WPPT deal among other things with obligation
p
ensure that the owners of rights are protected when their works are disseminated on th
Internet;  they also contain provisions requiring national legislators to provide efficient 
protection for technological measures, by prohibiting the import, manufacture and 
distribution of illicit c
to
 
 
Reference 
 
From Artist to Audience (WIPO Publication No. 922)  
www.wipo.int/wipo_magazine/en/2007/01/article_0004.html 

and related rights” prepared by the 
ternational Bureau of WIPO 

 
“Introduction to collective management of copyright 
In
http://www.wipo.int/arab/en/meetings/2002/muscat_forum_ip/pdf/iptk_mct02_i6.pdf 
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Chapter 7 
 

TRIPS Agreement 
 
 
 
 
History and WTO System 
 
Trade ministers in the world agreed to launch a new round of negotiation on internatio
trade issues and tariff concessions in September 1986, in Punta del Este, Uruguay (th

ruguay Round).  They eventually accepted a negot

nal 
e 

iating agenda that covered virtually 
m 

in 

 
eaded by a Ministerial Conference meeting 

 be held at least once every two years.  Also established were subsidiary bodies 
e TRIPS Council.  The WTO framework ensures a “single undertaking 
o the results of the Uruguay Round — thus, membership in the WTO entails 

.  This means that the agreement 
reements 

U
every outstanding trade policy issue.  The talks were going to extend the trading syste
into several new areas, notably trade in services and IP, and to reform trade in the 
ensitive sectors of agriculture and textiles.  It was the biggest negotiating mandate on s

trade ever agreed, and the ministers gave themselves four years to complete it. 
 
However, the Uruguay Round took seven and a half years, almost twice the original 
schedule.  By the end, 123 countries were taking part.  “The Final Act Embodying the 
Results of the Uruguay Round of Multilateral Trade Negotiations”, signed by ministers 
Marrakesh on 15 April 1994 is 550 pages long and contains legal texts which spell out 
the results of the negotiations.  On this occasion, it was also agreed to establish the World

rade Organization (WTO).  Its structure is hT
to
including th
pproach” ta

accepting all the results of the Round without exception
on trade-related aspects of IP has been fully integrated into other trade related ag
s the legally biding package agreement.  a

 
 
Overview of TRIPS Agreement 
 
The TRIPS Agreement covers five broad issues: 
 

(1) how basic principles of the trading system and other international IP 
agreements should be applied 
 
(2) How to give adequate protection to IP rights 
 
(3) How countries should enforce those rights adequately in their own territories 
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(4) How to settle disputes on bers of the WTO 
 
(5) Special transitional arrangements during the period when the new system is 
being introduced. 

eneral Provisions and Basic Principles (PART I)

IP between mem

 
 
G  

 basic principles, namely, national treatment (treating one’s 
rs equally), and most-favored-nation treatment (equal 

 
Articles 3 and 4 provide for
wn nationals and foreigneo

treatment for nationals of all trading partners in the WTO). 
 
The TRIPS Agreement has an additional important principle: IP protection should 
contribute to technical innovation and the transfer of technology.  Both producers and 
users should benefit, and economic and social welfare should be enhanced. 
 
 

he Relation with the Paris Convention and the Berne ConventionT  
 
The obligations of the two Conventions already existed before the WTO was created ar
integrated into the TRIPS Agreement.  Some areas in the TRIPS Agreement are not 
covered by these Conventions.  In some cases, the standards of protection prescribed 
were thought inadequate.  So the TRIPS agreement adds a significant number of new or 
higher standards. 
 
 
Standards Concerning the Availability, Scope and Use of IPRs (PART II)

e 

 
 
The TRIPS Agreement provides for standards concerning the availability, scope and use 
of the following eight specifically mentioned types or areas of IP rights: 
 

 Copyright and Related Rights 

ons 

e Practices in Contractual Licenses 
 
WTO w  follows (for further details, see 
the cor
 

 Trademarks 
 Geographical Indicati
 Industrial Designs 
 Patents 
 Layout-Designs (Topographies) of Integrated Circuits 
 Protection of Undisclosed Information 
 Control of Anti-Competitiv

eb site includes a brief explanation of this part as
responding chapters to each type of IP): 
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Copyri
 
The TR s 
under the Berne Convention and outlines how databases should be protected. 

 also expands international copyright rules to cover rental rights.  Authors of computer 
rograms and producers of sound recordings must have the right to prohibit the 

milar exclusive right applies to films 
here commercial rental has led to widespread copying, affecting copyright-owners’ 

revent unauthorized 
cording, reproduction and broadcast of live performances (bootlegging) for no less than 

rized 

rademarks 

ection as trademarks, 
nd what the minimum rights conferred on their owners must be.  It says that service 

 place name is sometimes used to identify a product.  This “geographical indication” 
oes not only say where the product was made.  More importantly, it identifies the 

ns. 

 of place-names 
 identify products, and the TRIPS Agreement contains special provisions for these 

or other types of goods. 

ct was made elsewhere or when it does not have the 
d consumers, and it can lead to unfair competition.  The 

ays countries have to prevent this misuse of place names. 

r levels of protection, i.e. even where 

 
, “cheddar” now refers to a particular type 

f cheese not necessarily made in Cheddar, in the UK.  But any country wanting to make 
an exception for these reasons must be willing to negotiate with the country which wants 
to protect the geographical indication in question. 
 

ght 

IPS agreement ensures that computer programs will be protected as literary work

It
p
commercial rental of their works to the public.  A si
w
potential earnings from their films. 
 
The agreement says performers must also have the right to p
re
50 years.  Producers of sound recordings must have the right to prevent the unautho
reproduction of recordings for a period of 50 years. 
 
T
 
The agreement defines what types of signs must be eligible for prot
a
marks must be protected in the same way as trademarks used for goods.  Marks that have 
become well-known in a particular country enjoy additional protection. 
 
Geographical Indications 
 
A
d
product’s special characteristics, which are the result of the product’s origi
 
Well-known examples include “Champagne”, “Scotch”, “Tequila”, and “Roquefort” 
cheese.  Wine and spirits makers are particularly concerned about the use
to
products.  But the issue is also important f
 
Using the place name when the produ
usual characteristics can mislea
TRIPS Agreement s
 
For wines and spirits, the agreement provides highe
there is no danger of the public being misled. 
 
Some exceptions are allowed, for example if the name is already protected as a trademark
or if it has become a generic term.  For example
o
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The agreement provides for further negotiations in the WTO to establish a multilateral 
ystem of notification and registration of geographical indications for wines.  These are 

wines and 

rial designs must be protected for at least 10 years.  
wners of protected designs must be able to prevent the manufacture, sale or importation 

 

he agreement says patent protection must be available for inventions for at least 20 
 protection must be available for both products and processes, in almost all 

elds of technology.  Governments can refuse to issue a patent for an invention if its 

an 

ust be protectable by patents or by a special system (such as 
e breeder’s rights provided in the conventions of UPOV). 

t also 
by failing 

 supply the product on the market.  To deal with that possibility, the agreement says 

 a patent is issued for a production process, then the rights must extend to the product 

n issue that has arisen recently is how to ensure patent protection for pharmaceutical 

’s role in providing incentives for 
search and development into new medicines.  Flexibilities such as compulsory licensing 

hey agreed that the TRIPS Agreement 
oes not and should not prevent members from taking measures to protect public health.  

s
now part of the Doha Development Agenda and they include spirits.  Also debated in the 
WTO is whether to negotiate extending this higher level of protection beyond 
spirits. 
 
Industrial Designs 
 
Under the TRIPS Agreement, indust
O
of articles bearing or embodying a design which is a copy of the protected design.
 
Patents 
 
T
years.  Patent
fi
commercial exploitation is prohibited for reasons of public order or morality.  They can 
also exclude diagnostic, therapeutic and surgical methods, plants and animals (other th
microorganisms), and biological processes for the production of plants or animals (other 
than microbiological processes). 
 
Plant varieties, however, m
th
 
The agreement describes the minimum rights that a patent owner must enjoy.  But i
allows certain exceptions.  A patent owner could abuse his rights, for example 
to
governments can issue “compulsory licences”, allowing a competitor to produce the 
product or use the process under licence.  But this can only be done under certain 
conditions aimed at safeguarding the legitimate interests of the patent-holder. 
 
If
directly obtained from the process.  Under certain conditions alleged infringers may be 
ordered by a court to prove that they have not used the patented process. 
 
A
products does not prevent people in poor countries from having access to medicines — 
while at the same time maintaining the patent system
re
are written into the TRIPS Agreement, but some governments were unsure of how these 
would be interpreted, and how far their right to use them would be respected. 
 
A large part of this was settled when WTO ministers issued a special declaration at the 
Doha Ministerial Conference in November 2001.  T
d
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They underscored countries’ ability to use the flexibilities that are built into the TRIPS 
Agreement.  And they agreed to extend exemptions on pharmaceutical patent protection 
for least-developed countries until 2016.  On one remaining question, they assigned 
further work to the TRIPS Council — to sort out how to provide extra flexibility, so that 
countries unable to produce pharmaceuticals domestically can import patented drugs 

ade under compulsory licensing.  A waiver providing this flexibility was agreed on 

greement is the Washington Treaty on IP in Respect of Integrated Circuits, which comes 
 WIPO.  This was adopted in 1989 but has not yet entered into force.  The 

RIPS agreement adds a number of provisions: for example, protection must be available 

able steps must have been taken to keep the information 
ecret.  Test data submitted to governments in order to obtain marketing approval for new 

on or 
 have the 

ght to take action to prevent anti-competitive licensing that abuses IP rights.  It also says 

m
30 August 2003. 
 
Integrated Circuits Layout Designs 
 
The basis for protecting integrated circuit designs (“topographies”) in the TRIPS 
a
under the
T
for at least 10 years. 
 
Undisclosed information and trade secrets  
 
Trade secrets and other types of “undisclosed information” which have commercial value 
must be protected against breach of confidence and other acts contrary to honest 
commercial practices.  But reason
s
pharmaceutical or agricultural chemicals must also be protected against unfair 
commercial use. 
 
Curbing anti-competitive licensing contracts 
 
The owner of a copyright, patent or other form of IP right can issue a license for someone 
else to produce or copy the protected trademark, work, invention, design, etc.  The 
agreement recognizes that the terms of a licensing contract could restrict competiti
impede technology transfer.  It says that under certain conditions, governments
ri
governments must be prepared to consult each other on controlling anti-competitive 
licensing. 
 
 
Enforcement of IPRs (Part III) 
 
The TRIPS Agreement also provides for a number of provisions concerning enforcemen
of IP rights. 
 
Having IP laws is not enough.  They have to be enforced.  This is covered in P

t 

art 3 of 
RIPS.  The agreement says governments have to ensure that IP rights can be enforced 

r 

 

T
under their laws, and that the penalties for infringement are tough enough to deter furthe
violations.  The procedures must be fair and equitable, and not unnecessarily complicated 
or costly.  They should not entail unreasonable time-limits or unwarranted delays.  People
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involved should be able to ask a court to review an administrative decision or to appeal 
lower court’s ruling. 
 
The agreement describes in some detail how enforcement should be handled, including 
rules for obtaining evidence, provisional measures, injunctions, damages and other 
penalties.  It says courts should have the right, under certain conditions, to order the 
disposal or destru

a 

ction of pirated or counterfeit goods.  Willful trademark counterfeiting 
r copyright piracy on a commercial scale should be criminal offences.  Governments 

rs can receive the assistance of customs authorities 
 prevent imports of counterfeit and pirated goods. 

o
should make sure that IP rights owne
to
 
 
Dispute Prevention and Settlement (PART V) 
 
The TRIPS Agreement contains Articles 63 and 64 which allow WTO Members to use 

e WTO’s procedure for resolving trade quarrels under the Dispute Settlement 
rtant consequences of the inclusion of 

RIPS in the WTO Agreement.  WTO’s panel procedures provide for vital multilateral 

is 

ing site:  
rg/english/tratop_e/dispu_e/find_dispu_cases_e.htm

th
Understanding.  This is one of the most impo
T
disputes settlement mechanisms to enforce the rules including TRIPS Agreement.  A 
dispute arises when a member government believes another member government 
violating an agreement or a commitment that it has made in the WTO.  As of May 2008, 
some 30 cases of disputes on TRIPS have been filed and some of them were resolved.  
WTO web site includes the search facilities to locate panel reports at the follow
http://www.wto.o  

ransitional Arrangements (PART VI)

 
 
T  

form 

 

nalysis of the TRIPS Agreement from perspectives of development

 
Developed countries were given one year to ensure that their laws and practices con
with the TRIPS agreement when the round negotiation was concluded in 1995.  
Developing countries and (under certain conditions) transition economies were given five
years, until 2000.  Least-developed countries have 11 years, until 2006 — now extended 
to 2016 for pharmaceutical patents. 
 
 
A  

he TRIPS Agreement also includes a number of provisions to assist developing 

irst of all, on technology transfer which developing countries in particular place the 

 
T
countries in implementing the Agreement for national development. 
 
F
emphasis as benefit of acceding to the TRIPS Agreement and actually as part of the 
bargain in which they have agreed to protect IP rights, the TRIPS Agreement includes a 
number of provisions on the facilitation of transfer of technologies from developed 
countries to developing countries including a requirement that developed countries’ 
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governments to provide incentives for their companies to transfer technology to least-
developed countries. 
 
Secondly, transitional arrangement was made for some countries to delay the 
implementation of the TRIPS (see above).   
 
If a developing country did not provide product patent protection in a particular area of 
technology when the TRIPS Agreement came into force (January 1, 1995), it had up to
years to introduce the protection.  But for pharmaceutical and agricultural chemical 
products, the country had to accept the filing of paten

 10 

t applications from the beginning of 
e transitional period, though the patent did not need to be granted until the end of this 

eriod.  If the government allowed the relevant pharmaceutical or agricultural chemical to 
 to — subject to certain conditions — 

rovide an exclusive marketing right for the product for five years, or until a product 

ply to 

th
p
be marketed during the transition period, it had
p
patent was granted, whichever was shorter. 
 
Subject to certain exceptions, the general rule is that obligations in the agreement ap
IP rights that existed at the end of a country’s transition period as well as to new ones. 
 
 
“Flexibilities” of the TRIPS Agreement 
 
The TRIPS Agreement incorporates certain “flexibilities.”  These aim to permit 
developing and least-developed countries to use TRIPS-compatible norms in a manner 

at enables them to pursue their own public policies, either in specific fields like access 
 pharmaceutical products or protection of their biodiversity, or more generally, in 

al conditions that support economic development. 

ional 

.  The ultimate decision regarding the choice of 
gislative options lies exclusively with each individual Member State. 

hese result from the language of Article 1.1 of the TRIPS Agreement.  Under these 
w 

t 

 

th
to
establishing macroeconomic, institution
 
Government offices in charge of drafting laws frequently request advice from WIPO 
regarding how to use the TRIPS flexibilities so as to accommodate particular nat
interests or resolve issues that are specific to their countries.  Advice is provided only 
after careful consideration of the flexibilities, TRIPS-consistency and their legal, 
technical and economic implications
le
 
Flexibilities of the TRIPS Agreement could be grouped as follows: 
 
1. Flexibilities as to the method of implementing TRIPS obligations 
 
T
flexibilities, WTO Members can exploit creative solutions to transpose into national la
and practice those concepts that the TRIPS Agreement simply enunciates but does no
define.  Examples of those flexibilities include concepts such as novelty and 
inventiveness; or of situations of extreme urgency for the purposes of compulsory 
licenses. 
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2. Flexibilities as to substantive standards of protection 
 
These flexibilities can operate either downward or upward, i.e. they may permit measures 

tection 
 the TRIPS Agreement.  (The latter are 

ometimes referred to as TRIPS plus).  Examples of the former are the introduction of 
 

evel 

. Flexibilities as to mechanisms of enforcement 

(a) identifies the mechanisms that Members are obliged to adopt in order to make 
s; and 

(b) prohibits Members from adopting stricter measures against defendants than 

n 

e standards of protection. 

er 
e the 

 of the TRIPS 
greement did not consider that problems of barriers to trade existed in those areas.  

, such as utility 
odels, traditional knowledge and handicrafts. 

nlike the “upward” standards of protection mentioned above, these flexibilities lie 
ot 

ity 

that reduce or limit the rights conferred;  or measures that raise the level of pro
above the minimum standards established by
s
exceptions to rights conferred (such as experimental use and the “Bolar” exceptions; and
the limitation to the use of trademarks in packages and advertisement of products 
considered prejudicial to health, like alcohol and tobacco).  Examples of raising the l
of protection are the introduction of temporary protection of industrial property rights 
before the grant of protection;  the extension of the term of patents to compensate for 
delays in granting the marketing approval of products;  or the extension of the scope of 
patentability and/or registrability of trademarks beyond the minimums established, 
respectively, by Articles 27 and 15 of the TRIPS Agreement. 
 
3
 
In the field of enforcement, the TRIPS Agreement (in Part III) 
 
 
enforcement rights available to IP owner
 
those that are established. 
 
Nevertheless, Members can resort to their own legal system and practices to implement 
enforcement obligations.  WTO Members are, for example, free to maintain their ow
judicial system.  They also can use enforcement measures to implement flexibilities as to 
th
 
4. Flexibilities as to areas not covered by the TRIPS Agreement 
 
The TRIPS Agreement does not cover a number of areas of IP subject matter, eith
because there was no consensus at the time the Agreement was negotiated, or becaus
areas in question had not yet emerged, or simply because the negotiators
A
Some of those areas are of particular interest to developing countries
m
 
U
outside the TRIPS Agreement.  Therefore, countries legislating on those subjects do n
need to conform to the principles and provisions of the Agreement.  For example, the 
protection of traditional knowledge can be extended to foreigners on a basis of reciproc
only. 
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The Doha Ministerial Conference of WTO and the Special Declaration on IP and Public 
Health 

r 

terpret 

 

 emphasizes that the TRIPS Agreement does not and should not prevent member 
affirms governments’ right to use the 

greement’s flexibilities in order to avoid any reticence the governments may feel.  The 
ailable, in particular 

ompulsory licensing and parallel importing.  

ets two specific task.  The TRIPS Council 

ttle or no pharmaceutical manufacturing capacity, reporting to 
e General Council on this by the end of 2002.  The declaration also extends the deadline 

riticism against the TRIPS Agreement and “TRIPS Plus”

 
At the Fourth Ministerial Conference in Doha, Qatar, in November 2001 WTO membe
governments agreed to launch new negotiations and adopted the declaration and a 
separate declaration on IP and public health. 
 
In the separate declaration, ministers stress that it is important to implement and in
the TRIPS Agreement in a way that supports public health — by promoting both access 
to existing medicines and the creation of new medicines.  They refer to their separate 
declaration on this subject.  This declaration on TRIPS and public health is designed to
respond to concerns about the possible implications of the TRIPS Agreement for access 
to medicines. 
 
It
governments from acting to protect public health.  It 
a
separate declaration clarifies some of the forms of flexibility av
c
 
For the Doha agenda, this separate declaration s
has to find a solution to the problems countries may face in making use of compulsory 
licensing if they have too li
th
for least-developed countries to apply provisions on pharmaceutical patents until 
January 1, 2016. 
 
 
C  

riticism of the TRIPS Agreement arose from both sides, namely those who wish to 
 set 

te 
e the conclusion of bilateral free trade 

greements including provisions which provide for the standards exceeding the minimum 

 
C
promote stronger protection of IP, and those who consider that the minimum standard
forth in the Agreement is too high to allow developing countries to formulate policies for 
development. 
 
The former argue that the TRIPS Agreement does not necessarily provide for adequa
and effective protection and support and promot
a
standard of the TRIPS Agreement (so-called “TRIPS-plus” agreements). 
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The latter argue that efforts by developing countries aimed at improving the balance from
their pe

 
rspective should be reflected in the review of the TRIPS Agreement and the 

llowing issues are of particular concern among developing countries: 

BD, traditional knowledge and folklore, 

fo
 

– TRIPS and public health, 
– Article 27.3(b), relation with C
– Transfer of technology, and  
– Transitional arrangements. 

 
Reference 
 
WTO web site TRIPS Agreement resources 
ttp://www.wth o.org/english/tratop_e/trips_e/trips_e.htm 

 
Agreement between WIPO and WTO 
http://www.wipo.int/treaties/en/agreement/trtdocs_wo030.html 
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Chapter 8 
 

IP and Public Health Policy 
 
 
 
 

troductionIn  

lthough scientific and technological innovation has contributed to significant 
icular, to HIV/AIDS, 

, continue to create major 
roblems in many parts of the world.  In various national and international fora, solutions 

nts in pharmaceutical innovation and fair and 

The patent system is designed to promote innovation and, at the same time, offer a 
mechanism ensuring that the fruits of that innovation are accessible to society.  In the 
contexts of public health, the challenge for policy makers is to find an optimal balance 
between the rights of patent owners, who provide technological innovations to improve 
health conditions, and the needs of the general public. 
 
In general, the development of new drugs requires heavy investment and long-term 
research, coupled with expensive clinical trials and regulatory approval procedures.  The 
exclusive right conferred by a patent is one of the incentives for developers of new drugs 
to make the necessary investments into that research.  Clearing issues, such as ownership 
and licensing policies for innovation derived from public research, would contribute to 
the promotion of a more effective deployment of public funds and public R&D programs.  
At the same time, the patent system also contributes to society by making available patent 
information, which is freely available to other researchers to further improve existing 
technologies.  With a view to facilitating commercialization and ensuring access to 
patented technologies, the patent system is primarily based on conferring an exclusive 
right, in conjunction with a voluntary licensing mechanism.  However, taking into 
account the public interest and policy objectives beyond the patent system, there are a 
number of flexible mechanisms built in the patent system, such as the possibility of 
issuing compulsory licenses, research exceptions and parallel imports. 
 
On the other hand, some consider that the current patent system does not adequately 
address public health crises.  It is argued that the commercial incentives provided by the 
patent system are not sufficient to ensure the development of new products in certain 
areas, for example, in respect of neglected diseases, and that patent rights, which are 
enforced on the basis of commercial and market-based considerations, prevent access to, 
or increase prices of, essential medicines.  Some criticize that the safeguard mechanisms 
built in the patent system, such as compulsory licenses or research exceptions, are not 
sufficiently broad to cover existing needs.  Further, the number and, at times, the broad 

 
A
improvements in health conditions, health crises, relating, in part
malaria, tuberculosis, and, most recently, avian influenza
p
are sought in respect of the role of pate
affordable access to health care. 
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scope of patents granted in the field o
about patent thickets and royalty stac ar, reach-through claims in respect 
of research tools are considered a potential obstacle to further research and development. 
 

ccess to Anti-retrovira ory licenses

f early fundamental research have raised concerns 
king.  In particul 

A l drugs for HIV/AIDS patients and compuls  

ince the middle of 1990’s, political tension arose over an issue concerning treatment of 
IV/AIDS patients who need the use of a combination of anti-retroviral drugs.  The 

ady reduced the number of HIV/AIDS deaths in developed countries.  As 
 treatment and drugs were expensive (more than $10,000 per year for each 

 millions 

.  
rchers who developed the medicine it was estimated 

  

e 

he law suit by the applicant with 

y 
p 
d 

it is permitted to 
and 

 
 

s 

 

 
S
H
drugs had alre
he cost of thet

patient), the price of these life-saving drugs kept these medicines out of reach of
of infected people particularly in developing countries. 
 
Why are these drugs so expensive?  It is because the cost of development of new drugs 
consists not only of a large amount of research and development cost, but also the cost for 
a series of tests required for the approval of drugs by the national healthcare authority

ccording to one of the two reseaA
that to bring a drug from conception to the marketplace costs $500 to $800 million. 
 
The High Court case between 39 pharmaceutical companies (applicant) and the South 
African Government over the terms of its 1997 Medicines Act (giving the authority to th
Health Minister to grant a compulsory license and permit a parallel importation on the 

rounds of public heath) resulted in the withdrawal of tg
agreement between the Government of South Africa and the applicant in which a 
statement was included to the effect that IP protection is an essential incentive for 
innovation, not an obstacle to access to medicines. 

Since the event in South Africa, some pharmaceutical companies have started to 
introduce tiered pricing (differential pricing) of anti-HIV/AIDS drugs and other essential 
drugs for facilitating access to those in low-income developing countries. 
 
On the other hand, governments of developing countries have started to use compulsor
licensing as a tool to negotiate more favorable prices of essential drugs.  At the backdro
of the price negotiation, generic drugs manufacturers, such as Cipla Ltd. In India, playe
an important role in providing a variety of essential drugs at more affordable prices to 
developing countries. 
 
n some countries, mainly for reasons from economic and trade policy, I

import a product to country A from country B where the produce is legally marketed 
acquired, even if the importer does not have the consent of the owner of the patent that is
valid for the product in country A.  This importation is called parallel importation.  In the
context of access to essential drugs, parallel importation is explored mainly in countrie
where there is no local industry and technical potential to manufacture drugs, and it is an 
immediate solution to import affordable drugs from other countries producing patented (if
affordable) or generic drugs (generally cheap).  Whether TRIPS allows countries to 
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import drugs that have been manufactured, as a result of the grant of a compulsory 
license, was an important question to clarify in the 1990’s. 
 
It was in this context that WTO Ministerial Conference was held in November 2001.  

 TRIPS 
greement concerning public health issues and patents will be briefly summarized below. 

Before discussing what was concluded at the Doha Conference, provisions of the
A
 
WTO perspectives 
 
The TRIPS Agreement attempts to strike a balance between the long term social objective
of providing incentives for future inventions and creation, and the short term objective of 
allowing people to use existing inventions and creations

 

. 

rn 
ew 

rugs, whose development costs can sometimes be extremely high, so private rights also 

t the 
f this avoids “re-inventing the wheel”.  

 

anti-
ompetitive practices, or if the right-holder does not supply the invention, provided 

 
According to WTO, the balance works in three ways:  
 
1. Invention and creativity in themselves should provide social and technological 
benefits.  IP protection encourages inventors and creators because they can expect to ea
some future benefits from their creativity.  This encourages new inventions, such as n
d
bring social benefits.  
 
2. The way IP is protected can also serve social goals.  For example, patented 
inventions have to be disclosed, allowing others to study the invention even while its 
patent is being protected.  This helps technological progress and technology 
dissemination and transfer.  After a period, the protection expires, which means tha
invention becomes available for others to use.  All o

3. The TRIPS Agreement provides flexibility for governments to fine tune the 
protection granted in order to meet social goals.  For patents, it allows governments to 
make exceptions to patent holders’ rights such as in national emergencies, 
c
certain conditions are fulfilled.  
 
WTO Doha Declaration 
 
Some governments were unsure of how these TRIPS flexibilities would be interpreted, 
nd how far their right to use them would be respected.  The African Group (all the a

African members of the WTO) were among the members pushing for clarification. 
A large part of this was settled at the Doha Ministerial Conference in November 2001.  
 
In the main Doha Ministerial Declaration of 14 November 2001, WTO member 
governments stressed that it is important to implement and interpret the TRIPS 
Agreement in a way that supports public health — by promoting both access to existing 
medicines and the creation of new medicines. 
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They therefore adopted a separate declaration on TRIPS and Public Health.  They ag
that the TRIPS Agreement does not and should not prevent 

reed 
members from taking 

easures to protect public health.  They underscored countries’ ability to use the 
nd 

uestion, they assigned further work to the TRIPS Council — to sort 
ut how to provide extra flexibility, so that countries unable to produce pharmaceuticals 

he Decision of the General Council of WTO of August 30, 2003 (compulsory licenses)

m
flexibilities that are built into the TRIPS Agreement, including compulsory licensing a
parallel importing.  And they agreed to extend exemptions on pharmaceutical patent 
protection for least-developed countries until 2016. 
 
On one remaining q
o
domestically can obtain supplies of copies of patented drugs from other countries.  (This 
is sometimes called the “Paragraph 6” issue, because it comes under that paragraph in the 
separate Doha declaration on TRIPS and public health.) 
 
 
T  

put into practice in 2003 with a decision enabling countries that 
annot make medicines themselves, to import pharmaceuticals made under compulsory 

 licensing 
s 

nder compulsory license.  And it has an impact on countries unable to make medicines 
tries 

TO 
l changes which made it easier for countries to import 

heaper generics made under compulsory licensing if they are unable to manufacture the 

atop_e/trips_e/implem_para6_e.htm

 
For pharmaceutical patents, the flexibility has been clarified and enhanced by the 2001 
Doha Declaration on TRIPS and Public Health.  
 
The enhancement was 
c
license (this decision was included in paragraph 6 of the Doha Declaration). 
 
Article 31(f) of the TRIPS Agreement says products made under compulsory
must be “predominantly for the supply of the domestic market”.  This applies to countrie
that can manufacture drugs — it limits the amount they can export when the drug is made 
u
and therefore wanting to import generics.  They would find it difficult to find coun
that can supply them with drugs made under compulsory licensing. 
 
The legal problem for exporting countries was resolved on August 30, 2003 when W
General Council decided on lega
c
medicines themselves.  
(http://www.wto.org/english/tr ) 

t a 
 

 
ill not be abused. 

 
When members agreed on the decision, the General Council chairperson also read ou
statement setting out members’ shared understandings on how the decision would be
interpreted and implemented.  This was designed to assure governments that the decision
w
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The decision actually contains three waivers: 
 
1. Exporting countries’ obligations under Article 31(f) are waived — any mem
country can export generic pharmaceutical products made under compulsory licenses to 
meet the needs of importing countries.  
 

ber 

. Importing countries’ obligations on remuneration to the patent holder under 

hen at least half of the members 
ere categorized as least-developed countries at the time of the decision.  That way, 
eveloping countries can make use of economies of scale.  

arefully negotiated conditions apply to pharmaceutical products imported under the 
cs 

 in rich countries.  They include 
easures to prevent the medicines from being diverted to the wrong markets.  And they 

y 

inistrative 
apacities” are included to prevent the conditions becoming burdensome and impractical 

2
compulsory licensing are waived to avoid double payment.  Remuneration is only 
required on the export side.  
 
3. Exporting constraints are waived for developing and least-developed countries so 
that they can export within a regional trade agreement, w
w
d
 
C
system.  These conditions aim to ensure that beneficiary countries can import the generi
without undermining patent systems, particularly
m
require governments using the system to keep all other members informed each time the
use the system, although WTO approval is not required.  At the same time phrases such 
as “reasonable measures within their means” and “proportionate to their adm
c
for the importing countries. 
 
 
Decision on the Amendment of the TRIPS Agreement 
 
In December 2005, WTO members approved changes to the TRIPS Agreement making 

ermanent a decision on patents and public health originally adopted in 2003. This will 

 
ember 18, 2007. 

p
now be formally built into the TRIPS Agreement when two thirds of the WTO’s 
members have accepted the change. They originally set themselves until December 1, 
2007 to do this. The deadline was extended to December 31, 2009 under a decision by the
General Council on Dec
 
 
Parallel Importation 
 
Parallel or grey-market imports are not imports of counterfeit products or illegal copies.  
These are products marketed by the patent owner (or trademark- or copyright-owner, etc) 

r with the patent owner’s permission in one country and imported into another country 
without the approval of the patent owner.  For example, suppose company A has a drug 
patented in the Republic of Belladonna and the Kingdom of Calamine, which it sells at a 
lower price in Calamine. If a second company buys the drug in Calamine and imports it 
into Belladonna at a price that is lower than company A’s price, that would be a parallel 
or grey import.  The legal principle here is “exhaustion”, the idea that once company A 

o

http://www.wto.org/english/tratop_e/trips_e/implem_para6_e.htm
http://www.wto.org/english/tratop_e/trips_e/implem_para6_e.htm
http://www.wto.org/english/tratop_e/trips_e/implem_para6_e.htm
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has sold a batch of its product (in this case, in Calamine), its patent rights are exhausted 
n that batch and it no longer has any rights over what happens to that batch. 

 and “most-favored-nation treatment”), can be 
sed to address the issue of exhaustion of IP rights in a WTO dispute.  In other words, 

 
s 

-discrimination are involved.  The Doha Declaration 
larifies that this means that members can choose how to deal with exhaustion in a way 

o
 
The TRIPS Agreement simply says that none of its provisions, except those dealing with 
non-discrimination (“national treatment”
u
even if a country allows parallel imports in a way that another country might think
violates the TRIPS Agreement, this cannot be raised as a dispute in the WTO unles
fundamental principles of non
c
that best fits their domestic policy objectives. 
 
 
“Bolar” Provision 
 
Many countries use this provision to advance science and technology.  They allow 
researchers to use a patented invention for research, in order to understand the invention 
more fully.  In addition, some countries allow manufacturers of generic drugs to u
patented invention to obtain marketing approval — for example from public health 
authorities — without the patent owner’s permission and before the patent protection 
expires.  The generic producers can then market their versions as soon as the patent 
expires.  This provision is sometimes called the “regulatory exception” or “Bolar” 
provision.  This has been upheld as conforming to the TRIPS Agreement in a WTO 
dispute ruling.  In its report a

se the 

dopted on April 7, 2000, a WTO dispute settlement panel 
id Canadian law conforms to the TRIPS Agreement in allowing manufacturers to do 
is.  (The case was titled “Canada — Patent Protection for Pharmaceutical Products”)  

sa
th
 
 
WHO perspectives 
 
The plight of people in terms of health conditions has been recognized as one of t
priorities that the international community should urgently address in the UN Millenniu
Goals.  More than 1/3 of world’s population lack regular access to essential drugs.   
 

he top 
m 

ince 1999, four WHO Assembly resolutions have given WHO the mandate to: 

edicines and health policies related to 
international trade agreements 

S
 

1. Assist Member States to develop m

 
2. Monitor, analyse, study and report on health implications of international trade 

agreements 
 

3. Produce an analysis of IPR, innovation and public health, including appropriate 
funding and incentive mechanisms for the creation of new medicines 
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4 Encourage that bilateral trade agreements take into account the flexibilities of the
TRIPS Agreement 

 

 2003, the WHO started discussions on public health, innovation and IP at the 
en at the Intergovernmental Working Group (IGWG).   

ding 

rk 

he text of the resolution WHA 61.21 is made available at the following web site. 

gb/ebwha/pdf_files/A61/A61_R21-en.pdf

 
WHO strategy addressed the issue by categorizing diseases into the following three 
groups: 
 

• Type I:  Incentives for R&D exist in the rich country markets 
• Type II:  Incentives exist in the rich country markets, but the level of R&D 

spending on a global basis is not commensurate with disease burden 
• Type III:  Extremely little incentives for R&D, and essentially no commercially 

based R&D in the rich countries. 
 
In
Commission and th
 
In June 2008, the WHO Assembly endorsed a report prepared by the IGWG.  Accor
to WHO, the public health, innovation and IP strategy included in the report is designed 
to promote new approaches to pharmaceutical research and development (R&D), and to 
enhance access to medicines.  It is also designed to provide a medium-term framewo
for enhancing and making sustainable essential R&D relevant to diseases impacting 
developing countries.  
 
In May 2006, the Fifty-ninth WHA considered the recommendations included in the 
Commission’s report of April 2006 and recommended that WHO IGWG for Public 
Health, Innovation and IP Rights should further elaborate the strategy.   
 
T
 
http://www.who.int/  

research and development relevant to diseases that disproportionately affect 

 proposing clear objectives and priorities for research and development, and 

HO’s perspectives focus on the following messages to Member States: 

 of a public health perspective into the IP protection regime, 
 Use of the flexibilities permitted by the TRIPS Agreement in the revision of 

 Implementation of the WTO Doha Declaration, 
 Caution with “TRIPS-plus” provisions, 

 
The global strategy and plan of action should aim, inter alia, at: 
 

 securing an enhanced and sustainable basis for needs-driven, essential health 

developing countries, 

 estimating funding needs in this area.  
 

W
 

 Introduction

national laws and regulations (e.g. Bolar provision, compulsory licensing, 
exceptions to exclusive rights, extension of the transitional period), 
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 Monitoring of the public health impact of new trade agreements. 
 
According to WHO, the report is designed to promote new approaches to pharmaceutical 

erm 
rk for enhancing and making sustainable essential R&D relevant to diseases 

pacting developing countries. The strategy proposes clear objectives and priorities, and 
gy and policies in 

ion 

sues for policy debate

R&D, and to enhance access to medicines.  It is also designed to provide a medium-t
framewo
im
estimates of funding needs in this area, and it includes IP-related strate
particular in Element 5 (Application and management of IP to contribute to innovat
and to promote public health).   
 
 
Is  

RIPS and 
bilateral trade agreements) interfere with basic human rights to life-saving 

 if 
tial 

•

 
• Do international treaties concerning patent protection (such as T

drugs? 
• Are problems in access to health care and essential drugs due to the patent 

system? 
• Discuss advantages and disadvantages that developing countries would have

they issue a compulsory license of a patent for the availability of an essen
drug. 

 Discuss the role of the patent system in developing a new drug. 
• Discuss measures and polices that could promote innovation for the 

development of a new drug.   
 
 
Reference 
 
WIPO resources on emerging issues on patents and public health issues at 

lhttp://www.wipo.int/patent-law/en/developments/publichealth.htm  
 
WTO resources on pharmaceutical products and the TRIPS Agreement at 
http://www.wto.org/english/tratop_e/trips_e/factsheet_pharm00_e.htm 
 

H resources on public heaW O lth, innovation and IP at 
http://www.who.int/phi/en/ 
 
Other relevant web resources 
 
IFPMA 
http://www.ifpma.org/Issues/ 
 
 

Te h CP c
http://www.cptech.org/ip/health/ 
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Chapter 9 
 

Functions of an IP Office and 
Regional Systems for IP Protection 

 
 
 
 
IP Office Functions 

cla
conventions and flows outward to the national level, where there are national laws, rules, 

through which rights and interests are actualized; this includes the acquisition and 

of  
an

arge of 
adm  for IP 

ro ade available to the public is a key economic 
olicy question, particularly for policy makers.  The costs associated with the second 

 consist of administrative cost for the acquisition and maintenance of rights, 
inistrative and judicial cost for enforcing IPR against infringement.   

 have recently 

ve become 
untries in 
 e-commerce.  

 that have an increasing workload 

er pressure to speed up their procedures for granting 
arks and industrial designs.  Particularly in the fields of 

ion and communication technologies, where innovations are taking place at a 
e consuming procedures for granting patents pose the risk 
 the IP system for promoting technological innovation and 

reativity.   

bstantive examination on a patent application should be 
carried out is an important one for a country with limited resources to decide in designing 

 
 
The first component of the IP system is the legislative framework that defines and 

rifies rights and procedures.  This component starts with international treaties and 

and regulations.  The second component is comprised of the institutions and facilities 

maintenance of IPR through IP national and regional Offices, as well as the enforcement 
IPR by institutions that serve to clarify and enforce rights, such as the courts, customs,
d police.  

 
The IP Office is part of this second component within a government and is in ch

inistering the system of IPR acquisitions.  The type of administrative system
tection that should be established and mp

p
component
nd of adma

 
fficeThe economic and social cost of establishing and maintaining an IP O

ome under special attention, as users of the IP system have requested a reduction of the c
fees for filing an application, and obtaining and maintaining IPR.  Users ha

coaware of the cost, as many wish to expand their IPR protection to other 
sponse to the globalization of markets and trade, as well as the advent ofre

However, cost reduction is difficult for many IP Offices
with limited resources.   
 
IP Offices are increasingly und
atents and registering trademp

informat
startling pace, lengthy and tim
f undermining the potential ofo

c

 
A question as to whether or not su
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its cost-effective and efficient IP Offi with resource demanding 
substantive examination, some alternative solutions are emerging. 
 
Some patent offices ha n system with a 
prior art search.  U rt search and 
prepares a search r he public.  In 
ome cases, small patent offices with a limited number of examiners entrust the prior art 
earches to some of the larger patent offices better equipped for substantive examination, 
 exchange for a payment (for example, Singapore entrusts this task to IP Australia).   
nother option is to conduct only the formal examination and dispense with examination 

.  Looking at the total balance sheet of the society as a whole, some 
ost is transferred to the judicial system, such as the validity of the patent, which will be 
ecided, if contested, by the courts in a procedure between the owner of the patent and 

ffice, 
re, 

ce.  To do away 

ve established what is referred to as registratio
nder this system, the patent office conducts the prior a
eport, which is made available to the applicant and to t

s
s
in
A
to determine prior art
c
d
any person who wishes to contest the patent.  From the point of view of the patent o
the simple registration system leads to considerable savings in terms of staff expenditu
and in general, more efficiency from a systemic viewpoint.   
 
 
Regional Systems of IP Protection 
 
Because of the effects of globalization, technological advancements, and the convergence 
f both technologies and enterprises, there is a clearly perceived need for enhanced 

d 

 of the potential for synergy in regional markets for products 
nd IP licensing.  Regional IP systems could give a boast to developing country efforts to 

r 
 

tellectual Property and OHIM.  That system has as one of its main benefits 
nd objectives, a single, universal application; or stated conversely, the international 

o
regional cooperation through harmonization of IP legislation and of updated and more 
efficient practices in respect to the administration of IPR. 
 
Those solutions encompass uniform legislation, the creation of common IP Offices an
courts, sharing of examination databases, recognition of patent examination within 
regional organizations, and even supranational IPR.   
 
Regional cooperation between certain countries has led to the establishment of regional 
IP Offices that have considerably facilitated the acquisition of patents, as well as 
enhanced efficiencies in human resources and finances for individual countries.  The 
regional offices that are currently in operation are shown below. 
 
Regional patent systems could be explored not only because of efficiency and leveraging 
of costs, but also because
a
utilize IP as a tool for economic development.   
 
Regional IP system makes sense also from the globalization of economic activities.  Fo
instance, certain countries promoting the economic integration and free flow of goods and
services within the region adopted the regional trademark system such as the Benelux 
Office for in
a
system seeks to reduce the heavy burden of filing separate trademark registrations (and 
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renewals) in all countries of the world where the applicant wishes to conduct bus
using the subject mark. 

iness 

ing 
 
Regional patents and registrations of trademarks have been linked with the correspond
international systems such as PCT and Madrid so as to allow applicants to file an 
application without taking duplicative procedural steps.  This link has proved to be 
successful particularly in Euro-PCT (PCT filing based on European Patent application) 
and the international registration of trademarks based on the community trademarks.  
 
 



page 110 
 

Active Regional IP systems 
 
Intellectual Since Members Headquarters Types of IP 
Property 
Office 
African 
Intellectual 
Property 

1962 and 
revised in 
1977  and 

16 countries of French-speaking Africa 
(Benin, Burkina Faso, Cameroon, 
Central Africa Republic, Chad, Congo, 

Yaounde, 
Cameroon 1)

Organization 
API) 

1999 (Bangui 
Agreement) 

Cote d’Ivoire, Equatorial Guinea, 
Gabon, Guinea, Guinea Bissau, Mali, 
Mauritania, Niger, Senegal, and Togo) 

IP (see note 
 

(O

African 
Regional 
Industrial 
Property 
Organization 
(ARIPO) 

1976 

(Lusaka 
Agreement) 

16 countries of English-speaking Africa 
(Botswana, the Gambia, Ghana, Kenya, 
Lesotho, Malawi,  Mozambique, 
Namibia, Sierra Leone, Somalia, Sudan, 
Swaziland, Tanzania, Uganda, Zambia 
and Zimbabwe) 

Harare, 
Zimbabwe 

IP 

European 
Patent Office 

(EPO)  

1977 34 European countries (Austria, 
Belgium, Bulgaria, Croatia, Cyprus, 
Czech Republic, Denmark, Estonia, 
Finland, France, Germany, Greece, 
Hungary, Iceland, Ireland, Italy, Latvia, 
Liechtenstein, Lithuania,, Luxembourg, 
Malta, Monaco, Netherlands, Norway, 
Poland, Portugal, Romania, Slovakia, 
Slovenia, Spain, Sweden, Switzerland, 
United Kingdom and Turkey) 

The Hague, 
the 
Netherlands, 
Munich and 
Berlin, 
Germany  

patents 

Eurasian 
Patent Office 

(EAPO) 

1994 12 countries (Azerbaijan, Armenia, 
Belarus, Georgia, Kazakhstan, Kyrgyz 
Republic, Moldova, Russian Federation, 
Tajikistan, Turkmenistan and Ukraine) 

Moscow, 
Russian 
Federation 

patents 

Office for 
Harmonizatio
n in the 
Internal 
Market  
(OHIM) 

1993 27 EU countries (Austria, Belgium, 
Bulgaria, Cyprus, Czech Republic, 
Denmark, Estonia, Finland, France, 
Germany, Greece, Hungary, Ireland, 
Italy, Latvia, Lithuania, Luxembourg, 
Malta, The Netherlands, Poland, 
Portugal, Romania, Slovakia, Slovenia, 
Sweden, Spain, and United Kingdom) 

Alicante, 
Spain 

Trademark 
and 
industrial 
design 

Benelux 
Office for 
Intellectual 
Property 

2005 3 countries (Belgium, Luxembourg, and 
The Netherlands) 

 

Brussels Trademark 
and 
industrial 
design 

 
Note 1:  The Bangui Agreement and its Annexes constitute the national law of the 
OAPI Member States and it contains the following types of IP;  Patents, Utility 
Models, Trademarks and Service Marks, Industrial Designs, Trade Names, 
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Geographical Indications, C  Unfair Competition, Layout-
Designs (Topographies) of Integrated Circuits and Protection of Plant Varieties. 

ce

opyright, Protection Against

 
 
Referen  

ona eb s
w.wip ory/

 
List of Regi
http://ww

l Offices w
o.int/direct

ites 
en/urls.jsp 
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Chapter 10 
 

IP, Unfair Competition and Anti-trust Law 

troduction

 
 
 
 
In  

A number of countries allow free competition between industrial and commercial 
enterprises within certain limits defined by law.  Free competition between enterprises is 
considered the best means of satisfying supply and demand in the economy and of 
serving the interests of consumers and the economy as a whole.  However, where there is 
competition, acts of unfair competition are liable to occur.   
 
In economic competition, the winner should be the enterprise providing the most useful 
and effective product or service on the most economical and (to the consumer) satisfying 
terms.  This result can only be achieved, however, if all participants play according to a 
certain set of basic rules.  Violations of the basic rules of economic competition can take 
various forms, ranging from illegal but harmless acts (which can be committed by the 
most honest and careful entrepreneur) to malicious fouls, intended to harm competitors or 
mislead consumers. 
 
Experience has shown that there is little hope of fairness in competition being achieved 
solely by the free play of market forces.  In theory, consumers, in their role as referees of 
economic play, could deter dishonest entrepreneurs by disregarding their goods or 
services and favoring those of honest competitors.  Reality, however, is different.   
 
As an economic situation becomes more complex, consumers become less able to act as 
referees.  Often they are not even in a position to detect by themselves acts of unfair 
competition, let alone react accordingly.  Indeed it is the consumer who—along with the 
honest competitor—has to be protected against unfair competition. 
 
Self-regulation has not proved to be a sufficient safeguard against unfair competition.  If 
self-regulation is well developed and generally observed, it can even be faster, less 
expensive and more efficient than any court system.  Yet it stands or falls on continuing 
observance by all participants.  In order to prevent unfair competition effectively, self-
regulation must, at least in certain areas, be supplemented by a system of legal 
enforcement. 
 
In certain jurisdictions, the intellectual property laws, unfair competition laws and anti-
trust (competition) laws have developed in such a way that they complement to each 
other with making an appropriate balance.  The balance is necessary because “on the one 
hand, exclusive rights granted under IP laws by definition exclude competition in a 
particular setting and allow excluding third parties from directly competing with the IP 
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right holder;  on the other hand, com to facilitate direct competition and 
tends to limit the use of exclusive rig  Intellectual Property;  Chapter 6 
Teaching intellectual property, unfair competition and anti-trust law by Thomas Cottier 
and Christop st 

eveloping c  weak to 
ake such balance.   

petition law

petition law seeks 
hts.” (Te ching ofa

he Germann, Cambridge University Press 2008).  However, in mo
ountries, unfair competition laws and anti-trust laws are relativelyd

m
 
 
Anti-trust Law or Com  

 

e and abusive business practices and activities.  To balance anti-
t 

 
Anti-trust law is concerned with the preservation of the freedom of competition by
combating restraints on trade and abuses of economic power, while unfair competition 
law is concerned with ensuring fairness in competition by forcing all participants to play 
according to the same rules.  Both laws are equally important, although in different 
respects, and supplement each other.   
 
Anti-trust laws or competition laws are to promote a business environment in support of 
sound competition for further innovation and economic efficiency.  Agreements between 
corporations, whether they may or may not include IP aspects, are likely to discourage 
further innovation and increase prices of the products concerned, if such agreements 
contain arrangements or obligations which restrict marketing, prevent follow-on 
improvements of technologies, control the price of the product and abuse the licensor’s 
dominant position in the market.  Anti-trust laws or competition laws are intended to 
orrect such restrictivc

trust laws or competition laws on one hand, and the IP laws on the other requires constan
review of all the relevant laws and case-by-case analysis of contractual agreements.  
Anti-trust authorities in some jurisdictions tried to codify guidelines for IP licensing 
agreements as follows: 
 

• US Fair Trade Commission;    
http://www.usdoj.gov/atr/public/guidelines/0558.htm  

 
• EC Technology Transfer Block Exemptions; 

 http://www.ipit-update.com/compec04.htm   
 

• Japan Fair Trade Commission’s Guidelines for the Use of Intellectual Property 
under the Anti-monopoly Act;  
http://www.jftc.go.jp/e-page/legislation/ama/070928_IP_Guideline.pdf 

 
 

hese guidelinT es reflect their different approaches to the issues but often provide 
coherent rules.  For example, concerning grant back (an arrangement under which a 
licensee agrees to extend to the licensor of intellectual property the right to use the 
licensee's improvements to the licensed technology), exclusive grant backs are generally 
considered anti-competitive.  In other words, non-exclusive grant back is considered pro-
competitive and permissive under anti-trust laws and competition laws, because “non-
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exclusive grant back arrangements provide a means for the licensee and the licensor to 
share risks and reward the licensor for making possible further innovation based on or 
informed by the licensed technology, and both promote innovation in the first place and 
promote the subsequent licensing of the results of the innovation.” (cited from the
Guidelines) 
 

 US 

 and Unfair Competition
 
IP  

 rights often interfere with many public policy areas.  Public policies facilitating free 
s 

ts 
m contribute to fair competition in the market in 

ursuit of greater and enhanced level of innovation in the economy.   

e 

 

ver, makes it necessary to manage the interface between 
ompetition policies and IP system and policies.  In some countries, for example, 

 of IP rights in licensing have been actively 
-related IP rights is 

hecked by unfair competition laws or anti-trust laws. 

 
rotection from Unfair Competition

 
IP
and fair competition sometimes have a potential conflict with IP rights.  The relation
between IP rights and competition or anti-trust laws have been much studied in 
connection with the potential abuse of IP rights to monopolize the market.  IP rights and 
the market monopoly are not inherently linked.  The majority of licensing agreemen
today involve IP rights and most of the
p
 
IP system and competition policies are not regarded as an inherent trade-off and 
dichotomy.  The relationships between them are considered as supplementary and 
mutually supportive.  Patent and anti-trust law are actually complementary, as both ar
aimed at encouraging innovation, industry, and competition.”  (US Fair Trade 
Commission Report on ‘Competition and Intellectual Property Law and Policy in the 
Knowledge-Based Economy’ (2003)).   
 
The protection of trademarks and industrial design also promote fair competition through 
branding and consumer protection, since they function to clearly identify the origin of
products and services.  To provide safeguards and checking mechanisms against the 
abuse of IP rights, howe
c
guidelines regulating misappropriation
debated and reviewed.  In many countries, the abuse of market
c
 

P  

ces and confer exclusive rights with respect 
to the s mpetition 

 based not on such grants of rights but on the consideration—either stated in legislative 
rovisions or recognized as a general principle of law—that acts contrary to honest 

s of 

 
IP rights are granted on application by IP Offi

ubject matter concerned.  On the other hand, protection against unfair co
is
p
business practice are to be prohibited.   
 
Nevertheless, the link between the two kinds of protection is clear when certain case
unfair competition are considered.  For example, in many countries unauthorized use of a 
trademark that has not been registered is considered illegal on the basis of general 
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principles that belong to the field of protection against unfair competition (in a number o
countries such unauthorized use is called “passing-off”).  
 
 
What is “unf

f 

air”? 

rotection against unfair competition has been recognized as forming part of IP 
ry.  It was in 1900, at the Brussels Diplomatic Conference 

r the Revision of the Paris Convention that this recognition was first manifested by the 

s 

ny act of competition contrary to honest practices in industrial or commercial matters 

 
ustrial or commercial activities, of a competitor; 

 

r; 

 
stics, 

ssion of unfair competition along 
ith patents, utility models, industrial designs, trademarks, trade names, indications of 

ource and appellations of origin among the objects of industrial property protection, and 
vision on the repression of unfair competition.  In 

e more than one hundred and fifty States party to the Paris Convention, the legal basis 

inst unfair competition.  Article 10ter(1) of the 
onvention further provides for the obligation to ensure “appropriate legal remedies.”  In 

lly 
granted to national associations. 

 
P
protection for almost a centu
fo
insertion of Article 10bis in the Convention.  As a result of the subsequent revision 
conferences, the Article now reads as follows (in the Stockholm Act (1967) of the Pari
Convention): 
 
“(1) The countries of the Union are bound to assure to nationals of such countries 
effective protection against unfair competition. 
 
A
constitutes an act of unfair competition. 
 
The following in particular shall be prohibited: 
 

- all acts of such a nature as to create confusion by any means whatever with the
establishment, the goods, or the ind

- false allegations in the course of trade of such a nature as to discredit the 
establishment, the goods, or the industrial or commercial activities, of a competito
 
- indications or allegations the use of which in the course of trade is liable to
mislead the public as to the nature, the manufacturing process, the characteri
the suitability for their purpose, or the quantity, of the goods.” 

 
Article 1(2) of the Paris Convention mentions the repre
w
s
Article 10bis contains an express pro
th
for the protection against unfair competition may thus be found not only in national 
legislation but also at the international level. 
 
Under Article 10bis(1) of the Paris Convention, the countries of the Paris Union are 
bound to ensure effective protection aga
C
particular, measures must be taken to permit federations and associations representing 
interested industrialists, producers or merchants to take action, provided that this is not 
contrary to the laws of the country concerned and does not exceed the rights norma
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Article 10bis(2) of the Paris Convention defines unfair competition as any act of 
ompetition contrary to honest practices in industrial or commercial matters.  This 
efinition leaves the determination of the notion of “commercial honesty” to the national 

trative authorities. Member States of the Paris Union are also free to 
rant protection against certain acts even if the parties involved are not competing against 

 
 the 

 
discrediting—can be regarded as belonging to the “traditional” field of 

ompetition law, namely that of competitor protection.  The third one—misleading—was 
s of 

ir competition in a broader sense, especially 
ose concerning trademarks and trade names.  These provisions have been explained in 

 
TRIP

c
d
courts and adminis
g
each other. 
 
Article 10bis(3) of the Paris Convention gives three examples of cases that “in particular”
have to be prohibited.  These examples must not be seen as exhaustive, but rather as
minimum protection that has to be granted by all member States.  The first two—creating
confusion and 
c
added by the 1958 Revision Conference in Lisbon, and takes into account the interest
both competitors and consumers. 
 
Apart from Articles 10bis and 10ter, the Paris Convention contains several provisions 
relevant to protection against acts of unfa
th
Module II. 
 

S Agreement 
 
Provi on are 
group
anti-competitive practices in contractual licenses. 
 
The T  
benef st apply to 

formation that is secret, that has commercial value because it is secret and that has been 
 

 

h, as 

rossly negligent in failing to know, that such practices were involved in the acquisition. 

n 

t 

sions included in the TRIPS Agreement in connection with unfair competiti
ed into two categories:  undisclosed information such as trade secret, and 

RIPS Agreement requires undisclosed information - trade secrets or know-how - to
it from protection.  According to Article 39.2, the protection mu

in
subject to reasonable steps to keep it secret.  The Agreement does not require undisclosed
information to be treated as a form of property, but it does require that a person lawfully
in control of such information must have the possibility of preventing it from being 
disclosed to, acquired by, or used by others without his or her consent in a manner 
contrary to honest commercial practices.  “Manner contrary to honest commercial 
practices” includes breach of contract, breach of confidence and inducement to breac
well as the acquisition of undisclosed information by third parties who knew, or were 
g
 
The TRIPS Agreement also contains provisions on undisclosed test data and other data 
whose submission is required by governments as a condition of approving the marketing 
of pharmaceutical or agricultural chemical products which use new chemical entities.  I
such a situation the Member government concerned must protect the data against unfair 
commercial use.  In addition, Members must protect such data against disclosure, excep
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where necessary to protect the public, or unless steps are taken to ensure that the data are 

n 

ntries may adopt, consistently with the other provisions of the TRIPS 
greement, appropriate measures to prevent or control practices in the licensing of IP 

to domestic law and to the conclusion of mutually 
atisfactory agreements concerning the safeguarding of its confidentiality by the 

 

ational Laws

protected against unfair commercial use. 
 
Article 40 of the TRIPS Agreement recognizes that some licensing practices or 
conditions pertaining to IP rights which restrain competition may have adverse effects o
trade and may impede the transfer and dissemination of technology (paragraph 1).  
Member cou
A
rights which are abusive and anti-competitive (paragraph 2). 
 
The TRIPS Agreement provides for a mechanism whereby a country seeking to take 
action against such practices involving the companies of another Member country can 
enter into consultations with that other Member and exchange publicly available non-
confidential information of relevance to the matter in question and of other information 
available to that Member, subject 
s
requesting Member (paragraph 3).  Similarly, a country whose companies are subject to
such action in another Member can enter into consultations with that Member 
(paragraph 4). 
 
 
N  

ost countries with special laws on unfair competition have adopted the same or similar 

d), 
any, Greece and Poland).   

 
M
definitions for their general provision—using such terms as “honest trade practices” 
(Belgium and Luxembourg), “the principle of good faith” (Spain and Switzerlan
“professional correctness” (Italy) and “good morals” (Germ
 
In the absence of specific legislation, the courts have defined fair competition with 
phrases like “the principles of honesty and fair dealing” or “the morals of the 
marketplace” (United States of America). 
 
 
Competition and Patents 
 
There is a close link between patent rights and competition, which, in simple terms
be characterized by two factors:  on the one hand, patent laws aim to prevent the copying 
or imitation of patented goods, and thus complement competition policies in that they 
contribute to a fair market behavior.  On the other hand, competition laws may limit 

, can 

atent rights in that patent holders may be barred from abusing their rights by applying 

 

p
monopolistic practices.  In sum, experience shows that too high or too low protection of 
both patents and competition may lead to trade distortions.  A balance has thus to be 
found between competition policy and patent rights, and this balance must achieve the 
goal of preventing abuses of patent rights, without annulling the reward provided for by 
the patent system when appropriately used. 
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The search for this balance between patents and competition policy objectives is reflected 
both within the patent system as well as in respect of its relationship with competition law. 

cisely 

uilt 
ly 

med precisely in a way that 
hould allow the system to generate patents only for those inventions which are most 

uch 
y the 

 practices 
 rights are used to create horizontal agreements for fixing price levels.  

gainst this backdrop, competition policies and laws can be an important instrument to 
gulate potential abuses of patent rights and to complement patent inherent boundaries. 

 
Within the patent system, the core principles of the system have been framed pre
with a view to ensure that the system simultaneously fosters innovation and remains 
consistent with fair market rules.  Therefore, safeguards and boundaries have been b
into the patent system, among which are the fact that most patent systems protect on
inventions, not discoveries, the limitation of patent rights as to their contents and their 
duration, and the conditions of patentability that have been fra
s
likely to serve the public interest, but should prevent patents for those inventions that 
would appear not to benefit society.  
 
On the other hand, competition law has as its objective to prevent undesired market 
behavior and, in particular, abuses of a market position.  In relation to patent rights, s
behavior would cover activities going beyond the objectives and boundaries set b
patent system.  Such situations may occur, for example, where an exclusive license 
totally excludes other competitors from market entry, through restrictive selling
or where patent
A
re
 
 
Reference 
 
WIPO web resources on competition and patents 
http://www.wipo.int/patent-law/en/developments/competition.html 
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Chapter 11 
 

Technology Transfer and Licensing 
 

 
 
 
Introduction  
 
The transfer of technology and licenses play an important role for the further 

evelopment of technology.  To provid de a legal and policy framework for IP licenses 

g 

nd medium-sized companies and start-ups. 

becomes more important.  
 
In a globalized economy, transfer of technology and licensing are also important factors 
in strategic alliances and international joint ventures in order to maintain a competitive 
edge in a market economy.  Thus, policy tools to facilitate licensing and technology 
transfer at the international level have often been considered in the context of creating an 
appropriate climate for investment and economic development in particular in developin
countries.  The minimum skills for negotiating IP licenses are also essential to 
trengthening the competitiveness of companies in the global market in particular small s

a
 
 
Technology Transfer and Government Policies 
 

lthough the business sector plays a major role for research and devA
a

elopment on 
ctivities with a commercial objective, many of the fundamental technologies having 

great implications for everyday life came from publicly funded research that was not 
intended for immediate commercial use.  
 
The importance of ensuring a greater collaboration between the private sector and the 
public research sector has been recognized in the recent past, and the need for universities 
and public research institutions to develop IP policies has been emphasized in many 
countries in order to properly manage the IP rights relating to their research results. 
 
In past decades, many developing countries realized that the transfer of technology from 
other countries had a negligible impact on the creation of a base for the development of 
the so-called knowledge industry, unless the transfer is followed up by a mechanism that 
empowers local researchers, engineers, entrepreneurs, and other innovators to use the 
transfer as a spring board for the creation of new knowledge.  It is not enough for 
developing countries to invite in foreign technology businesses for investment and 
manufacturing; the transfer of technology from such ventures alone may be small.  
Technology transfer, in other words, is not automatic.  Effective transfer of technology is 
an ongoing process that must include active local participation.   
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In many cases, transfer of technology takes places in conjunction with foreign direct 
investment (FDI) or joint venture ag emerging economies, FDI and JV 
are promoted by a wide range of policies including policies ensuring adequate protection 
and effective enfo
 

he UK Commission Report “Integrating Int lectual Property Rights and Development 
olicy” recommended that successful transfer of technology needs serious consideration 
f a number of measures including appropriate incentive policies to promote technology 

s tax breaks for companies that license technology to developing countries, 
of effective competition policies, more public funds available to promote 

gh 
y 
ic 

 have been inspired 
y a successful review of patent polices with respect to the patent ownership and 

h results of publicly funded projects in 

lt of 

 
e Act had two purposes:  (1) to allow 

 

reements (JV).  In  

rcement of IP rights. 

T el
P
o
transfer such a
stablishment e

indigenous scientific an technological capability in developing countries throu
scientific and technological cooperation, commitment to ensure that benefits of publicl
funded research are available to all, and commitments to ensure open access to scientif
atabases.  d

 
In the context of strengthening indigenous basis of science and technological research as 
well as successful exploitation of publicly funded research projects, patent licensing 
policy of universities and public research institutions have been reviewed in many 
countries, in particular in developing countries where most of knowledge and research 
results are generated at universities or public research institutions.   
 
In the last decade, a number of countries reviewed patent policies for promoting the 
ransfer of technologies from universities to industry.  Most of themt

b
licensing conditions for commercializing researc
he United States of America.   t

 
In the United States of America, the Bayh–Dole Act of 1980 was formulated as a resu
a study and debate concerning the patent policy of the government in the 1960s and 
1970s.  At that time, there was no government-wide policy regarding the ownership of
nventions made using federal funding.  Thi

universities, non-profit corporations, and small businesses to patent and commercialize
their federally funded inventions;  and (2) to allow federal agencies to grant licenses for 
their technology to provide more incentives to businesses.  Before the adoption of this 
Act, the US government’s policies were more restrictive on licensing. 
 
 
Licensing 
 
A licensing agreement may or may not include IP components.  As economic activities 
are more knowledge-based, however, most licensing agreements include IP componen
More and more licensing agreements are driven by reasons for acquiring knowledge
technologies, in which case IP components are dominant factors of the licensing 
agreements (hereinafter called “IP licensing”). 
 

ts.  
 and 
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Then IP licensing is a partnership between an IP rights owner (licensor), and another 
is authorized to use such rights (licensee) in exchange for an agreed payment (fee or 
royalty).  A variety of IP licensing agreements are available, which may be broadly 
categorized as follows: 

who 

an 
 

s based on a type of technology (e.g. a license to develop a new software 
roduct that is protected by patent, copyright, trademark and trade secret law).  Patent 

grees 
f 

 the licensee to 
uarantee that a certain quality is maintained.  It is common practice for trademark 

ey 

ed the 

scussed below, they are not normally simple trademark 
censes, but general agreements including the licensing of patents, trademarks, know-

rtise 
 

ring in 

 
atures like, for 

xample, a uniform trade dress. 

aws generally provide the right to authorize others to make use of the 

oftware 
nsion of the information technology 

hich benefited from the very nature of licensing, that is, a significant increase of the 
value of the original product if it is distributed and used by more users through licensing, 

 
 Technology Licensing (including patent licensing) 
 Trademark Licensing (in some cases, part of Franchising Agreement)  
 Copyright Licensing (including computer software licensing) 

 
 
Technology Licensing may be for certain IP rights only (e.g., a license to practice 
identified patent or to copy and distribute a certain work of authorship).  Licenses may be
for all the IP rights of any kind that are necessary to reproduce, make, use, market, and 
sell product
p
licensing is a part of technology licensing but often is the most important one. 
 
In case of trademark licensing, the trademark owner retains ownership and merely a
to the use of the trademark by one or more other companies.  Depending on the nature o
the agreement, the licensor often retains some degree of control over
g
owners to license third parties to use their trademarks locally in the country where th
exercise their own business.  Today, the main importance of the possibility of licensing 
the use of trademarks lies in its usefulness in the global market.  Licensing is inde
principal means whereby the trademarks of foreign companies are used by local 
businesses.  In many cases, as di
li
how and possibly other IP rights, as well as technical assistance to be given to the 
licensee.  Through a franchise agreement the owner of certain technical or other expe
who has usually gained a reputation in connection with the use of a trademark or service
mark (the franchiser) may team up with another enterprise (franchisee) who will b
expertise of his own or financial resources to provide goods or services directly to the 
consumer.  The franchiser will ensure, through the supply of technical and management 
skills, that the franchisee maintains the quality and other standards in relation to the use
of the trade or service mark which often require certain standardized fe
e

 
opyright lC

copyright work through licensing.  The subject matter of copyright licensing includes 
literary works, musical works, dramatic works, choreographic works, pictorial, graphical 
and sculptural works, computer software, computer games, motion pictures and other 
audiovisual works, sound recordings and architectural works.  In the context of 
technology transfer, for example, the licensing of copyright protecting computer s
as supported the recent dissemination and expah

w
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rather than one-time off sale, while the owner can maintain the quality of the original 
product without depreciation.   
 
 
Licensing in Practice 

ct, since 
 type of IP right.  

 licensing agreements may also be concluded when IP is involved in the merger or 
cquisition of companies, or in the course of negotiating a JV. 

 the international context, a formal licensing agreement is possible only if the IP right 

s use 

 
In practice, all or some of these agreements often form part of one single contra
in transfers of this nature, many rights are involved and not simply one
IP
a
 
As an IP owner and a licensor, you can expand its business to the frontiers of your 
partners’ business and ensure a steady stream of additional income.  As a licensee, you 
can manufacture, sell, import, export, distribute and market various goods or services 
which it may be prevented from doing otherwise. 
 
In
you wish to license is also protected in the other country or countries of interest to you.  If 
your IP is not protected in such other country or countries then you would not only be 
unable to license it, but also you would have no legal right to put any restriction on it
by anyone else. 
 
 
Strategy for Licensing  
 
Preparation for negotiating a license agreement is necessary for both parties (a licensor 
and a licensee) to ask a number of questions as follows: 
 

 business reasons for the licensing,  
 the leverage you have (the terms of another agreement, possible investment, threat

of IP litigation, etc.),  
 the time frame for signing the license agreement,  
 documents or data or training that you need,  
 the profile of the members of the counterpart, and  
 business and legal terms that you consider most important and necessary to be 

contained in the agreeme

 

nt. 

aterial 
 
The issues that are agreed upon in a license agreement are called the “terms” or “m
terms” or “terms and conditions.” 
 
Key terms could be grouped in four clusters as follows: 
 
Cluster 1:  The subject of the license (What is the subject matter of the license?  Is the 
thing that is being licensed completed?  Who owns the IP that underlines the 
technology?) 
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This cluster of issues relates to the definition of the technology that is being licensed. 
This may sound obvious, but it is an underestimated issue that can give rise to disputes 
fter the agreement has been signed.  Is the technology that you want to use a product, a 
rmula, a specification, a protocol, a software program, a set of diagrams or 

 it is essential to describe this precisely.  Or do you need a license 
 practice a specified patent or set of patents?  Or is the subject matter of the license all 

. 
s, 

or a number of reasons.  

What 

 rights depending on the needs of the 
arties.  Typical grants may include the rights: 

erivative works from it (making new versions or entirely new products 
or technologies by modifying and enhancing);  

 to use it for research and product development; 
; 

 to distribute and sell it; 

 is essential to decide: what do you need to be able to do to the IP or technology in order 
l need to review this list of grants and 

ess opportunity presented by the license.  A 
nse may cover only part of a 

ts from the technology, where do you plan 
 manufacture?  The license agreement must specify whether your rights are worldwide 

lear that you have the right to display the mark “in 
onnection with” the sale of products throughout the territory where you intend to display 

ees may 
tition) to make, use, distribute, etc.  Generally, from the licensor’s point of 

iew, an exclusive license is not desirable, because it restricts the licensor’s freedom to 

a
fo
documentation?  If so,
to
the IP and technology required in order to meet a specified standard (standards 
licensing)?  The licensor’s interest is in narrowing the definition of what is being licensed
The licensee’s interest is in having a broad definition of the technology.  In some case
both sides will seek refuge in ambiguity about the technology f
 
Cluster 2:  What kind of rights does the license give? (What is the scope of rights?  
is the territory?  Is it exclusive or non-exclusive?) 
 
An IP license includes several different “grants” of
p
 

 to reproduce the technology;  
 to display it; 
 to modify it; 
 to make d

 to manufacture it

 to sub-license it to another who can do any or all of the above. 
 
It
to reach your business objectives?  You wil
decide—together with the technical experts in your business—what rights are needed in 
order for you to take advantage of the busin
license agreement is a very flexible business tool;  the lice
single IP right.  
 
IP rights are often territorial.  In what country or region do you plan to use the 
technology?  If you are going to make produc
to
or limited to a designated country or countries, region, or other territory.  For trademark 
licenses, the agreement should be c
c
and sell the products.   
 
In order to make your use of the technology profitable, you may need to have the 
exclusive rights (as opposed to non-exclusive rights in which case other licens
exist in compe
v
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do business with other licensees.  Also, if the exclusive licensee fails to make good use
the technology, the result may be that the technology does not become commercially 
successful.  Exclusive licenses are often considered where the licensee must make a 
substantial investment that cannot be used for a different purpose (e.g. custom
hiring specialized labor, and committing resources to further development of the 
technologies). 
 
Cluster 3:  Financial Terms (How much will the licensee pay for the use of the 
technology?) 
 

 of 

 equipment, 

he financial terms of the license are often the first topics that are discussed when 

rms will vary depending on whether 
ere is only an IP license or also a manufacturing and purchase agreement, a marketing 

gy.  You should know what these are, but 
eep in mind that they are all subjective and not exact methods.  Also, more than one 

bined.  These methods are, at best, only rough 
sense must always be applied.  The three classic methods include:  
ncome method and the market method. 

ayments that are common in 
.  These can be combined in 

may be assessed based on gross or net prices or revenues (after 
s shipping, customs) but it is important to specify exactly 

ns in an exhibit 
 the agreement.  A lump sum payment may be made at the beginning of an agreement 

 clarify whether the licensee will have rights to future versions of the 
chnology or product.  In a pure IP license, it must be clear whether the licensee will 

s, 

 

T
thinking of licensing.  You will need to consider the value of the IP license in the context 
of all the other related transactions:  the financial te
th
agreement, a distribution agreement, a joint venture, etc.  There are several methods that 
are often referred to in order to value a technolo
k
method can be used and they can be com
guides, and common 
the cost method, the i
 
As to how the licensee will pay, there are two types of p
technology licensing:  royalties and lump sum payments
different ways.  Royalties 
subtracting various costs such a
how the royalty will be calculated, including providing sample calculatio
to
or at a later stage.  Such payments may be in installments.  Installments may be timed to 
coincide with development milestones. 

 
Cluster 4:  Technology’s growth and development over time 
 
It is important to
te
have a license to improvements or derivative works.  The licensor wants to limit its 
commitments to the licensee because, for the sake of the health and vitality of its busines
it must be able to innovate and change directions and technologies in the future.  Other 
important questions to be included in the agreement include the provision by the licensor
of service and support (such as training) in the use of the technology or associated 
products. 
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Chapter 12 

 
Protection of New Plant Varieties 

 
 
 
 
Protection of a New Plant Variety 
 

 mAs the world is concerned about the advent of the food crisis, it is crucial to
ustainable and good progress in agriculture, horticulture and forestry.  In th

ake a 
is context, 

or 

eans of improving the productivity, quality and marketability for farmers and 
rowers the wealth and living standards of whom will significantly contribute to 

economic development particularly in developing countries. 
 
Breeding new plant varieties requires a substantial investment in terms of skill, labor, 
material resources, money and time.  The opportunity to obtain certain exclusive rights in 
respect of new varieties provides successful plant breeders with a better chance of 
recovering their costs and accumulating the funds necessary for further investment. 
 
 
UPOV

s
protection of a new plant variety is necessary to provide plant breeders an incentive f
the development of new plant varieties.  Improved varieties are important and cost-
ffective me

g

 
 
The International Union for the Protection of New Varieties of Plants, known as “UPOV” 
is an intergovernmental organization with headquarters in Geneva (a sister organization 
of WIPO).  The acronym UPOV is derived from the French name of the organization, 
Union internationale pour la protection des obtentions végitales. 
 
Its mission is as follows: 
 
“To provide and promote an effective system of plant variety protection, with the aim of 
encouraging the development of new varieties of plants, for the benefit of society.”  
 
The UPOV was established by the International Convention for the Protection of New 
Varieties of Plants.  The Convention entered into force in 1968.  As of June 2008, it has 
65 member States. 
 
The recent UPOV Report on the Impact of Plant Variety Protection concludes that “the 
UPOV system of plant variety protection provides an effective incentive for plant 
breeding in many different situations and in various sectors, and results in the 
development of new, improved varieties of benefit for farmers, growers and 
consumers....” 
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Benefits of the UPOV system includ
 

 Investment in breeding, 
 More an
 Increase
 Rural development, and 
 Development of international markets. 

er (the person who bred, or discovered and developed, 

e(s)  

 NOVELTY 

 DISTINCTNESS 

 follows: 

e the following: 

d better varieties for farmers and growers, 
d income for farmers, 

 
 

nder the UPOV system, the breedU
a variety) is entitled to the protection of the new plant variety. 
 
A new variety is protected because: 
 

 plant grouping- lowest known rank  
 irrespective of whether conditions for the grant are met 
 defined by the expression of the characteristics resulting from genotyp
 distinguished from other plant grouping  
 unit suitable for being propagated unchanged 

 
 
The conditions for the protection are: 
 

 

 UNIFORMITY 
 STABILITY 

 
The last three conditions are often referred to as “DUS”. 
 
Other requirements are as
 

 VARIETY DENOMINATION 
 FORMALITIES 
 PAYMENT OF FEES 

 
If a new plant variety is protected under UPOV, the authorization by the owner of the 
right for the following acts is necessary: 
 

 Production or reproduction (multiplication) 
 Conditioning for the purpose of propagation 
 Offering for sale 
 Selling or marketing  
 Exporting 
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 Importing 

 material: 

 certain conditions 

xceptions to the breeder’s right are acts done privately and for non-commercial 

armer’s privileges  

 Contracting Party may restrict breeder’s rights in order to permit farmers to use for 
product of the harvest obtained on their 

bject to safeguarding 

his promotes further development of new varieties, because plant varieties as 
to the community of breeders for breeding 

ctivities to improve plant varieties. 

 Stocking for any of the above purposes 
 
The protection covers the following
 

 All propagating material 
 Harvested material under
 Certain products (optional) 

 
E
purposes, or for experimental purposes or breeding other varieties. 
 
F
 
A
propagating purposes on their own holdings the 
own holdings from the protected variety within reasonable limits su
legitimate interests of the breeder. 
 
Breeder’s exemption 
 
T
germplasm sources remain accessible 
a
 
 
 
Reference 
 
UPOV Web site 
http://www.upov.org/index_en.html 



page 129 
 

 
Chapter 13 

, Biotechnology and IP 
 

CBD, FAO
 
 
 
 
Introduction 
 
Biotechnology is a fie
nventions may have 

ld of technology of growing importance.  Biotechnological 
a very significant effect on our future, in particular in the fields of 

ring”).   

i
medicine, food, agriculture, energy and protection of the environment. 
 
Biotechnology concerns living organisms, such as plants, animals, seeds and 
microorganisms, as well as biological material, such as, enzymes, proteins and plasmids 
which are used in “genetic enginee(

 
 
Patents and biotechnological inventions 
 
Though biotechnology is one of the oldest technologies (for example, the product

ine or beer involves processes using
ion of 

 living organisms goes back many centuries ago), in 
ore recent times, scientists have developed biological processes to modify the genetic 

omposition of living organisms (genetic engineering).  For example, the microorganisms 
hakrabarty (an inventor in the United States of America) were able to break 

onents of oil pollution in oceans and rivers.  The patent on these 
as the subject of a landmark decision by the United States Supreme 

isms were recognized as patentable subject matter.  
re, physical phenomena and abstract ideas were not 

patentable.  The claimed invention, however, was not directed to an existing natural 
phenomenon but to new bacteria with markedly different characteristics from any found 
in nature.  The invention therefore resulted from the inventor’s ingenuity and effort.  The 
United States Congress had defined statutory subject matter (any new article of 
manufacture or composition of matter) broadly to “include anything under the sun that is 
made by man.” 
 
Genetic engineering processes are also used in the modification of microorganisms and 
plants for the production of new medicines.  Biotechnology is expected to lead to 
important breakthroughs in medicine which may be effective in combating diseases such 
as cancer and HIV/AIDS.  It may also lead to new opportunities for obtaining food and 
energy, and may provide solutions to the problems of pollution of the environment. 
 
Today, biotechnology concerns the application of cellular and molecular biology to 
human needs and the use of cells and biological molecules to solve problems or make 

w
m
c
created by C
own compd

microorganisms w
Court, in which modified microorgan
The Court noted that the laws of natu
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useful products.  It includes scientific and industrial disciplines directed to understanding 
and manipulating living or biologica at the molecular level.  Often it 
refers to recombinant deoxyribonucl hniques and analysis of genetic 
information.   
 

s in other fields o spect of 
iotechnological inventions.  Such inventions are creations of the human mind just as 
uch as other inventions, and are generally the result of substantial research, inventive 

ffort and investment in sophisticated laboratories.  Typically, enterprises engaged in 
 make investments if legal protection is available for the results of their 
with other inventions, there is an obvious need for the protection of 

rs, but 

lly active material 
eic acid ( NA) tecD

A f technology, there is a need for legal protection in re
b
m
e
research only
esearch.  As r

biotechnological inventions, not only in the interest of inventors and their employe
also in the public interest in order to promote technological progress. 
 
 
Selected patent-related issues unique to biotechnology 
 
The first is the problem of whether there really is an invention rather than a discovery.  If
or example, a microorganism as yet unknow

, 
n is isolated by a sophisticated process, it 

ay be argued that such a microorganism is not an invention but is a scientific discovery.  
isolation requires an important intervention by 
, and that therefore the result is a solution of a 

 

 

 discussion.  In the field of biotechnology and life sciences, it requires 
s 

y an 
lic-

of 

f
m
The counter-argument would be that the 

an using a highly sophisticated processm
technical problem (see paragraphs discussing the US Supreme Court decision on the case
of Chakrabarty).  It may also be argued that the isolated microorganism is not different 
from a chemical substance extracted from nature, which is patentable subject matter. 
 
The second obstacle is the existence of express legislative provisions that exclude certain 
categories of biotechnological inventions from patent protection, in particular, for reasons
of public order and morality.  As discussed in Chapter 8, the TRIPS Agreement 
Article 27 allows Members to exclude from patentability plants and animals other than 
micro-organisms, and essentially biological processes for the production of plants or 
animals other than non-biological and microbiological processes.  As concerns a patent 
for an invention using microorganisms, WIPO concluded the Budapest Treaty on the 
International Recognition of the Deposit of Microorganisms for the Purposes of Patent 
Procedure in 1977 with a view to facilitating the processing of such patent application. 
 
Licensing and other issues related to the exploitation of patents on biological inventions 
re also areas ofa

broad range of comprehensive research activities.  It means that down-stream innovation
may be covered by a broad patent granted at an early stage of innovation.  The number 
and breadth of patents granted to early fundamental research have raised concerns about 
patent thickets and royalty stacking.  In particular, reach-through claims in patents, 
especially for research tools, were flagged as a potential impediment to further research 
nd development.  Since universities and governmental research institutions also plaa

important role in the area of biotechnological research, it is essential to stimulate pub
private partnership, generate revenue and protect investments.  Facilitating the transfer 
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technology from basic research to applied research and commercialization is one of the 
key elements for the successful research and commercialization of biotechnological 
inventions. 
 
Thirdly, issues arise concerning the relationship between patents and other forms of IP 

varieties 

nd 

BD

protection.  As discussed in Chapter 12, in the field of plant biotechnology, plant 
are, in many countries, protected by a sui generis system, such as the UPOV system.  
 
Finally, the relationship with other relevant issues, such as the conservation and 
preservation of the environment (including the protection of biodiversity), and moral a
ethical dimensions of the protection and commercialization of biotechnological 
inventions has been discussed in many fora.  
 
 
C  

s concerns the protection of biodiversity, the Convention on Biological Diversity 

arties, recognizing that patents and other IP rights may have an influence on the 

ich 

oha, 

aditional knowledge and folklore, and other relevant new developments […].  

es 

 
A
(CBD) was adopted in 1992 in Brazil.  The CBD entered into force in 1993.  It has 190 
member States.  The Convention has three main goals: 

1. conservation of biological diversity (or biodiversity);  

2. sustainable use of its components; and  

3. fair and equitable sharing of benefits arising from genetic resources.  
Article 16 (5) (Access to and Transfer of technology) provides that “the Contracting 
P
implementation of this Convention, shall cooperate in this regard subject to national 
legislation and international law in order to ensure that such rights are supportive of and 
do not run counter to its objectives.” 
 
A number of countries requested that certain provisions of the TRIPS Agreement (wh
was adopted earlier than the CBD) should be revised to bring it in conformity with the 
CBD, as requested in Article 16(5).  In 2001, at the WTO Ministerial Conference in D
trade ministers agreed that they instruct the Council for TRIPS,  [...], to examine, inter 
alia, the relationship between the TRIPS Agreement and the CBD, the protection of 
tr
 
In the meantime, the implementation of the CBD was left to the preparation of guidelin
(Bonn Guidelines) to be completed before the next meeting of the Contracting Parties of 
the CBD in 2010.  
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WIPO’s coordination with CBD and other fora 
 
The WIPO Intergovernmental Committee (IGC) has dealt with a range of issues 
oncerning the interplay between IP and genetic resources.  A key feature of this work 

 

he 
BD and the FAO’s Commission on Genetic Resources for Food and Agriculture have 

 Defensive protection of genetic resources through measures which prevent the 
grant of patents over genetic resources that do not fulfill the requirements of 
novelty and non-obviousness.  The measures taken by WIPO include the creation 

en 

benefit-sharing 
issioned a 

tool and to help inform policy debate.  
This database provides illustrative examples of the approaches actually taken 

haring.  The 
 IP 

ement 

tent applications that relate to genetic resources and 
associated TK used in a claimed invention.  

c
has been careful coordination with and responsiveness to the work of the CBD, the Food
and Agricultural Organization of the United Nations (FAO) and the United Nations 
Environment Programme (UNEP).  In particular, the Conference of Parties (COP) of t
C
provided important guidance to the IGC in this work, since these bodies have 
fundamental roles in the international legal and policy framework for genetic resources. 
 
The work has covered three main areas: 
 

of improved search tools and classification systems for patent examiners wh
they examine patent applications which claim genetic resources.  

 
 IP aspects of access to genetic resources and equitable 

arrangements that govern use of genetic resources.  The IGC comm
database to serve as a capacity-building 

when reaching mutually agreed terms concerning access and benefit-s
IGC has also worked on broad principles and draft materials on guidelines for
aspects of equitable benefit-sharing arrangements, in line with the encourag
of the CBD COP.  

 
 Disclosure requirements in pa

 
 
FAO 
 
On November 3, 2001, the Thirty-first Session of the Conference of the Food and 
Agriculture Organization of the United Nations (FAO) adopted a biding International 

reaty on Plant Genetic Resources fro Food and Agriculture.  The International Treaty is 

ccording to FAO, the objectives of the Treaty are the conservation and sustainable use 
f plant genetic resources for food and agriculture and the fair and equitable sharing of 

benefits derived from their use, in harmony with the CBD for sustainable agriculture and 
food security, and the Treaty is considered vital in ensuring the continued availability of 
the plant genetic resources that countries will need to feed their people.  
 

T
the outcome of seven years of negotiations to revise the International Undertaking on 
Plant Genetic Resources, in harmony with the CBD.   
 
A
o
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The Treaty defines “plant genetic resources for food and agriculture” as any genetic 
aterial of plant origin of actual or potential value for food and agriculture.  

 
s to 

esources may be obtained from the Multilateral System for utilization and conservation 
a commercial product is developed using these 

sources, the Treaty provides for payment of an equitable share of the resulting 
er 

d 
chnology, and 

apacity-building.  It also foresees a funding strategy to mobilize funds for activities, 
his 

eference 

m
 
Through the Treaty, countries agree to establish an efficient, effective and transparent 
Multilateral System to facilitate access to plant genetic resources for food and agriculture,
and to share the benefits in a fair and equitable way.  The Multilateral System applie
over 64 major crops and forages.  The Governing Body of the Treaty, which will be 
composed of the countries that have ratified it, will set out the conditions for access and 
benefit-sharing in a “Material Transfer Agreement”.  
 
R
in research, breeding and training. When 
re
monetary benefits, if this product may not be used without restriction by others for furth
research and breeding. If others may use it, payment is voluntary.  
 
The Treaty provides for sharing the benefits of using plant genetic resources for food an
agriculture through information-exchange, access to and the transfer of te
c
plans and programs to help, above all, small farmers in developing countries. T
funding strategy also includes the share of the monetary benefits paid under the 
Multilateral System.  
 
The Treaty came into force on June 29, 2004, ninety days after forty governments had 
ratified it.  
 
 
R  

ogy 
ttp://www.wipo.int/patent-law/en/developments/biotechnology.html

 
WIPO web resources on Patent Law and Biotechnol
h  
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Chapter 14 
 

Traditional Knowledge and 
Traditional Cultural Expressions 

 
 
 
 
Introduction 
 

IP issues related to genetic resources, traditional knowledge (TK) and folklore (or 
traditional cultural expressions (TCEs)) have emerged in a wide range of policy areas, 
ncluding food and agriculture, biological diversity and the environi ment, human rights, 

 
ted 

 
motion 

ental conservation, food security, cultural diversity, etc.  These 
l, 

ince the 1998-99 biennium, issues related to IP and genetic resources, traditional 
nd folklore have been addressed in regular activities.  Currently, the 
ental Committee on Intellectual Property and Genetic Resources, 

es on TK, TCEs and genetic 

What is TK and TCEs?

cultural policy, trade and economic development.  For example, IP rights have been 
granted for uses of plants which form part of traditional knowledge systems in the 
agricultural, health and environmental fields.  Traditional designs, songs and dances have
been used by the entertainment and fashion industries to create works which are protec
by IP.  Discussions about such uses of genetic resources, traditional knowledge and
folklore have linked the protection of IP to policy objectives as diverse as the pro
f free trade, environmo

linkages, established by discussions in other international fora, have significant technica
administrative and policy implications for the IP system.   
 
S
knowledge a
ntergovernmI

Traditional Knowledge and Folklore (IGC) discusses issu
resources. 
 
 

 
 
The WIPO Secretariat uses the term “traditional knowledge” in two senses.  First, within 
the IGC and elsewhere, TK is used in a narrow sense to refer to the content or substance 
of knowledge that is the result of intellectual activity and insight in a traditional context, 
and includes the know-how, skills, innovations, practices and learning that form part of 
traditional knowledge systems, and knowledge that is embodied in the traditional lifestyle 
of a community or people, or is contained in codified knowledge systems passed between 
generations.  It is not limited to any specific technical field, and may include agricultural, 
environmental and medicinal knowledge, and knowledge associated with genetic 
resources. 
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Second, previously for the purposes  missions carried out by WIPO in 
1998-1999, the WIPO Secretariat us l-encompassing and working 
concept of TK: 
 
“ ‘traditional knowle r scientific works;  
performances;  inve s and symbols; 

ndisclosed information; and all other tradition-based innovations and creations resulting 
om intellectual activity in the industrial, scientific, literary or artistic fields.  

Tradition-based” refers to knowledge systems, creations, innovations and cultural 
hich:  have generally been transmitted from generation to generation;  are 

enerally regarded as pertaining to a particular people or its territory;  and, are constantly 

nal 

of the fact-finding
ed the fo owing alll

dge’ ... refer[s] to tradition-based literary, artistic o
ntions;  scientific discoveries; designs; marks, name

u
fr
 
“
expressions w
g
evolving in response to a changing environment.  
 
Categories of traditional knowledge could include:  agricultural knowledge;  scientific 
knowledge;  technical knowledge;  ecological knowledge;  medicinal knowledge, 
including related medicines and remedies;  biodiversity-related knowledge;  “traditio
cultural expressions” (“expressions of folklore”) in the form of music, dance, song, 
handicrafts, designs, stories and artwork;  elements of languages, such as names, 
geographical indications and symbols;  and, movable cultural properties.  
 
 
What is the problem? 
 

K has a strong practical component, since it is often develT oped in part as an intellectual 
ies 
ly for 

as 

he following cases that actually happened could illustrate the potential and the 
n relation to TK: 

 the IP system compatible with the values and interests of traditional communities or 
does it privilege individual rights over the collective interests of the community?  Can IP 

response to the necessities of life.  There are many examples of important technolog
being derived directly from TK.  But when others seek to benefit from TK, especial
industrial or commercial advantage, this can lead to concerns that the knowledge h
been misappropriated and that the role and contribution of TK holders has not been 
recognized and respected. 
 
T
complexity of IP issues i
 

 Representatives of TK holders in India have opposed patents drawing on their 
TK (e.g., concerning the use of extracts from the neem tree, and the use of 
turmeric as a wound-healing agent), 

 
 The Seri people of Mexico use the Arte Seri mark to distinguish their 

craftworks based on their TK and associated genetic resources, 
 

 China granted some 3000 patents on innovative developments within the field 
of traditional Chinese medicine. 

 
Is
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bolster the cultural identity of indigenous and local communities, and give them greater 
say in the management and use of their TK?  Has the IP system been used to 
misappropriate TK?  What can be done to ensure that the IP system functions better to 
erve the interests of traditional communities?  These are some questions to be answered s

in the on-going discussions at WIPO.  
 
 
IP issues in relation to TK 
 
While the policy issues concerning TK are broad and diverse, the IP issues break do
into two key themes:  defensive protection of TK, or measures which ensure that IP right
over TK are not given to parties other than the customary TK holders (such as TK 
databases that may be used as evidence of prior art

wn 
s 

 to defeat a claim to a patent on such 
K), and positive protection of TK, or the creation of positive rights in TK that empower 

s and 

CEs protection

T
TK holders to protect and promote their TK.  In some countries, sui generis legislation 
has been developed specifically to address the positive protection of TK.  Provider
users may also enter into contractual agreements and/or use existing IP systems of 
protection.  
 
 
T  

rt, designs, names, signs and symbols, performances, architectural 
rms, handicrafts and narratives.  WPPT provides, amongst other things, protection for 

l 
n 

ns of folklore, on the one hand, and of the freedom and 
ncouragement of further development and dissemination of folklore, on the other.  They 

e which 
.  It also considered that any protection system 

hould be practical and effective, rather than a system of imaginative requirements 

 
W t is developing best practices and 
uidelines for managing IP issues when recording, digitizing and disseminating 

en two 
me  the National 

useums of Kenya will travel to the American Folklife Center (AFC) and then to the 

ha  and archival skills necessary for effective 
ommunity-based cultural conservation.  WIPO staff will provide IP training.  WIPO will 

 

 
TCEs include music, a
fo
performers of expressions of folklore.  WIPO has developed a model for sui generis 
protection of certain traditional knowledge-related subject matter in cooperation with 
UNESCO, namely the UNESCO-WIPO Model Provisions for National Laws on the 
Protection of Expressions of Folklore Against Illicit Exploitation and Other Prejudicia
Actions (1982).  The Model Provisions seek to maintain a balance between protectio
against abuses of expressio
e
take into account that expressions of folklore form a living body of human cultur
should not be stifled by too rigid protection
s
unworkable in reality. 

IPO will launch a Creative Heritage Project.  I
g
intangible cultural heritage.  The pilot program will begin in September, 2008, wh

mbers of a Maasai community from Laikipia, Kenya and an expert from
M
Center for Documentary Studies (CDS) in the United States of America for intensive, 

nds-on training in documentary techniques
c
also provide the Maasai with a basic kit of field equipment, computers and software for
their own use when they return to Kenya.  
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Initial Results of the IGC Work 
 
The work of the IGC has led to the development of two sets of draft provisions for the 
protection of TCEs and for the protection of TK against misappropriation and misuse. 
ttp://www.wipo.int/export/sites/www/tk/en/consultations/draft_provisions/pdf/draft-h

provisions-booklet.pdf 

rovisions of the Revised Draft Policy Objectives and Core Principles for Protection of 

Empower holders of traditional knowledge and acknowledge the 
distinctive nature of traditional knowledge systems 

(vi) Support traditional knowledge systems 
Contribute to safeguarding traditional knowledge 

(viii) Repress unfair and inequitable uses 

reed 

. GENERAL GUIDING PRINCIPLES 

e 

 
P
TK are drafted as follows (headings only): 
 
I. POLICY OBJECTIVES 
 

(i) Recognize value 
(ii) Promote respect 

(iii) Meet the actual needs of traditional knowledge holders 
(iv) Promote conservation and preservation of traditional knowledge 
(v) 

(vii) 

(ix) Concord with relevant international agreements and processes 
(x) Promote innovation and creativity 

(xi) Ensure prior informed consent and exchanges based on mutually ag
terms 

(xii) Promote equitable benefit-sharing 
(xiii) Promote community development and legitimate trading activities 
(xiv) Preclude the grant of improper IP rights to unauthorized parties 
(xv) Enhance transparency and mutual confidence 

(xvi) Complement protection of traditional cultural expressions 
 
 
CORE PRINCIPLES 

II
 

(a) Responsiveness to the needs and expectations of traditional knowledg
holders 

(b) Recognition of rights 
(c) Effectiveness and accessibility of protection 
(d) Flexibility and comprehensiveness 
(e) Equity and benefit-sharing 
(f) Consistency with existing legal systems governing access to associated 

genetic resources 
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(g) Respect for and cooperation with other international and regional instruments 

(h) Respect for customary use and transmission of traditional knowledge 

I. SUBSTANTIVE PRINCIPLES 

priation 
2. Legal Form of Protection 

ct Matter 
4. Eligibility for Protection 

enefit-sharing and Recognition of Knowledge 

9. 

mework  

 
d Core Principles for Protection of 

(i) Recognize value 
(ii) Promote respect 

 the actual needs of communities 
(iv) Prevent the misappropriation of traditional cultural 

(v) Empower communities 

ii) Contribute to safeguarding traditional cultures 
unity innovation and creativity 

, research and cultural 

diversity 
 

(xiii) Enhance certainty, transparency and mutual confidence 

and processes 

(i) Recognition of the specific characteristics of traditional knowledge 
(j) Providing assistance to address the needs of traditional knowledge holders 

 
 
II
 

1. Protection Against Misappro

3. General Scope of Subje

5. Beneficiaries of Protection 
6. Fair and Equitable B
Holders 
7. Principle of Prior Informed Consent 
8. Exceptions and Limitations 

Duration of Protection 
10. Transitional Measures 
11. Formalities 
12. Consistency with the General Legal Fra
13. Administration and Enforcement of Protection 
14. International and Regional Protection 

 

Provisions of the Revised Draft Policy Objectives an
TCEs are drafted as follows (headings only): 
 
I. OBJECTIVES 
 

(iii) Meet

expressions/expressions of folklore 

(vi) Support customary practices and community cooperation 
(v

(viii) Encourage comm
(ix) Promote intellectual and artistic freedom

exchange on equitable terms 
(x) Contribute to cultural 

(xi) Promote community development and legitimate trading activities
(xii) Preclude unauthorized IP rights 
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II. GENERAL GUIDING PRINCIPLES 

ties 

(c) Respect for and consistency with international and regional agreements and 
struments 

ss 
(e) Recognition of the specific nature and characteristics of cultural expression 

al knowledge 
towards indigenous peoples and other 

d transmission of TCEs/EoF 
of measures for protection 

PRINCIPLES 

(Scope of Protection) 
f Rights 

8. Sanctions, Remedies and Exercise of Rights 
9. Transitional Measures 

n 

11. International and Regional Protection 

The drafts have not been adopted or endorsed by the IGC.  The draft provisions draw 
ational and regional experiences, and have been 

 Member States, indigenous 
rganizations and a 

ile the draft objectives and principles have no formal 
ves and approaches that are guiding work in 

 and TK 
ing used as points of 

scussions and 

 
(a) Responsiveness to aspirations and expectations of relevant communi
(b) Balance  

in
(d) Flexibility and comprehensivene

(f) Complementarity with protection of tradition
(g) Respect for rights of and obligations 

traditional communities 
(h) Respect for customary use an
(i) Effectiveness and accessibility 

 
III. SUBSTANTIVE 
 

1. Subject Matter of Protection 
2. Beneficiaries 
3. Acts of Misappropriation 
4. Management o
5. Exceptions and Limitations 
6. Term of Protection 
7. Formalities 

10. Relationship with IP Protection and Other Forms of Protection, Preservatio
and Promotion 

 
 

upon a wide range of community, n
developed over several years by and in consultation with
peoples and other traditional and cultural communities, civil society o
range of other interested parties.  Wh
status, they illustrate some of the perspecti
this area, and could suggest possible frameworks for the protection of TCEs
against misappropriation and misuse. These draft materials are be
reference in a range of national, regional and international policy di
standard-setting processes. 
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Reference  

IPO web resources on TK, TCEs and genetic resources 
 
W
http://www.wipo.int/tk/en/tk/ 
 
WIPO brochure on intellectual property and traditional knowledge 
http://www.wipo.int/export/sites/www/freepublications/en/tk/920/wipo_pub_920.pdf 
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Chapter 15 

 
IP Rights Enforcement 

 
 
 
 
Introduction 
 
Modern legislation and effective administrative infrastructures for the acquisition of IP 
rights are important steps towards IP protection.  But the acquisition of IP rights is of 
little economic value if these rights cannot be enforced effectively.  The credibility of the 
IP system depends to a considerable extent on the enforceability of IP rights conferred 
thereby.  Well-functioning IP enforcement mechanisms are the best means to limit the 
number of violations of IP rights and to ensure that right holders and the society as a 
whole can reap the benefits from the IP system. 
 
Enforcement of IP rights is necessitated because people do not respect the rights of others.  
The reasons underlying such disrespect are many and varied, and range from greed, 
perceived necessity, lack of awareness, and ruthless criminal intent, all the way to 
innocent mistake.  The scale of such disrespect also varies considerably, from illegal 
copying of protected works at home for personal use to large-scale commercial criminal 
enterprises, which produce hundreds of thousands of illegal copies.  When illegal 
products take market share (or even kill a potential market), and when recouping an 
investment is prevented by intervening criminal activity, enforcement mechanisms are 
called into play to protect vital interests, not only of the holders of the rights involved, but 
also of the public in case of criminal offenses.   
 
If someone infringes your IP rights, you must decide what action to take.  You can use 
civil law provisions to make claims against the infringer to seek injunctions and or claim 
damages.  As IP is a private property right, it is the right owner that should take action for 
enforcing the right.  However, depending on national legislations, some IP infringement 
activities are also considered as criminal offenses committed by individuals who produce, 
distribute or sell counterfeit and pirated goods.  To crack down on these activities is 
necessary also from the public policy objectives, action may be taken by the police, the 
customs offices or the prosecutors without being triggered by the IP owner. 
 
IP right enforcement follows national legislation and provisions regulating the 
enforcement of the right in addition to provisions under the IP laws.  Before the TRIPS 
Agreement was concluded, no international treaty existed to specifically deal with the IP 
rights enforcement.  Thus, questions as to how countries should provide administrative 
and judicial measures to ensure an effective enforcement of IP rights were left to each 
country.  The TRIPS Agreement did not attempt to harmonize different legal approaches 
such as common law approach and statutory law approach, but rather provided for the 
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international obligations to ensure that enforcement procedures should be made available 
to permit effective action against any act of IP infringement. 
 
 
TRIPS Agreement 

he international obligations for the effective enforcement of IP rights are covered in 
art 3 of the TRIPS Agreement as follows: 

  General Obligations  
  Civil and Administrative Procedures and Remedies 

ted 
me-limits or unwarranted delays.  People 

g 

ing 

 
T
P
 

Section 1:
Section 2:
Section 3:  Provisional Measures  
Section 4:  Border Measures 
Section 5:  Criminal Procedures  

 
The Agreement says governments have to ensure that IP rights can be enforced under 
their laws, and that the penalties for infringement are tough enough to deter further 
violations.  The procedures must be fair and equitable, and not unnecessarily complica
r costly.  They should not entail unreasonable tio

involved should be able to ask a court to review an administrative decision or to appeal a 
lower court’s ruling. 
 
The Agreement describes in some detail how enforcement should be handled, includin
rules for obtaining evidence, provisional measures, injunctions, damages and other 
penalties.  It says courts should have the right, under certain conditions, to order the 
disposal or destruction of pirated or counterfeit goods.  Willful trademark counterfeit
or copyright piracy on a commercial scale should be criminal offences.  Governments 
should make sure that IP rights owners can receive the assistance of customs authorities 
to prevent imports of counterfeit and pirated goods. 
 
 
IPR enforcement authorities 
 
As the TRIPS Agreement indicates, a national level, a number of governments provide 
their legal framework and institutional arrangements to provide for an effective 
enforcement mechanism.  Generally, enforcement of IPRs can take four basic forms as 
follows: 
 

 Administrative enforcement such as seizure of IPR infringing goods 
he border; (including counterfeiting and pirated goods) by a customs office at t

 
 Criminal enforcement, in which the government, generally through the police, 

is the moving party in a criminal action against infringer, if the act of IPR 
infringement is considered criminal offenses; 
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 Civil enforcement, in which the IPR owner or an assignee or licensee takes 
prescribed legal action such as in court by filing a civil action against an IPR 
infringer, seeking remedies (an injunction and compensation of damage), 

ogical enforcement, in which procedures of products and services 
employ technological measures to protect IPR against infringement (for 

hen the authorities involved are police, prosecutors, customs offices, and courts.  As 
IPR  more technologically complex, in some countries 
hav es (IP courts), and an 
officer-in-charge for counterfeiting and piracy matters at the customs office and the 
pol
 

 
 Technol

example, encryption of digital copyright works).  
 
T

 infringement cases have become
e established specialized courts and judges dedicated to IPR cas

ice.  

 
IP Litigation 
 
As concerns civil enforcement, an owner of IPR usually makes a cost-benefit analysis of 
the possible options to avoid the litigation, since the cost of IPR litigation has recently 
increased.  Factors influencing the choice of options include an infringer identified 
(a licensee or others?), the nature and extent of the problem in terms of the location and 
mount, an estimated loss and the possibility of an escalation of the infringement, the 

he remedies typically available in civil enforcement are injunctions and damages.  Most 
ctions start with an application for preliminary or interlocutory relief in order to remove 

rom the market in a short time period.  In most cases, the 
tigation does not go beyond this preliminary stage.  

 indicate 
 

ision in the United States of America in 1990.  The court awarded a total amount 
f $873 to the patent owner Polaroid which suited Eastman Kodak.   

 
ounterfeiting and Piracy

a
strength and validity of the IPR infringed, and the likelihood of the settlement of the 
dispute by alternative dispute settlement (arbitration or mediation). 
 
A first action is to send a letter (known as “cease and desist letter”) to the alleged 
infringer informing it of the possible existence of the IPR and a conflict between the 
alleged infringer’s business and the IPR.   
 
T
a
infringing goods or services f
li
 
However, some cases are fought to the end.  The recent trends in some countries
that the amount of remedies awarded by the court has shot up.  One of famous cases is a
court dec
o
 

C  

Int
ma ing and piracy and its effects 

ave estimated that the market in illegal, counterfeit products is between 5% and 7% of 
total world trade. 

 
ergovernmental and non-governmental organizations and industry bodies whose 
ndates involve dealing with some aspect of counterfeit

h
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Co
governm ble 
nd intangible.  For example, manufacturers of legitimate goods will establish their 

 
we any 
it.  Loss of e, which ultimately affects 
 country’s balance of payments. 

s 
ampening the very spirit and energy which are an integral part of the creativity 

rocess.  That spirit, so important to a country’s well-being, is notable when it thrives.  
ust look at the “Silicon Valleys” of California, in the U.S. and Bangalore in India.   

he social consequences of counterfeiting and piracy are felt most personally by artists, 

he 

 Global Congress on combating counterfeiting and piracy; regional forums and 

untries in which counterfeiting and piracy take place with little or no focused 
ent effort to prevent such activities, suffer losses on several levels, both tangi

a
facilities in other countries which do enforce IP rights.  This results in a loss of FDI, as

ll as the concomitant technology transfer and foreign know-how that may accomp
 FDI also manifests itself in a loss of foreign incom

a
 
The cycle continues in ways that hurt a country’s long-term prospects.  Local creators, 
inventors, and SMEs are discouraged by the certainty that their products will be illegally 
copied and sold, denying them a return on investment and restricting future growth, a
well as d
p
J
 
T
creators, and entrepreneurs.  
 
The counterfeiting of medicines, airplane and auto parts has a detrimental effect on t
health and safety of the public.  The World Health Organization (WHO) estimates that 
approximately 6% of pharmaceutical products sold worldwide are counterfeit.  
Developing countries account for the largest portion of such sales, with up to 70% of 
medicine sold in some African countries being fake. 
 
WIPO is coordinating with other organizations in many areas and organized or 
participated in the following initiatives: 
 

congress on combating counterfeiting and piracy (www.ccapcongress.net); 
 G8 Summit – 2005, 2006, 2007 Statements; 
 The OECD global study on the economic impact of counterfeiting and piracy

(www.oecd.org/dataoecd/11/38/38704571.
 

pdf); 
 The WHO-IMPACT project (counterfeit medicines) 

 
 
 
Reference  
 
WIPO web resources on IPR enforcement 

ement/en/http://www.wipo.int/enforc  
 
WIPO Magazine special issue on IPR enforcement 
http://www.wipo.int/export/sites/www/enforcement/en/pdf/global_congress.pdf 
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Chapter 16 

 
IP Assets Management in Business 

 
 
 
 
Introduction 
 
IP has emerged as a strategic corporate asset and a critical value driver in the 
contemporary knowledge economy.  Private firms in the United States of America are 
reported to be investing over one trillion dollars annually in IP and other intangible asse

stimates of the portion of corporate value associated with intangibles vary but most 
ts.  

d advances in information and communication technologies 

 

value chain, companies 
earch 

 Management’s Role within General Business Strategy

E
professionals ascribe the figure to over 50%. 
 

lobalization, deregulation anG
have dramatically transformed the economic landscape.  Asian companies and 
organizations, leveraging the availability of a large pool of highly skilled scientific, 
technical and managerial manpower, have grown rapidly providing quality products and
services worldwide.  
 

o sustain growth, profit and market share, and to move up the T
need to emerge as technology leaders by aggressively deploying resources in res
and development and product and process innovation.  
 
The innovative ideas and products emerging from the R&D laboratories need to be 
effectively protected and converted into valuable IP assets.  Evolving national, regional 

s well as provide new and international IP regimes impact business processes a
opportunities and challenges.  Effective protection and management of IP rights (patents, 
trademarks, industrial designs, copyright) will be the key to survival and vitality.  IP 
should become an integral part of the corporate strategy.  
 
 
IP  

ent has emerged as a major area of business competence.  It has become as 
arketing, finance, corporate 

gy. 

of IP and have developed systems, 
rket 
quires 

teamwork.  Finance executives are playing an increasingly central role in the strategic 
management of IP assets.  

 
P managemI

important as understanding innovation, technology, m
 strategovernance, industrial economics and

 
Sophisticated companies have recognized the value 
structures and capabilities to harvest rich financial rewards, establish superior ma
position and enhance company performance.  Unlocking the hidden value in IP re
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According to a global survey conduc HouseCoopers, a management 
consultancy, 82.6% of business exec ink IP management is very 
important or important to the success of their company, and 68.9% of them think IP 
management is too ing intellectual 

roperty in a comp

angible assets such as land, labor, and capital used to be the yardsticks of economic 
ealth, and the indicator of the value of the assets possessed by a company.  In this 

s no longer the case.  The new drivers of wealth in contemporary society are 
wledge-based assets including IP rights.  IP rights are now regarded not 

any, since 
IP 

e.  
nited States of America were physical 

lue 

ntial. 

ted by PriceWater
utives su veyed thr

 often treated as a legal, not a strategic issue (“Exploit
lex world,” the result of a survey in 2007 by PWC). p

 
T
h
century, this i
ntangible knoi

only as legal assets but also as economic assets and intangible assets of a comp
they have economic value and the potential of economic transaction.  In the context of 
management, IP rights are often called IP assets.   
 
IP assets are gaining ground as a measure of corporate viability and future performanc
n 1982, some 62% of corporate assets in the UI

tangible assets, but by 2000, that figure had shrunk to a mere 30%, meaning that 
intangible assets account for 70%.  Accenture, a management consultancy, calculates that 
intangible assets (essentially human capital and IP) have shot up from 20% of the va
of companies in the S&P 500 in 1980 to around 70% today.  Today, shareholders are 
increasingly sensitive to the value of IP assets and are using them as an indicator of 
ompany earning potec

 
 
IP management strategy 
 
Modern competitive management is mindful of the strategic use of IP (IP-minded 
management approach), and creates the environment for innovative thinking and 
knowledge-mining by its workers (e.g., sharing of skills among knowledge teams, 
strategic selection of innovations for IP protection, and valuation of IP assets). 
 
The creation and exploitation of intellectual assets by empowering knowledge worker
re fundamental strategies for companies.  IP provides important m

s 
otivation and 

centives to workers through the recognition and rewarding of their intellectual 
 and the seeking of legal 

ied as 
e secret, etc.).  Such IP are also assets 

d 

a
in
contribution to the process of the internal assets generation
rotection thereafter. p

 
A typical innovation cycle starts with investment in R&D to generate knowledge 
(e.g., new technologies and know-how).  This generated knowledge could be codif
P (e.g., patent, copyright, industrial design, tradI

which could be converted into cash-flows.  This appropriation of IP assets could be 
realized through different possibilities.  
 
If a company has the manufacturing capability and marketing networks, it would 
commercially exploit IP in the subsequent steps in a chain creating its value (often calle
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the “value chain”).  Such steps include the production of a product or the supply of 
tial 

ection, 
ks, 

ther companies without manufacturing facilities may license IP assets to others.  This is 
 

ternal IP Management

services, marketing, distribution of the product, the making of profits to recover the ini
investment and further investment.  Each step will be supported by IP (e.g., IP prot
IP right enforcement to secure advantages in the market, branding in use of trademar
trademark licensing for distributing products in the global market, etc.) 
 
O
another approach for appropriating IP assets.  For instance, some companies (so-called
fab-less companies or idea companies) focus on basic research in search of a new 
chemical compound for a new drug, whereas another company is specialized in designing 
a custom-made integrated circuit.  They neither develop a product nor manufacture it.  
They generate IP assets and appropriate through licensing out their IP. 
 
 
In  

 
s 

the 
s known.  For this work resources need to be made available. 

hese resources include trained IP attorneys, business people to determine how to capture 
alue from IP, business intelligence specialists to know the competition and the markets 

ecialists.  A certain core of specialists needs to be available in 
ouse, but other specialists can be hired from specialized companies, like law firms or 

g 
 creating 

n active IP culture it is important that the top of the company realizes IP is important. 
  

hat sort 
ts IP 

 management also needs a well-structured organization to create a synergy and 
ompany.  

 
 

ion.  Focus on IP as a strategic issue means 
porting to the CEO or CFO of the company with a strong focus on financial and long 

 
Companies have to develop a corporate IP strategy. Any IP strategy should support the
business in achieving its objectives.  The competitive environment, the company’
technology position, its size and the maturity of the business determine the IP strategy.  
 
IP strategy should be agreed with R&D center and the business sector within the 
company.  Once the IP strategy and policy of a company have been set, the scope of 
work that needs to be done i
T
v
and financial and legal sp
h
firms of patent attorneys. 
 
IP strategy needs to be implemented by all in the company for which a basic trainin
program for building IP awareness and harnessing “IP culture” is necessary.  In
a
Only if managers express that IP is important will employees act and work on IP issues.
If members of the executive board cannot immediately reply to a question as to w
of IP assets the company owns, the company is not qualified enough to leverage i
assets through a strategic IP management. 
 
IP
cooperation between IP Department, R&D center and business sector within the c
The position of the IP Department within the company often reflects the importance the 
company attributes to IP.  Focus on legal issues means the IP organization reports to the
head of the legal function.  Focus on protection of own inventions means the head of
research is also heading the IP organizat
re
term strategic issues.   
 



page 148 
 

Information management and IP management need to be well integrated, since 
knowledge generated or disseminated within the company takes a form of information 
(often confidential proprietary information) which may be codified as IP after all.  Patent 
information of competitors and in the fields relevant to the company’s business are 
valuable technological information to support R&D center and business sector.  The 
tate-of-the-art search (the status of the most up-to-date technological advancement) 

ities 

 Financing and Valuation

s
needs to be shared with researchers to assist tem in taking the right decisions on their 
research activities, the acquisition of IP rights, and prevent possible conflicts with 
competitors.  Patent information also includes information about competitor’s activ
and the legal status of their IPRs which are important to consider business competition or 
partnerships. 
 
 
IP  

ecent developments in financial regulations and accounting standards, combined with 

nd Analysis section of the financial reports, or in a voluntary intangibles report.  
 finance. 

e 

 
R
the increasing curiosity of shareholders, investors, analysts and tax authorities, is 
encouraging companies to provide a more transparent and reliable disclosure of a 
company’s intangible assets either on the balance sheet, in the Management Discussion 
a
Recently, IP assets have been sold, licensed, used as collateral or security for debt
 
To meet the requirements on disclosure of assets, effective methods of assessing the 
value of intangible assets, including IP, are needed.  Experts have not found a robust 
method that could fully satisfy companies in different sectors of industry and this may 
also be another reason which prevents many companies from systematically assessing th
value of IP assets. 
 
 
 
 
Reference 
 
WIPO web resources on executive program and on IP management 
http://www.wipo.int/academy/en/execed/index.html 
 
“Exploiting intellectual property in a complex world” a global survey conducted in 2007 
by PriceWaterHouseCoopers 
 
http://www.pwc.com/extweb/pwcpublications.nsf/docid/F5DBAFA7B3F4501D8525708
30007AD84/$FILE/tecv4ip.pdf  
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Chapter 17 
 

Internet Domain Names and 
Alternative Dispute Resolutions 

 
 
 
 
Introduction  

s well as facilitating innovation and allowing its more efficient management and 

e 
 are 

ack to the holders of the mark or famous name at a profit.  Cybersquatters, and some of 

omain names are the human-friendly forms of Internet addresses, and are commonly 
sed to find web sites.  For example, the domain name wipo.int is used to locate the 
IPO web site at http://www.wipo.int

 
A
exploitation, the Internet has also raised some challenges for the IP community.  One 
such internet-generated battle in the IP area is being fought over the eviction of 
cybersquatters who have taken over trademarks to which they have staked a claim in bad 
faith.  Cybersquatters register domain names (roughly speaking website addresses but se
below for more detailed definition), which they have no intention of using and that
identical or similar to registered trademarks or famous names, and then try to sell them 
b
the cases brought against them under the WIPO domain-name dispute resolution 
procedure, have received wide-spread coverage in the press, highlighting the importance 
of trademarks and their new manifestation as website identifiers, in the world of 
commerce.   
 
D
u
W .  There are several levels of domain names.  A 

TLD is a generic top level domain.  It is the top-level domain of an Internet address, for 
om, .net and .org.  In addition, seven new gTLDs were also selected by 

ANN (the Internet Corporation for Assigned Names and Numbers) on November 16, 
business 

ed);  .museum (for 
useums);  .name (for personal names);  .pro (for professionals). 

hile designed to serve the function of enabling users to locate computers (and people) 

e into conflict with the system of business identifiers 
at existed before the arrival of the Internet and that are protected by IP rights. 

Domain name disputes arise largely from the practice of cybersquatting as discussed 
above.  Cybersquatters exploit the first-come, first-served nature of the domain name 
registration system to register names of trademarks, famous people or businesses with 

g
example: .c
IC
2000.  These are: .aero (for the entire aviation community); .biz (for 
purposes);  .coop (for cooperatives);  .info (unrestrict
m
  
 
W
in an easy manner, domain names have acquired a further significance as business 
identifiers and, as such, have com
th
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which they have no connection.  Since registration of domain names is relatively simple, 
ybersquatters can register numerous examples of such names as domain names.  As the 

holders of these registrations, cybers  put the domain names up for 
auction, or offer them for sale direct or person involved, at prices far 
beyond the cost of registration.  Alternatively, they can keep the registration and use the 
name of the person or b  attract business for 
their own sites. 
 

hy so many disputes?  There is no agreement within the Internet community that would 
llow organizations that register domain names to pre-screen the filing of potentially 
roblematic names.  The reasons vary, ranging from allowing easy registrations to 
timulate business, to the practical difficulties involved in determining who holds the 

e, to the principle of freedom of expression.  Furthermore, the increasing 
usiness value of domain names on the Internet has led to more cybersquatting, which 

s or 

c
quatters often then
ly to the company 

usiness associated with that domain name to

W
a
p
s
rights to a nam
b
results in more disputes and litigation between the cybersquatters and the businesse
individuals whose names have been registered in bad faith. 
 
 
WIPO Internet Domain Names Disputes Resolution services 
 
The Internet grew rapidly over the last decade as a place to do business, although no 
international legal standards existed to resolve domain name disputes.  The Internet 
Corporation for Assigned Names and Numbers (ICANN), the organization respon
for, among other things, management of the generic top level domains such as .com, .net 
and .org, was in urgent need of a solution to the dispute resolution problem.  The 
of negotiating

sible 

process 
 a new international treaty was considered too slow, and new national laws 

ould most likely be too diverse.  

h 
O 

h it 
 

orm Domain Name 
ispute Resolution Policy (UDRP).  The UDRP went into effect on December 1, 1999, 
r all ICANN-accredited registrars of Internet domain names.  Under the UDRP, WIPO 

f 
ith 

 

.  

w
 
What was needed were internationally uniform and mandatory procedures to deal wit
what are frequently cross-border disputes.  With the support of its member States, WIP
- which is mandated to promote the protection of IP worldwide - conducted extensive 
consultations with members of the Internet community around the world, after whic
prepared and published a report containing recommendations dealing with domain name
issues.  
 
Based on the report’s recommendations, ICANN adopted the Unif
D
fo
is the leading ICANN-accredited domain name dispute resolution service provider.  As o
the end of 2001, some 60 percent of all the cases filed under the UDRP were filed w
WIPO.  Additionally, a growing number of registrars of country code top-level domains
have designated WIPO as a dispute resolution service provider. 
 
The UDRP is the Uniform Domain Name Dispute Resolution Policy, adopted by the 
Internet Corporation for Assigned Names and Numbers (ICANN) on August 26, 1999
The UDRP is based on recommendations made by WIPO in the Report on the First 

http://www.wipo.int/
http://www.wipo.int/
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WIPO Internet Domain Name Process, focusing on the problems caused by the conflict 
between trademarks and domain names.  A number of further issues identified in that 
Report that were considered to be outside the scope of the First WIPO Process have b
addressed in the subsequent Report of the Second WIPO Internet Domain Name Proces
 
WIPO’s resolution service offers highly qualified neutral panelists, thorough and 
expeditious adm

een 
s. 

inistrative procedures, and overall impartiality and credibility.  Dispute 
solution at WIPO is much faster than normal litigation in the courts.  A domain name 

 
 

hat are the results of the procedures, and are they binding?  A domain name is either 
ansferred or the complaint is denied and the respondent keeps the domain name.  It is 

are no monetary damages 
pplied in UDRP domain name disputes, and no injunctive relief is available.  The 

urt in 

re
case filed with WIPO is normally concluded within two months, using on-line procedures,
whereas litigation can take much longer.  Fees are also much lower than normal litigation.
There are no in-person hearings, except in extraordinary cases.  Minimal filing 
requirements also help reduce costs.  For resolution of a case involving one to five 
domain names, with a single panelist, the current cost is US$ 1,500;  for three panelists, 
the total cost is US$ 4,000.  For six to ten domain names, the current cost is US$ 2,000 
for a case involving a sole panelist and US$ 5,000 for a case involving three panelists. 
 
W
tr
also possible to seek cancellation of the domain name.  There 
a
accredited domain name registrars - which have agreed to abide by the UDRP - 
implement a decision after a period of ten days, unless the decision is appealed in co
that time.  The panel decisions are mandatory in the sense that accredited registrars are 
bound to take the necessary steps to enforce a decision, such as transferring the name 
concerned.  However, under the UDRP, either party retains the option to take the dispute 
to a court of competent jurisdiction for independent resolution.  In practice, this is a 
relatively rare occurrence. 
 
 
Alternative Dispute Resolution (ADR) 
 
The potential of mediation and arbitration for preventing and resolving IP disputes has 
not been fully realized as most IP owners and IP lawyers still rely on traditional means of 
court litigation.  But perceptions have started to change due to a number of related 
evelopments that have taken place over the last ten years. 

s.  

h and development, 
roduction or marketing. 

d
 
First, the economic importance of IP has grown to the extent that, for many companies, 
IP rights are their basic assets, and disputes involving these rights can interfere with, or 
even paralyze, their activities.  At the same time, as IP assets are marketed and exploited 
across borders, disputes involving these assets are likely to concern multiple jurisdiction
In addition, IP owners are increasingly engaged in complex contractual relationships 
which involve parties in different forms of cooperation in researc
p
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The trend towards ADR has been reinforced by the success of domain name dispute 
resolution procedures such as UDRP.  Moreover, a growing number of procedural law
encourage, or even require, the use of ADR. 
 

s 

he advantages of ADR are increasingly recognized.  They include the following: 

 

 
parties may choose the procedural rules, the applicable law, the place and the 

f the 
 

ir 

 Confidentiality.  ADR proceedings are private. Accordingly, the parties can 
s and results confidential.  This is particularly 

important where – as is often the case in IP disputes – confidential information 
 

 Finality and enforceability of arbitral awards.  Unlike court decisions, which 

 

ral 

DR does also have its limitations, and certain objectives can only be attained through 
court litigation.  In particular, it is not possible to obtain through ADR a decision that 
would set a public legal precedent.  The results of an ADR procedure, an arbitral award 

T
 

 A single procedure.  Court litigation in international IP disputes can involve a
multitude of procedures in different jurisdictions with a risk of inconsistent 
results.  Through ADR, the parties can agree to resolve in a single procedure a 
dispute involving a right that is protected in a number of different countries, 
thereby avoiding the expense and complexity of multi-jurisdictional 
litigation.     

 
 Party autonomy.  Because of its private nature, ADR offers parties greater 

control over the way their dispute is resolved.  Unlike in court litigation, the

language of the proceedings.  
 

 Neutrality.  ADR can be neutral to the law, language and institutional culture 
of the parties.  It can thus eliminate any home court advantage that one o
parties might otherwise enjoy in the context of court litigation, where
familiarity with the applicable law and local processes can offer significant 
strategic advantages.  

 
 Expertise.  The parties can select arbitrators or mediators who have special 

expertise in the legal, technical or business area relevant for resolving the
dispute.  

 

agree to keep the proceeding

or trade secrets are at stake.  It also enables the parties to focus on the merits
of the dispute, without being concerned about its public impact to their 
reputation.  

 

can generally be contested through one or more rounds of litigation, arbitral 
awards are not normally subject to appeal.  Their enforcement across borders
is greatly facilitated by the United Nations Convention for the Recognition 
and Enforcement of Foreign Arbitral Awards of 1958, known as the New 
York Convention, which requires all 137 Member States to recognize arbit
awards without review on the merits.  

 
A
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or a settlement agreement, are in principle binding only on the parties involved.  So f
example, if a party wished to obtain a generally binding decision that the claims of a 
particular patent were valid/invalid, the only 

or 

means of obtaining such a “public” decision 
ould be a court judgment. 

 addition, the consensual nature of ADR makes it less appropriate if one of the two 

an
 
 
W

w
 
In
parties is uncooperative.  Since both parties must agree to use ADR, no party can force 

other to participate. 

IPO’s Arbitration and Mediation Center 
 
In order to promote the use of ADR in IP disputes, WIPO offers the following procedures 

 
M
ass  of the dispute.  

one or m
arb ng to 
court.   
 

 a mediation procedure, a neutral intermediary, the mediator, helps the parties to reach a 
d 

to accep is 
no .  The mediator’s role is, rather, to assist the parties in reaching a 
ettlement of the dispute. 

Th
involvem
subm
cla e a 
procedure is initiated.  These clauses can be found on the Center’s website. 

the
arb
fil  
tradem cts, 
as 
 

through its Arbitration and Mediation Center:   

ediation.  A non-binding procedure in which a neutral intermediary, the mediator, 
ists the parties in reaching a settlement

 
Arbitration is a procedure in which a dispute is submitted, by agreement of the parties, to 

ore arbitrators who make a binding decision on the dispute.  In choosing 
itration, the parties opt for a private dispute resolution procedure instead of goi

In
mutually satisfactory settlement of their dispute.  A party to a mediation cannot be force

t an outcome that it does not like.  Unlike an arbitrator or a judge, the mediator 
t a decision-maker

s
 

ese procedures are administered under rules which were developed with the active 
ent of many leading ADR and IP practitioners and scholars.  To facilitate the 

ission of disputes to one of these procedures, the Center has developed model 
uses, which contain the elements on which parties should reach agreement befor

 
Against the background of the increasingly international commercialization of IP assets, 

 Center has, over the last three years, observed an increase in the number of WIPO 
itrations and mediations.  By March 2006, 47 arbitrations and 44 mediations had been 

ed covering disputes arising from patent or software licenses, joint ventures, R&D or
ark co-existence agreements, distribution agreements for pharmaceutical produ

well as domain name and patent infringement disputes. 
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Mediators and Arbitrators 
 
Whatever the merits of the rules, the success of an ADR procedure depends in large part 
on the quality of the neutral, i.e. the mediator or arbitrator.  In the case of IP disputes, a 

igh level of dispute resolution skill and experience must be accompanied by specialized 
 on 

 
 database containing the professional profiles of over 1,000 

rbitrators and mediators from around 70 countries.  These range from seasoned dispute-
solution generalists to highly specialized experts, covering the entire legal and technical 

l commercial disputes between private 
arties. Developed by leading experts in cross-border dispute settlement, the procedures 

y, 

h
knowledge of the subject matter of the dispute.  WIPO therefore places great emphasis
identifying suitable candidates to fill these roles.  In referring a dispute to WIPO, parties
can draw on a growing
a
re
spectrum of IP. 
 
Based in Geneva, Switzerland, the WIPO Arbitration and Mediation Center was 
established in 1994 to offer ADR of internationa
p
offered by the Center are widely recognized as particularly appropriate for technolog
entertainment and other disputes involving IP. 
 
 
Reference 
 
WIPO web site resources 
ttp://www.wipo.int/amc/en/h  
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Chapter 18 
 

The Use of Patent Information 
 
 
 
 
ntroductionI  

 
A patent gives an inventor an exclusive right on a special knowledge and by doing so 
limits the possibilities of access to this special technology for other enterprises.  In return
for this, it requires that the inventor should disclose the information about the newly 
developed technology for public access.  This second function of the patent system, ofte
nderestimated, is very important for the contin

 

n 
uous development of the technology and 

r the enhancement of technological capability of the local industry.   

t opened a new window of opportunities to look at strategic and wise use of 
entury.  Many countries accumulate and categorize patent 

s that are searchable and published and updated on the 
rnet connection can browse through files of patent 

information organized by classification and generally searchable by key words and other 
fields.  Collective and regional databases are also a rich source of on-line information, 
including those published on the Internet by the WIPO Intellectual Property Digital 
Libraries (IPDL) and PatentScope, the European Patent Office, Latin America, and the 
Trilateral Offices. WIPO’s website maintains a list of all of these databases with direct 
links to their Internet sites.  
 
 
Patent Information as valuable technological information

u
fo

 
he InterneT

patent information in this c
information in patent database
Internet.  Anyone with an Inte

 
 
There are no exact statistics on the number of patent documents published so far from the 
beginning of the times when patents were first published.  They can, however, be 
estimated at over 60 million.  Normally, only the recent ones are of practical importance 
for those searching technological information;  the older ones are frequently only of 
historical interest.  Most information contained in patents are not made available in other 
technological journals. 
 
Insufficient use of patent information causes considerable waste in R&D investment.  For 
example, the EPO estimates that European industry is losing US$ 20 billions every year 
due to a lack of patent information, which results in duplication of efforts such as re-
inventing existing inventions, re-solving problems that have already been solved, and re-
developing products that already are on the market.  In some cases, it is possible to use 
patent information to develop new products or processes,  and this is an important and 
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legitimate use of the patent system, as long as the new product does not infringe the 
laims of the patent.  

 
Use of patent information for strateg age may be even more effective 
than use for technical content.  Patent inform ion is used to observe market trends and 
develop data on comp technical and 

roduct focus of their s and issued patents.  
arket information on technology trends and what R&D investment decisions companies 

re making can be gleaned.  Names of individual inventors are often important 
formation to competitors who wish to attract and hire talent.   

as shown that information contained in patent documents can be very 

rs;  

.), 

r 

competitors both within the country and abroad; and  
• identify a market niche or to discover new trends in technology or product 

 

c

ic busine s advants
at

etitors.  Savvy businesses are able to assess the 
 competitors by observing their filed applicationp

M
a
in
 

he practice hT
useful to: 
 

• avoid duplication of R&D work;  
• identify specific new ideas and technical solutions, products or processes;  
• identify the state-of-the-art in a specific technological field in order to be aware of 

the latest development;  
• assess and evaluate specific technology and to identify possible licenso
• identify alternative technology and its sources;  
• locate of sources of know-how in a specific field of technology or in a given 

country;  
• improvement of an existing product or process;  
• development of new technical solutions, products or processes,  
• identify existing or prospective industrial property rights (validity, ownership, ..

particularly to avoid infringement actions;  
• assess novelty and patentability of own developments with a view of applying fo

a domestic or foreign industrial property right;  
• monitor activities of 

development at an early stage 
 

The Structure of a Patent Document 
 
The front page of a published patent document generally displays bibliographic 
information such as the title of the invention, the date of filing, the priority date, the 
relevant technical field, the name and address of applicant(s) and inventor(s).  It also 
contains an abstract and a representative drawing.  Bibliographic information is an 

 it.  

ue 

essential means of identifying, locating and retrieving patent documents. 
 
The patent specification is the most important part of a patent document, as it enables a 
person to understand the claimed invention and the technical information contained in
The specification should disclose the invention clearly and precisely.  Preferably, it 
should be illustrated by examples to explain how to work or carry out the invention in 
practice so as to enable anyone skilled in the relevant art to do so likewise, without und



page 157 
 

experimentation.  In most countries, a specification of the invention includes the 
background of the invention, summary of invention, brief description of drawings (if 

ecessary) and a detailed description of the invention.  n
 
 
Patent Information on the Internet 
 
As of now, many national patent offices have launched free-of-charge patent information 
databases, which are open to the public.  For example, the Full-Text and Full-Pa
Database of the United States Patent and Trademark Office (USP

ge Image 
TO) is one of the 

arliest and free online patent information services.  Another major on-line free patent 
vices 

for simple searches, based on key words, such as a known patent number, 
ame of the inventor(s) or applicant(s), a key word in the title, etc., but are not a suitable 

tions and legally motivated searches.  In 2007 
and 

e
database is esp@cenet®, which has some 60 million patent documents.  The free ser
work well 
n
tool for executing more complex investiga
Google included US patents in its Google patent with an impressive search engine 
user-friendly navigation facilities.  

 
 
 

Reference 
 
WIPO web resources and portal of PatentScope 
http://www.wipo.int/patentscope/en/ 
 
Google Patents 
http://www.google.com/patents?hl=en 
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Chapter 19 
 

Trade Secret 
 
 
 
 
 
Introduction 
 
A legal definition of a trade secret rarely exists.  It is generally understood that trade 
secrets refers to any confidential information on technology or business.  Examples of 
trade secrets are any information on a new manufacturing method, know-how, chemical 
formulae, blue prints or prototypes, sales methods, distribution methods, data obtained 
from experimental uses of a new product, results of clinical trials of a new drug, optima
conditions for the operation or manu

l 
facturing processes, business schedules, details of 

price agreements, lists of clients, advertising strategies and new directions in the R&D. 
While a final determination of what information constitutes a trade secret will depend on 

al case, clearly unfair practices in respect of secret 
 include industrial or commercial espionage, breach of contract and breach of 

the circumstances of each individu
nformationi

confidence. 
 
 
Protection 
 

epending on the legal system, the protD
c

ection of trade secrets forms part of the general 
once t of protection against unfair competition or is based on specific provisions or case 

law on the protection of confidential information. 

rade secrets are protected without any procedural formalities.  There are, however, some 
onditions for the information to be considered a trade secret.   

 
 
Advantages and Disadvantages

p

 
T
c

 
 
Because of these conditions, the cost of keeping certain information as trade secrets may 
be more expensive in the long run than the protection by other means such as patents or 
industrial designs.  To protect new technological information as a patent or as trade 
secrets is often a key business decision, involving a number of factors. 
 
Some advantages of trade secrets include: 
 

 Trade secret protection has the advantage of not being limited in time (patents last in 
general for up to 20 years).  It may therefore continue indefinitely as long as the 
secret is not revealed to the public. 
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 Trade secrets involve no registration costs (though there may be high costs related to 
keeping the information confiden

 
 Trade secrets have immediate e

 Trade secret protection does not require compliance with formalities such as 
disclosure of the information to a Government authority. 

here are, however, some concrete disadvantages of protecting confidential business 
s a trade secret, especially when the information meets the criteria for 

ecret is more difficult to enforce than a patent.  

el of protection granted to trade secrets varies significantly from country to 
, but is generally considered weak, particularly when compared with the 

RIPS Agreement and the Paris 

tial). 

ffect. 
 

 
T
information a

atentability: p
 

 If the secret is embodied in an innovative product, others may be able to inspect it, 
dissect it and analyze it (i.e. “reverse engineer” it) and discover the secret and be 
thereafter entitled to use it.  

 
 Trade secret protection of an invention in fact does not provide the exclusive right to 

exclude third parties from making commercial use of it. Only patents and utility 
models can provide this type of protection. 

 
 Once the secret is made public, anyone may have access to it and use it at will. 

 
 A trade s

 
 The lev

country
protection granted by a patent. 

 
 

rotection of Undisclosed Information under the TP
Convention 
 

he TRIPS Agreement requires undisclosed information to beneT fit from protection. 
ccording to Article 39.2, the protection must apply to information that is secret, that has 

ecret and that has been subject to reasonable steps to 

 
rcial practices.  

ctices” includes breach of contract, breach of 

A
commercial value because it is s
eep it secret.  k

 
The Agreement does not require undisclosed information to be treated as a form of 
property, but it does require that a person lawfully in control of such information must 
have the possibility of preventing it from being disclosed to, acquired by, or used by

thers without his or her consent in a manner contrary to honest commeo
 
Manner contrary to honest commercial pra“

confidence and inducement to breach, as well as the acquisition of undisclosed 
information by third parties who knew, or were grossly negligent in failing to know, that 
such practices were involved in the acquisition. 
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The Agreement also contains provisions on undisclosed test data and other data whose 
ubmission is required by governments as a condition of approving the marketing of 

roducts which use new chemical entities.  

st 

xcept where necessary to protect the public, or unless steps are taken to ensure that the 

lthough the Paris Convention does not mention trade secrets as such, it is to be noted 
on 

s
pharmaceutical or agricultural chemical p
 
In such a situation the Member government concerned must protect the data again
unfair commercial use. In addition, Members must protect such data against disclosure, 
e
data are protected against unfair commercial use. 
 
 
A
that Article 10bis on unfair competition requires protection against any act of competiti
contrary to honest practices in industrial and commercial matters. 
 
 
Reference 
 
WIPO resources on SME and Trade Secrets 
http://www.wipo.int/sme/en/ip_business/trade_secrets/trade_secrets.htm 
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Chapter 20 

 
IP Education and Research 

 
 
 
 
Introduction 

se associated with 
reative and innovative endeavor – from students in engineering and science faculties, 

 political science and MBA to policy-makers, business executives, educators 
ts, artists and inventors themselves.   

nd effective 
es of the IP 

IPO. 
 
 
Recent Trends and Needs

 
IP is an increasingly important generator of economic, social and cultural growth and 
development.  What IP education aims to give law students in the past - a clear 

nderstanding of the IP system - has also become a necessity for all thou
c
economics,
nd archivisa

 
Enhancing IP education in order to meet the growing need for informed a

ersonnel trained in the field will continue to be one of the main challengp
community and W

 
 
In view of the expansion of the horizon of IP, IP education and research of IP policy 
issues also became interdisciplinary and international.  It is difficult to estimate the 
number of universities in the world where IP is taught, due to the absence of reliable data, 
but a preliminary estimate by WIPO indicates there are some 700 of them, with most of 
their IP courses being centered in the law faculty.  IP courses are elective and often fairly 
brief.  The majority of universities with IP courses on their curricula offer only general IP 
programs primarily focusing on the nature and extent of the rights which may be 
protected under IP law, and the impact and role of IP in the context of the knowledge-
based, globalized economy.   
 
However, some countries offer more specialized and comprehensive IP courses.  For 
example, in the United States of America, there are some 20 IP specialized LL.M. 
programs  In Japan, a few technical universities have started to offer a year-long IP 
course in conjunction with other technology-related disciplines such as the management 
of technology (MOT).  In France, several universities have compulsory IP courses in the 
science faculty.  Recent trends suggest that more universities will include IP courses in 
their curricula, while existing IP courses will continue to expand, particularly in countries 
where IP activities have grown.  For example, in China, the Ministry of Education has 
officially encouraged universities to set up Masters and Ph. D. programs in IP law or IP 
management.  As a result, at least 16 universities now offer IP courses, including 5 
universities where IP courses are taught at their law school dedicated to teaching IP. 
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The recent trends show that an increasing number of countries have started to strengthen 
programs of the IP education in qual  scope and in depth, and more 
universities have joined in the intern  or partnerships to reflect the 
global nature of the teaching subjects. 
 

owever, resources and many countries.  Our 
hallenges require stronger cooperation between educational institutions and IP 
cademies.  WIPO Academy set up a global network of IP Academies in 2007 to 

nhance the international cooperation in this field. 

ity and quantity, in
ational cooperation

H
c

 experience in teaching IP are still poor in 

A
e
 
 
Sources of Useful Information for IP Research 
 
Obviously the Internet contains vast amount of information on IP. 
 
WIPO and WIPO Worldwide Academy aims to provide a portal of IP and of IP educatio
and research, respectively. 
 

n 

www.wipo.int 
http://www.wipo.int/academy/en 
 
WIPO also provides a comprehensive database of national and regional laws of IP.  The 
atabase of IP law collection is called “CLEA”.  According to the cooperation agreement 

ations as well as their revisions and 
mitted by countries are included in the CLEA. 

d
between WTO and WIPO, new laws and regul
updates that have been sub
 
http://www.wipo.int/clea/en/ 
 
WIPO Library is the unique and authoritative center of IP documents including 
proceedings of all the diplomatic conferences of IP treaties. 
 
http://www.wipo.int/library/en/ 
 
In addition to WIPO publications, WIPO Magazine includes a number of articles deali
with current topics on IP. 

ng 

 
 http://www.wipo.int/wipo_magazine/en/ 
 
Web sites dedicated to IP issues as well as IP blogs are often useful to keep abreast of 
what are being discussed in the area of IP.  One of IP blogs is IPkat 
(http://ipkitten.blogspot.com/) which the latest issue of WIPO Magazine introduced. 
 
http://www.wipo.int/wipo_magazine/en/2008/02/article_0006.html 
 

[Annex I follows] 
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Annex I 

 
Annotated Program of WIPO Summer School on Intellectual Property1 

 
 
Topic 1 WIPO and its Role in the Promotion of Intellectual Property 
 

• History and Mission of WIPO 
• Main Activities 
• IP for Development 

 
Topic 2 Orientation (and Projection of the Academy video clip) 

 
Topic 3 Presentation of the Partner Institution 

 
opic 4 Introduction to IT P 

lectual Property (IP)  
• Main Branches of IP: 

- Patents 

arks 

crets (undisclosed information) 

- Copyright and Related Rights 

 

• Concept of Intel

- Industrial Property 

- Copyright and Related Rights 

• Introduction to Main IP Categories:  

- Tradem

- Industrial Designs 

- Geographical Indications 

- Trade Se

 

                                                 
s textbook is a compilation of reading material taken from WIPO publications, 1 Thi

p
website resources and 

resentation slides used for the past summer schools.  In preparing the textbook this an
been used as a basis.  For ease of reading and in view of recent updates, certain modifi
made to the textbook which do not necessarily or strictly follow the annotated program.  A total of 34 
topics have been included in 18 Chapters as shown in the Table of Contents.   

notated program has 
cations have been 
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Topic 5  Patents 
 

• History, Concept and Nature of a Patent 

• Conditions of Patentability 
• Patentable Subject Matter and Exclusions 

• Exceptions and Limitations to Right Conferred  

• Enforcement of Rights 

Topic 6  International and Regional Patent Systems 

• Role of Patents for Economic Development  

• Rights Conferred  

• Compulsory Licenses 
• Duration 
• Utility Models 

 
 

Objectives and the main provisions of: 
tion for the Protection of Industrial Property (1883) 

 Patent Cooperation Treaty (PCT-1970) 

 Concerning the International Patent 

• 
• 

PO, OAPI, Benelux Office for IP, 

 
Main Developm

tion Treaty 
• t Law Treaty (SPLT) 
• IPO mittee on Development 

 
Topic 7 Patent Cooperation Treaty (PCT)

 

• Paris Conven
•
• Budapest Treaty (1977) 
• Strasbourg Agreement

Classification (IPC) (1971) 
Patent Law Treaty (PLT) (2000) 
WTO TRIPS Agreement (1994) 

• Regional Systems (EPO, EAPO, ARI
OHIM, GCC) 

ents at WIPO: 
Reform of the Patent Coopera
Negotiation of the Substantive Paten
W  Development Agenda (Work of the Com
and IP) 

 
 

• History and Objectives of the PCT 
• The Functioning of the PCT System:  

- Filing of International Application 
- International Search, International Publication 
- International Preliminary Examination 
- National Phase 

• Advantages of  the PCT System 
• Various PCT Statistics  
• Recent PCT Developments 

 



page 165 
 

Topic 8 Selected Cases on Patents  

Topic 9  

 
• 2-4 cases on the choice of the lecturer  

 
Trademarks 

 

y and Grounds for Refusal 
 of Trademark Rights: on the basis of use / registration  

Trademark law: national law, regional law, international 
on, TRIPS Agreement ) 

 Collective Marks and Certification Marks         
s Convention and the TRIPS 

Agreement) 

 Internet (WIPO Joint 

Topic 10 

• Definitions 
• Signs which may Serve as Trademarks 
• Criteria of Protectabilit
• Protection
• The Sources of 

treaties ( Paris Conventi
•
• Protection of Well-known Marks (Pari

• Current Challenges: 
- New Types of Marks (work of the WIPO-SCT) 
- Use of Marks or Other Signs on the

Recommendation) 
 

Geographical Indications 
 

aphical Indications? 

cations at the National Level 
l Indications at the International Level: 

of Industrial Property 
eceptive 

ir International Registration 
-   The TRIPS Agreement and Geographical Indications 

o

• Introduction- Why Protect Geogr
• Definitions (indication of source, appellation of origin, geographical 

indication) 
 Protection of Geographical Indi•
• Protection of Geographica

-  Paris Convention for the Protection 
-  Madrid Agreement for the Repression of False and D

Indication of Source on Goods  
-  Lisbon Agreement for the Protection of Appellation of origin and 

the

• Current Challenges 
 

T pic 11 Industrial Designs 
 

ction  

ustrial Design Protection and Copyright 

• efiD nition of the Subject Matter of Prote
• Scope of Protection 

ntive) • Conditions for Protection (formal and substa
• Rights Conferred 
• Duration of protection 
• Interface between Ind

Protection 
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Topic 12 Madrid and the Hague Syst ems 
 

• Objective of the Madrid System 
ning of the Madrid System 

• Differences between the Agreement and the Protocol  
of the Madrid System  

 

ccession to the Hague Agreement 
e Hague Agreement 

 

Madrid System: 

• Functio

• Advantages 
• Effects of the Madrid System 
• Statistics 

The Hague System: 
• Objective of the Hague System 
• Principle of the International Deposit  
• Main Provisions of the Hague Agreement 
• Benefits of A
• The Geneva Act of th
• Effects of the Hague Agreement 
• Statistics 

Topic 13  Copyright and Related Rights 

• Introduction 

 Rights of the Author 

• 
• 

R
R
Rights of Broadcasting organizations  

 
tion of Copyright and Related Rights

 

• Subject Matter of Copyright Protection 
• Rights Comprised in Copyright: 

- Moral
- Economic Rights 

• Limitations and Exceptions (to be developed separately) 
Duration of Protection  
The Concept and Types of Related Rights: 

ights of Performers - 
- ights of Producers of phonograms 
- 
Ownership of Copyright  • 

Topic 14 International Protec   

ns of: 
ry and Artistic 

vention for the Protection of Performers, 
s (the 

 Special Conventions in the Field of Copyright (the 
Phonograms and the Satellites Conventions) 

 

• Introduction 
• Substantive Provisio

- Berne Convention for the Protection of Litera
Works 

- International Con
Producers of Phonograms and Broadcasting Organization
Rome Convention) 

- Other
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- WIPO Copyright Treaty (WCT) 
- WIPO Performance and Phonogram Treaty (WPPT) 

IPS Agreement 

Topic 15 

- The TR
 
Exceptions and Limitations of Copyright 

 
Protection? 

ne Convention, the TRIPS Agreement, 
nd the WPPT  

• 3 Step-Test: 
ecial cases 

l exploitation 
terests of right holders 

 the National laws 

 Digital Environment 
alog different from digital? 

o rademarks and Geographical Indications

• Introduction: Why Limit Copyright 
• Relevant Provisions of the Ber

the WCT a

- certain sp
- do not conflict with norma
- do not prejudice the legitimate in

• Existing Exceptions and Limitations under
-     excluding certain categories of works 

rposes -      permitting free uses for particular pu
licenses  -     establishing non-voluntary 

s and Exceptions in the• Limitation
- Is an
- solutions offered 

 
T pic 16 Selected Cases on T  
 

Topic 17 The A ts of Intellectual Property Rights 

• 2-4 cases on the choice of the lecturer  
 

greement on Trade-Related Aspec
(TRIPS Agreement) 

 

ope and Use of IPRs (Part II) 

 

n of Undisclosed Information 
etitive Practices in Contractual Licenses 

 

• 

• Introduction: the WTO System 
sic Principles (Part I) • General Provisions and Ba

• Standards Concerning the Availability, Sc
- Copyright and Related Rights 
- Trademarks 
- Geographical Indications 
- Industrial Designs 
- Patents 
- Layout-Designs of Integrated Circuits 
- Protectio
- Control of Anti-Comp

• Enforcement of IPRs (Part III) 
• Dispute Prevention and Settlement (Part V) 
• Transitional Arrangements (Part VI) 

Debated Issues under the Framework of the TRIPS Agreement  
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Topic 18 IP and Public Health: Issues and Challenges 
 

  I. WTO Perspectives 

 

• Introduction: IPRs and Public Health- How to Strike a Balance?
• Legal Remedies within the WTO/TRIPS Contex

 

, 

ision of the General Council of WTO of August 30, 2003 
 Protocol Amending the TRIPS 

t: 
- The Doha Declaration on the TRIPS Agreement and Public Health
 November 14, 2001 
- The Dec
- The Decision of December 6, 2005:
 Agreement 

 
  II.  WHO Perspectives 

 
• 

 and Public 

g, tools, implementation 
acity in developing countries 

WHO’s Work on IP and Public Health  
- The Report of the Commission on IPRs, Innovation

altHe h    
-     Global Strategy and Plan of Action on Public Health,    
       Innovation, and IP 
- WHO Perspectives on Access to Drugs: 

-  Addressing the legal and political framework 
-  Addressing the gaps: fundin
-  Training and enhancing cap

 
Topic 19 Collective Management of Copyright and Related Rights 
 

• Introduction: Why Collective Management? 
orks? 

roducers 
 

uscripts, sculpture  

aphy: photocopying 

 

• How Collective Management W
• Types of Collective Management Organization  
• Main Fields: 

- Music: composer-performers-p
- Broadcasting
- Visual Arts: painting, man
- Dramatic Works 
- Reprogr
- Home Taping (music) 

• Current and Emerging Issues 
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Topic 20 Selected Cases on Copyright and Related Rights 

f the lecturer 

Topic 21 Unfair Competition and IP

 
• 2-4 cases on the choice o

 
 

:  

tection (relevant provisions of the Paris 
Convention and the TRIPS Agreement) 

• on: 
- Causing confusion 

osure of secret information 
) 

ing  
 

Topic 22 Transfer of

• Introduction: What is Unfair Competition? 
• Need for Protection 
• Legal Basis for Protection

- National protection (variations in different countries’ approach to 
 unfair competition) 
- International pro

Acts of Unfair Competiti

- Misleading 
- Discrediting competitors 
- Discl
- Taking advantage of another’s achievements (free riding
- Comparative advertis

 Technology and Licensing: Issues 
 

• Introd tion
• Commercial Transfer and Acquisition of Technology 

sing 
• Negotiation of Licensing Agreements 

to 4 Clusters 
? 

l:  What value is it? 
happen with it in the 

 
Topic 23 nsfer of Technology and Licensing

uc  

• Main Methods of Transfer of Technology and Licen

• Technology Licensing: Key Terms grouped in
- Subject Matter:  What is licensed
- Scope:  What can you do with it? 
- Financia
- Upgrades and maintenance:  What will 

future? 

Simulation Exercises on Tra  
 

e lecturer 
 

• 2-4 cases on the choice of th
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Topic 24 Protection of New Plant Varieties 
 

• Origin/Evolution of Plant Variety Protection Worldwide 
• Rational behind Providing Protection to New Plant Varieties  

nts: 
- TRIPS Agreement (art. 27.3(b)) 

eris system 
nvention:  

 
Topic 25 rsity (CBD) and the FAO International 

• International Instrume

- Criteria  of “effectiveness” of a sui gen
- UPOV, key provisions of the UPOV Co

- breeders and varieties 
- conditions of protection 
- scope of the right 
- exceptions  
- duration  

The Convention on Biological Dive
Treaty on Plant Genetic Resources for Foods and Agriculture 

 
hip between IPRs and Biodiversity 

rovisions  

ts Arising out of their Utilization 

 - Revision of art. 27.3(b) of 
greement 

Topic 26 able 

• Introduction to the Issue of Relations
• CBD, its Objectives (art.1) and Main P
• Bonn Guidelines on Access to Genetic Resources and Fair and 

Equitable Sharing of the Benefi
• FAO International Treaty, its Objectives (art.1) and Main Provisions  
• Current State of Discussions in the WTO

the TRIPS A
 

Traditional Knowledge and Genetic Resources: Towards a Suit
Protection System  
 
• Introduction: Why Protect TK? 
• Concept of TK 
• TK Issues Debated under the WIPO Intergovernmental Committee on 

C) 
 for 

IP and Genetic Resources, Traditional Knowledge and Folklore (IG
• Key Provisions of the Revised Draft Policy Objectives & Principles

Protection of  TK 
• Work of the IGC on Genetic Resources  
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Topic 27 Traditional Cultural Expressions (TCE) or Expressions of Folklore (EoF): 
Policy Issues  

ws on the 

grams Treaty, 1996 
•  IGC 
• Draft Policy Objectives & Core 

of  TCEs or EoF 
• 

 
• Introduction: Why Protect TCE or EoF? 
• International Cooperation on Folklore since 1970s: 

- Berne Convention, art 15.4;  
- UNESCO-WIPO Model Provisions for National La

Protection of Expressions of Folklore, 1982; 
- WIPO Performances & Phono
TCE or EoF Issues Debated under the
Key Provisions of the Revised 
Principles for Protection 
WIPO’s Creative Heritage Project 

 
Topic 28 IP and Promotion of Innovation: The Use of Patent Information 
 

• Importance of Patent Information 
• Features of Patent Documents 
• Various Types of Searches 
• Usefulness of Patent Documents 

Main User Groups of Patent Information • 
• Patent information and Universities and R&D Institutions 
• Patent Information and Developing Countries 

 
Topic 29 IP Management2 
 

 IP Management’s Role within General Business Strategy •
-   General Principles of Busines
-   Appropriation of Intangible an

s Strategy  
d Intellectual Assets:  

                                                

     -  The strategic role of IPRs 
     -  Other ‘strategic’ non IPR related means of appropriation 
     -  The interaction of IPRs and complementary assets 

 

 
2 As proposed by Mr. Robert Pitkethly, Lecturer, Oxford University. 
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• Internal IP Management  
   -   Managing and Incentivising IP Creators  
   -   Promoting IP Awareness within Organizations  

ent:  

t (e.g. IP dept staff & outsourcing ` 

anagement 

 

-  Means of Exploiting IP - In-house, Licensing, Sale 
rations 

siderations 

 
Topic 30 rises (SMEs)

   -   Organizational Aspects of IP Managem
        -  Organizational structure and IP management 
        -  Resourcing IP managemen
   policy) 
        -   Intra-organizational communication and IP m
        -    Information Management and IPRs:  
                -  Patent information management
                -  Management of other IP related information 
        -  IP Valuation  
 

• External IP Management  

-  Licensing Management Conside
-  Litigation Management Con

 IP and Small and Medium Sized Enterp  
 

 
 Why is IP Relevant to SMES? 

an IP Enhance the Market Value of SMEs?  
 What Types of IP may be used by SMEs to enhance their 

oducts or Services of 

• Can SMEs use IP Assets for Financing?  
• Ma  
• Rol M
 Services Provided by the SMEs Division of WIPO 

 
 

• How IP can strengthen the Competitiveness of SMEs? 

 How c

Competitiveness? 
 Why is IP Crucial for Marketing the Pr

SMEs?  

naging and Exploiting IP Assets  
e of S Es Support Institutions 

•
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Topic 31 ernative Dispute Resolutions:  Cases and  Internet Domain Names and Alt
Simulation Exercises 

Mission of WIPO Arbitration and Mediation Ce
Purpose of the Uniform Dispute Resolution Policy (U
UDRP Procedure 
Advantages of the use of
Facts and figures 
The  Internet Domain Name System 
UDRP Substance: the Three Elements: 
- Trademark is identical or confusingly similar to the d
- T e registrant of 

 
• nter 
• DRP) 
• 
•  UDRP 
• 
• 
• 

omain name 
h the domain name have no rights or legitimate 

 interests in the domain name  
egistered and used in bad faith  

• 
 

Topic 32 Curre the World

- The domain name is r
Case Studies 

nt Situation of Enforcement of IP Rights in  
 

• IP Enforcement under TRIPS 

- Enforcement provisions- Part III (art. 41-61) 

- Advisory Committee on Enforcement (ACE) 
ive advice 

• Counterfeiting and Piracy 

 
Topic 33 

- Principal features of TRIPS  

• The Role of WIPO in the Enforcement of IPRs 

- Technical assistance and legislat
- Cooperation and coordination with IGOs and NGOs 
- Public education and awareness raising 
The Contemporary Challenges: 

• WIPO’s Actions in the Combat of Counterfeiting and Piracy   

Review 
 

 
opic 34 Group Discussions

• Brief review of  each topic 
• Questions and answers 

T  
 

• Participants are split into four groups 
• Discussion on selected IP topics 
• Guidance by a coordinator for each group (expert on the issue) 
• Report to be presented in the plenary 

 
 

[Annex II follows]
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Annex II 
 

A List of Useful Web sites Addresses 

WI
http://www.wipo.int/portal/index.html.en

 
PO 

 
 
WI
http

PO Worldwide Academy 
://www.wipo.int/academy/en 

 
WI
http://ww

PO Distanc rne Lea ing Program 
w.wipo.int/academy/en/courses/distance_learning/index.html 

or 
http://academy.wipo.int/ 
 
WIPO IP Handbook 
http://www.wipo.int/about-ip/en/iprm/ 
 
WI  as a Power Tool for Economic Growth” 
http 888/index_wipo_pub_888.html

PO Publication No. 888 “Intellectual Property
://www.wi t/abpo.in out-wipo/en/dgo/wipo_pub_  

 
WI
http

PO Magaz
://www.wipo.int/wipo_magazine/en/

ine 
 

 
WIPO Fr
http://ww

ee Publications 
w.wipo.int/freepublications/en/ 

 
WI
ttp

PO Member States 
h ://www.wipo.int/members/en/ 
 
IP Offices eb sites W  Directory 
ttp://www.wipo.int/directory/en/urls.jsph  

 
WI
http://www.wipo.int/portal/en/resources_students.html

PO Resources for Students 
 

IPO-administered Treaties 
http

 
W

://www.wipo.int/treaties/en/ 
 
Na
http

tional and Regional IP Laws Collection 
://www.wipo.int/clea/en/ 

 
IPO Library 

http://www.wipo.int/library/en/
W

 



page 175 
 

Annex III 
 

Abbreviations 
 

 
ACE ement   Advisory Committee on Enforc
ADR alternative dispute resolution 
AEPO Association opean Performers Organizations of Eur
AFC ter  American Folklife Cen
AIDS acquired immune deficiency syndrome 
ARI ial Property Organization PO African Regional Industr
CBD Central Business District 
CIPR Coalition for Intellectual Property Rights 
COP  Parties  Conference of
DNA DeoxyriboNucleic Acid 
DRM digital rights management 
EAPO Eurasian Patent Office 
EoF Expressions of Folklore 
EU European Union 
FAO ns  Conference of the Food and Agriculture Organization of the United Natio
FDI  direct investment foreign
FIA tors  International Federation of Ac
FIM International Federation of Musicians 
HIV odeficiency virus  Human immun
IGC  Intergovernmental Committee 
IP intellectual property 
IPR property rights intellectual 
LDC s s least developed countrie
MDGs Millennium Development Goals 
MFN most favored nation 
MIT nology  Massachusetts Institute of Tech
MOT management of technology 
OAPI African Intellectual Property Organization 
OHI t M Office for Harmonization in the Internal Marke
PCT Patent Cooperation Treaty 
PLT Patent Law Treaty 
R&D ent  research and developm
SCP  of Patents  Standing Committee on the Law
SCT  of Trademarks, Industrial Designs and Geographical  Standing Commit

Indications 
tee on the Law

SME ll and medium-sized enterprises s sma
SPL w Treaty T Substantive Patent La
TCEs Traditional s Cultural Expression
TK traditional knowledge 
TM trademark 
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TPM Technological protection measures 
TRIPS trade related aspects of intellectual property rights 
UAW United Auto Workers 
UDRP uniform dispute resolution policy 
UDRP Uniform dispute resolution policy 
UN United Nations 
UPOV e Protection of New Varieties of Plants International Convention for th
US United States of America 
USPTO ademark Office United States Patent and Tr
WCT WIPO Copyright Treaty 
WHO World Health Organization 
WIPO y Organization World Intellectual Propert
WPPT aty WIPO Performances and Phonograms Tre
WTO World Trade Organization 

 
 
 
 
 

[End of Textbook] 
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